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UNITED STATES CIRCUIT COURT OF APPEALS
FOR THE NINTH CIRCUIT.

No. 2195.

H. J. HEINZ COMPANY,
Apfclliini,

VS.

3IAX M. COHN,
Appellee.

BRIEF AND ARGUMENT FOR APPELLANT.

May it please the Court:

This is a suit in equity under letters patent No. 835,850,

issued November 13, 1906, to Max M. Cohn, for improvements
in Envelopes, and letters patent No. 824,908, issued July 3,

1906, to Max M. Cohn, for improvements in Envelopes.

The patent No. 835,850, issued November 13, 1906, was ap-

plied for first, and so throughout the record it has been desig-

nated as the first Cohn patent, while the patent No. 824,908,

applied for last, lias been designated as the second Cohn
patent. For convenience, we will discuss the Cohn patents
under these names or designations. For a like reason we will

refer to the appellant as the defendant and to the appellee
as the complainant.



General Statement of the Matter in Controversy.

The two Colin patents sued on relate to what are known, in

popular lanpriiage, as one-piece transparent window envelopes

—onveloiies made of one piece of paper by applying a grease

or oily preparation to the spot where the address of the en-

closure is to appear so as to render it transparent, and allow

the address to appear through the transparent portion or

^iidow—to distinguish them from two-piece transparent

window envelopes—envelopes where the portion over the

address of the enclosure is cut out and a piece of oiled or

transparent paper pasted in.

The imj)rovement of the first Cohn patent consists in print-

ing a border around the window, either in the form of a ring

or large enough to cover the entire face of the envelope out-

side of the transparent space, so as to cover up and conceal

any running of the oily preparation in the fibre of the paper

and give a sharp or definite outline to the window. The im-

provement of the second Cohn patent consists in the envelope

of his first patent when the window is made in the form of

an article of manufacture or symbol of trade, with permanent

advertising matter printed on the face of the envelope in

juxtaposition to the window.

Everything was old in the envelopes of the Cohn patents,

as the defendant contends, except printing a ring around the

grease spot, as such rings had been printed around grease

spots on paper used for other purposes. The whole contro-

versy, as tho defendant contends, so far as the envelope of the

first Colin i)atent is concerned, is as to whether it involved

invention to print a ring around a grease spot.



Facts Conceded and Disputed.

Oil holialf of tlic (IcfciKl.int, it is conceded:

1. That the defendant is an incorporation, as alleged in

the bill.

2. Tiiat the respective letters patent were granted to the

said Max M. Colin, in due form, as alleged in the bill.

3. That the title to the patents was in the complainant at

the time the bill was filed and at the date of which the decree

was entered.

On behalf of the defendant it is contended that the follow-

ing facts and conclusions of law are established by the evi-

dence :

4. That the alleged invention claimed in each of the claims

of the first and second Cohn patents involved no invention, in

view of the state of the art, and nothing beyond the exercise

of ordinary mechanical knowledge and skill.

5. That one-piece transparent window envelopes, made
from opaque paper and with window spaces rendered trans-

parent by the application of an oily or similar suitable prep-
aration, are shown or described in the Brown 1862 patent,

No. 36,399, in all substantial respects like the envelope of the
first Cohn patent, except that the Brown envelope had no
border printed around the transparent window or space.

6. That the ''border" mentioned in the claim of the first

Cohn patent, and in the claims of the second Cohn patent sued
on, may be either a narrow ring around the transparent win-



dow, or it may extend solid from the window space to the

cdj^es of tlie face of the envelope, as expressed in the specifi-

cation of the first Cohn patent, in describing Fig. 2, where he

says that, "The entire face of the envelope around the window

is assumed to have been imprinted or colored to give defini-

tion to the window opening and obliterate signs of 'creep' in

the transparency producing preparation"; or, as expressed in

the second Colin patent, in describing the "border" produced

by the coloring matter, where he says that, "This coloring

matter may be applied solid over the face of the envelope."

7. That one-piece transparent window envelopes, made

from transparent paper or stock, and with borders printed

around the space left for the window and extending out to

the edges of the envelope face, as Cohn says above that his

borders may extend, are shown or described in the Busch 1896

Knglish patent, No. 11,876, as testified by defendant's wit-

nesses and admitted by Colm.

8. That the printing on the Brown 1862 patented envelope,

made from opaque paper with "only a transparent portion,

large enough to exhibit the 'direction' through it," as de-

sf-ribod in the Brown ]iatent, of the border of the envelope

described in the Busch 1896 English patent, made from trans-

parent paper, produces the envelope described and claimed in

the first Cohn patent sued on, and was merely a mechanical
act, required merely the exercise of the knowledge and skill

of the trade or calling of the printers' craft, and nothing of
the character of invention.

9. Tiiat for maTiy years before the application for the first

Cohn patent it was the common and universal practice in this

country among the printers of three-color pictures, the

printers of lithograph laljels, and the printers of general



kinds of work, to print a bonlor around tlieir ])if'turos or

work, to ^ve dolinition to the same and to cover up and con-

ceal rapT^cd, imporfoct, or unsightly edpres, resulting from the

running of the ink or eolors, or for other causes, the work

done and the results secured by printing and using such bor-

der being in all respects similar in character and kind to the

work done and the results secured by Cohn in printing the

border on the envelope of his first patent.

10. That the printing on the Brown 1862 patented envelope

made from opaque paper, with ''only a transparent portion,

large enough to exhibit the 'direction' througli it," as de-

scribed in the Brown i)atent, of the border used by the

printers of three-color work, lithograpb printers, or printers

generally, produced the envelope described and claimed in the

first Cohn patent, and was merely a mechanical act, and re-

quired merely the exercise of the knowledge and skill of the

trade or calling of the printers' craft, and nothing of the

character of invention.

11. That the use of "borders" around transparent spaces,

both in the use of transparent paper or material, and of

opaque paper where the transparent spaces are produced by

the use of an oily preparation, or where the transparent space

is formed by a separate piece of transparent material, are

shown or described in the Tudor 1878 reissued patent, No.

7,514; the Leigh 1894 English patent or publication, No. 21,-

711; the Busch 189G English patent, No. 11,876; and the Smith

& Brown 1901 English patent. No. 25,532.

1 2. That the printing on the Brown 1862 patented envelope

made from opaque material with "only a transparent portion,

large enough to exhibit the 'direction' through it," as de-

scribed in the Brown patent, of the border around the trans-



pnioiit spaces shown or described in the Tudor, Leigh, Busch,

and Smith & Brown patents above described, produced the

envelope described and claimed in the first Cohn patent, and

was merely a meciianical act, and required merely the exer-

cise of the knowledge and skill of the trade or calling of the

f)rinters' craft, and nothing of the character of invention.

i;'. That the first envelopes made by Cohn out of opaque

I)aper, with transparent windows produced by an oily prepara-

tion, and with a border printed around the transparent win-

dows, were made in the Spring or Summer of 1904, and sub-

sequent to May 9, 1904, on which date Cohn filed his first ap-

plication for a patent, as appears not only from the evidence

hut from the envelopes offered in evidence themselves, which

all contain the words ** Patent Pending," or "Pat. Applied

For," which was possibly true after May 9, 1904, but was not

true before that date.

14. That in January, 1904, one-piece transparent window

envelopes were made from opaque paper by Julius Regen-

stein and others, at Chicago, Illinois, by rendering the window

space transparent by the use of an oily preparation, and then

ftrinting a border around the space to give definition to the

window and to cover and conceal the creeping or bleeding of

I lie oil, which envelopes were full sized and complete reduc-

rnui to practice of the inventions of the first Cohn patent, and

corresponded in each and every respect with the envelopes

claimed in the first Cohn patent.

1'). That the claims of the second Cohn patent are limited

to f-nvolopes containing a trans})arent window or space which,

considere*! by itself alone and irrespective of the border, is in

outline characteristic of some symbol of trade, or article of

inannfacturc. a!id with |»ei niMiiciit advertising matter placed



or printed on tlio bonier outsHle of tlie transparent window

or space.

Hi. Tliat envelopes with trans|>arent windows in the shape

of a traih'-jnark, article of niaiuiraeture, or synilK)l of trade,

are shown and dcscrihcd in the Jioldt 1S!)7 English patent, No.

2*.>,1)5(), which patent also says that the transparent windows

may have a trade-mark, name or other symbol or device upon

the transparent window itself.

17. That to take the envelope of the tirst Cohn patent, with

its transparent window and with its border printed around

the window, and make the window in the form or shape of a

trade-mark, s}7ubol or device, as described in the Boldt 1897

English i)atent, and place permanent advertising matter on

its border, produces the enveloiie of the second Cohn patent,

and was merely a mechanical act, and required merely the

exercise of the knowledge and skill of the trade or calling of

the printers' craft, and nothing of the character of inven-

tion.

18. That only mechanical knowledge and skill and nothing

of the character of invention were required to take the en-

velope claimed in the first Cohn patent, with its transparent

window and border, and cliange the forw of the window so as

to make it in outline characteristics of some symbol of trade,

in view of the Boldt 181)7 English patent, and of the practice,

from time immemorial, of printing permanent advertising

matter on the face of envelopes outside of the space reserved

for the address.

1!). That the transparent ivindow in the defendant's en-

velope charged to infringe is not in the shape or form of an
article of manufacture, and is not in outline characteristic of

some syml)ol of tiado, but is simply in size and shape the
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roirular transparent window of the stock envelope made by

tlie manufacturer of tlie defendant's envelope.

20. Tliat the defendant's envelope contains neither perma-

nent advertising or printed matter on the border or face of

the envelope, as required by the claims of the second Cohn

patent sued on, but simply the word *' Heinz" on the inside

back of the envelope opposite the transparent window or

space, so as to be seen therethrough, similar to the use of a

word, symbol or device on the transparent window or space,

as the Boldt 1897 English patent describes, and the usual

return card in the upper left-hand corner—neither of which

constitue the permanent advertising matter "appearing on

said printed border and related to and in juxtaposition with

the outline of said window," as called for in the first claim,

nor the "permanent printed matter on the face of the en-

velope related to and in juxtaposition with the outline of the

window and co-operating with said outline to indicate a par-

ticular brand of goods," as called for in the second claim.

21. That the defendant's envelope does not infringe the

claims of the second Cohn patent sued on.

Assignment of Errors.

The errors assigned on behalf of the appellant at page 671

are, That the court erred

—

1. In finding and holding that letters patent No. 835,850

were good and valid in law, and in sustaining the same.

2. In finding and holding that letters patent No. 824,908

were good and valid in law, and in sustaining the same.



3. In lioldiiiL'" that the (ictciulaiit 's ciivclopos \v(mo an in-

fringement of said letters patent or either of them, and in

onlerinu: an injunction atfainst tlie defendant.

4. In holdin«>: that said letters patents No. 8:?5,850 and

No. 824,1)08 involved novelty and invention, notwithstanding

the state of the art as estahlished in the evidence.

5. In not holding? that said letters patents No. 835,850 and

No. 824,908 were invalid and of no force or effect whatever

as lackinu: novelty and invention, in view of the state of the

art as established iu the evidence.

6. In not holdin<]: that the said letters patent, No. 835,850,

were anticipated by the one-piece transparent window en-

velopes made by Jiilins Regenstein and others in January,

1904.

7. In holding that Cohn conceived of the invention de-

scribed and claimed in said letters patent No. 835,850 prior

to January, 1904, and before the making of the January,

1904, envelopes by Julius Regenstein and others.

8. In not finding and holding that said letters patent,

No. 835,850, were invalid and void and of no force or effect

whatever, in view of the common and universal practice in

this country, among the printers of three-color pictures and

the printers of lithograph labels, and the printers of gen-

eral kinds of work, of printing a border around their pic-

tures or work to give definition to the same, and to cover

up and conceal ragged, imperfect, and unsightl}' edges result-

ing from the running of the ink or colors or from other

causes.

9. In not finding and holding that said letters patent, No.
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835,850, were invalid and void and of no force or effect

wliatovor, in view of the existence in the prior art of one-

piece transparent window envelopes witliout a border around

the transparent window, and of the common practice and ex-

jiedient of printers, of printing a border around pictures and

of other kinds of work to cover up and conceal, ragged, im-

perfect, and unsightly edges, resulting from any cause what-

soever.

10. In not finding and holding that said letters patent. No.

835,850, were invalid and void and of no force or effect

whatever, in view of the Busch 1896 English patent. No.

11,876, which had borders printed around the space left

for the transparent window.

11. In not finding and holding that said letters patent,

No. 835,850, .were invalid and void and of no force or effect

whatever, in view of the use of borders around desired trans-

parent spaces, produced in opaque paper by an oily prepara-

tion, as shown in the various letters patent offered in evi-

dence on behalf of tlie defendant.

12. In not finding and holding that said letters patent.

No. 835,850, were invalid and of no force or effect whatever,

on the ground that the printing of the border around the

transparent window of the envelope, described and claimed

in such patent, was a mere ])rinters' mechanical expedient,

that had been practiced for many years in various kinds of

printers' work, to cover up and conceal ragged, imperfect

and nnsightly edges, resulting from any cause whatsoever.

13. In not finding and holding that the envelope described

and claimed in said letters patent No. 835,850, was first con-

ceived of by the said Max M. Colin in the Spring or Summer of

1904, and after the Regenstein 1904 envelope had \yeen manu-
factured.
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14. Ill u«>t (iiulinii: and li()Miii«^' that tlio cnvcloix' described

and claimed in said letters patent, No. Sl'4,1K)8, was limited

an«l conlined to envelopes containinp^ a transparent window

or space which, considered by itself alone and irrespective

of the border, was in outline characteristic of some symbol

of trade or article of manufacture.

15. In not tindiuLc and holdinu: that said letters patent,

No. 824,908, were invalid and void and of no force or efTect

whatever, in view of the Boldt 18!)7 KiiKlish patent, No.

12;),1)5G, offered in evidence by the defendant.

K). Ill not (iiidiii^- and holdiuii: that the envelope described

and claimed in said letters patent, No. 824,908, involved only

mere mechanical knowled,i:;e and skill to make, in view of

the fact that enveloi)es with transparent windows, in various

forms, and with borders around the same, were shown and

described in the Busch English i^atent. No. 11,876; the Boldt

P^nglish patent, No. 29,956, and other patents offered in evi-

dence by the defendant.

17. In not finding and holding that only mechanical

knowledge and skill were required to take the envelope de-

scribed and claimed in said letters patent. No. 835,850, witli

its transparent window and border, and changing the form

of the window so as to make it in outline characteristic of

some sjTiibol of trade, in view of the Boldt 1897 English

patent, and of the practice, from time immemorial, of print-

ing permanent advertising matter on the face of the en-

velope outside of the space reserveil for the address.

18. In finding and liolding tliat tlie transparent window in

the defendant's envelopes charged to infringe was in outline

characteristic of some symliol of trade or article of manu-
facture, as described and claimed in said letters patent, No.
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824,908, and in finding: and holding that the defendant's

onvcl()j)cs wore an infringement of the claims of said letters

I)atont, No. 824,908.

As many of the facts specified in the contentions of the

defendant, and many of the errors contained in the above

enumeration, depend for their establishment upon consid-

erations of testimony and principles of law applicable to

several, we consider that it will conduce to clearness and

brevity to consider them together, under appropriate head-

ings, as far as applicable, and so we will proceed to consider

them in connection with the patents to which they respect-

ively relate.

The First Cohn Patent is Lacking in Invention in View of

The State of the Art.

The learned judge below, in his opinion, beginning at page

'.\2, discusses the defenses of miticipation and lack of novelty,

Init appears to have singularly failed to consider what we
regard as one of the impregnable defenses in this case—the

lack of invention in view of the state of the art. The Su-

preme Court has frequently held that the alleged invention

of a patent may be novel in the sense of having never been

made in the particular form shown or described in the patent,

in which case, of course, it is not anticipated or precisely

met, but that, if it lack invention over the state of the art,

the patent cannot be sustained.

To refer to a case or two on this point—though there are

many that could bo cited:

In Thompson v. BoUiselier, 114 U. S., 11, the Supreme
Court said:

"]t is not enough that a thing shall be new, in the
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sense tlint in tho shape or I'oriii in which it is producod
it shall not have l)oen hoforc known, and that it sliall
be useful, hut it must, under tlie Constitution and the
Statute, amount to an invt-iition or discovery."

Tlio a»)ovo lanjruairo is quoted and tlie principle of law
reiterated in Gnnhivr v. //f-/^, 118 U. S., 191, where addi-
tional cases are cited; and after quotiui? the ahove lanirua^e
from the Thompson-Boisselier case, the Supreme Court, on
page 192, said:

*'A lar^re number of cases in this court were there
referred to, and one especially, wliere the thini,' claimed
was new, in the sense that it liad not ])een anticipated by
any previous invention, and it was siiown to have sn-
perior utility, yet it was held not to be such an im-
provement as was entitled to be regarded in tlie patent
law as an invention."

It was not enough, therefore, for tlie learned judge below
to find that the alleged inventions of the Cohn patents
were novel and not anticipated, in tlie sense that the exact
envelopes shown and described in the patents had not ex-
isted before, unless such envelo})es contained invention over
what existed in the prior art. The defense that we are now
insisting upon, and which we think was practically overlooked
by the court l>elow, is that there was no invention in the
envelopes of the Cohn patents, when what Cohn did, over
what was known and existed before, is taken into considera-
tion. To show this lack of invention we will take up and
consider the state of the art as it was fully established in
the proofs.
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The State of the Art and in What it Consists.

The state of the art may be considered under six general

divisions or propositions which may be briefly presented as

follows

:

First, one-piece window envelopes in every respect like the

envelope of the Cohn patent, but without a border around

the window, were old in the art.

Second, borders were old and had long been used by the

printers of three color pictures, for the same purpose as

they were applied and used by Cohn on his one-piece trans-

parent window envelope—to cover up, conceal or obliterate

irregular, ragged and unsightly edges on the work enclosed

within the borders.

Third, borders were old and had long been used by the

printers of lithograph picture labels, for the same purpose

as tliey were applied and used by Cohn on his one-piece

transparent window envelope—to cover up, conceal or

obliterate irregular, ragged and unsightly edges on the work
enclosed within the borders.

Fourth, borders were old and had long been used by
printers generally around different kinds of work where
the ink ran or spread, for the same purpose as they were
applied and used by Cohn on liis one-piece transparent win-

dow envelope—to cover up, conceal or obliterate irregailar,

ragged and unsightly edges on the work enclosed within the
borders.

Fiftli, borders were old and had been described as

"!)rinted" on one-piece transparent window envelopes
around and outside of llin space constituting the transpar-
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cut window long beforo the date of tlie invention of the first

Cohn patent.

Sixth, l)ordprs were old and described as printed around

trans))arent spaces created in opaque paper by the applica-

tion of a grease, varnish or oily pre})aration, where the

transparent spaces were used for various purposes.

We will consider each of the foregoing phases of the

state of the art and the evidence in support of the same, in

the order enumerated above.

First Division of the Old Art.

The Brown 1862 patent, at page 695, describes one-piece

window envelopes made from opaque paper, like those

of the Cohn patent, and with the transparent portion

produced in the opaque paper in the same way,—by the use

of a material that makes the paper transparent where ap-

plied and only where applied—but without the border, were

old in the prior art. They are fully disclosed in the Brown
1862 patent in evidence. After describing one part of the

invention, the Brown specification says (italics being ours)

:

''The other part of my invention consists in an im-

proved envelope, or wrapper, D. The improvement is,

to make the envelope or wrapper, transparent, suffi-

ciently to clearly show the cards of address through its

face. There may be only a transparent portion B, large

enough to exhibit the 'direction' through it; and this

may be made either by rendering a portion of the en-

velope, or wrapper, itself, transparent, bv the same
means or substance as employed for making tracing
paper or any other, in the process of manufacturing the
paper or the envelope, leaving the remainder of the en-

velope opaque.''

The Brown patent says, "by rendering a portion of the

envelope"—not the w^hole of it, but a portion—"trans-
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pareut, by the same means or snbstance as employed for

making tracing paper or any other" transparent. What

"means or substance" are used for making the tracing

[)aper transparent? Oil or oily substances, as everybody

knows. The tracing paper in children's picture tracing

books used for forty years or more, as its very appearance

sliows, is rendered transparent by oils or oily preparations.

The Century Dictionary, copyrighted in 1890, under the

headinff of oils, says: "Oiled paper, paper saturated with

oil, either to render it transparent and thus fit for tracing

purposes, or to make it waterproof." Brown speaks to those

skilled in the art of making paper and making either the

whole or a portion of it transparent and who knew that

oily preparations were used in making "tracing" paper, and

so he tells them that a portion of the envelope, "large enough

to exhibit the 'direction' through it," was to be made trans-

parent by using the appropriate "means or substances"

—

any suitable oily preparation.

The above quotation from the Brown patent clearly de-

scribes a one-piece transparent window envelope, made from

opaque paper, with a desired transparent space or window in

it, but without any border around the transparent portion.

We offered in evidence an envelope that corresponds to the

description of the Brown patent, and the same will be found

in the defendant's typewritten record on file in the case, op-

I)osite page 372. The defendant's witness, Mr. Bond, at page

353, testifies that the envelope offered in evidence "embodies

the invention of the Brown 1862 patent. '
' The Primary Ex-

aminer, the Board of Examiners-in-Chief and the Commis-
sioner of Patents, all considered and conceded that the

Brown patent disclosed a one-piece transparent window en-

velope made from opaque paper like the Cohn envelope, but

without the border. Indeed, the attorney for Cohn, in his

argument filed with the Board of Examiners-in-Chief, con-
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ceded this at paofo GK}, and anioii^^ other things said (the

italics heing ours)

:

**The patent to Brown 36,393 is only cited to show a
window wliicli is made transparent by some substance
such as is emi)loyed for making tracing papers. This we
admit is old in an envelope, but it is tliis very method of
making the transparent window which calls into play the
border of contrasting color which is applied over and
conceals the ragged lines left by reason of the oily mat-
ter creejnng into the opaque stock of the envelope.
"Although we disclose new and useful advantages for

this border and we have made the Brown type of envel-
ope a success, so much so that the improved envelope is

now being extensively made and sold," etc.

Here Cohn, through his attorneys, claimed that by the use

of the border he had made "the Brown type of envelope a

commercial success—not some other kind of envelope, but the

Brown type—thus conceding that the type of envelope was
old and that the Cohn envelope differed from it simply by the

application of a border around the window.

The Board of Examiners-in-Chief, in their opinion, after

referring to the Busch 1896 English patent, and the Cohn
and Shipp 1904 English patent, said, at page 618, in speak-

ing of the Brown patent (the italics being ours)

:

''It is obvious that by following the directions first

stated, an envelope of the same construction as the ap-
pellants is produced. The appellant has merely added
a colored border for the purpose of ornamentation.
"In the patent to Cohn et al. is described an unpunc-

tured envelope having a transparent window surrounded
by a portion to which dark colored ink has been applied.
This is also true of Busch. The border in this case seems
to extend to the edge of the envelope but it is neverthe-
less a contrasting border. Its purpose is, like that in the
appellant's case, to have a transparent window regular
in outline and of the shape desired. If the transparent
material extends to the edge of the envelope it is neces-
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6a ry to extend the ink covered surface to the edge, where-

as if the transparent portion does not extend so far it is

not necessary to extend the ink so far. It may then be

applied in tlie shape of a border sufficiently wide to cover

the edges of the transparent portion."

Indeed, as already pointed out, Cohn says in both of his

patents that the border may extend to the edges of the en-

velope, his words, in describing Fig. 2, being that, "The en-

tire face of the envelope around the window is assumed to

have been imprinted or colored to give definition to the win-

dow opening and obliterate signs of creep in the transpar-

ency-producing preparation"; and in the second patent that,

''This coloring matter may be applied solid over the face of

the envelope." The Board of Examiners-in-Chief then pro-

ceeded by saying:

"The purpose, function and idea of means seems to be

the same in both cases. The rough edges of the trans-

parent portion would be concealed just as well by coating

all of the balance of the envelope with dark colored ink,

and the only i^urpose of substituting a narrower border
seems to be to get a different artistic effect. There is no
mechanical advantage or utility in it. It is a mere matter
of design. The claims are lacking in patentable novelty,
in view of the references cited."

Furthermore, while the matter was pending before the Pri-

mary Fixaminer, and before it was appealed to the Board of

Examiners-in-Chief from the proceedings in which the above
quotations were made, Cohn, at page 599, among other things,

said

:

"We admit tliat it is a matter of common knowledge
to make envelopes of transparent material. We also ad-
mit that it is a matter of common knowledge, broadly, to
make an envelope [with] a generally opaque body having
a transi)areiit window or opening. It is also not new to
render paper transparent by treating it with grease, and
which ))roposition is included in the one second above
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noted. Wc* tlu'it't'oiv agree willi tlie Kxaniiners' lioldiiiju:

as to sucli matters."

In view of the above findinp:s of the Oftice, and the conces-

sions of Cohn in the proceedings for tlie ol)taininu: of the first

Cohn patent, we submit that it is pretty late in the day, to put

it miklly, to claim that the Brown 1862 patent does not dis-

close a one-piece transparent window envelope or transparent

portion formed by an oily preparation—in short, the exact

envelope of the Cohn patent, with the exception of the border

around the transparent window.

It should be understood, of course, that the Brown 1862 pat-

ent discloses three kinds of envelopes—one where an opening

or aperture is cut out of the envelope to display the address

on the enclosure, and without any transparent covering over

the opening,—another where an opening or aperture is cut in

the envelope and a separate transparent covering piece ap-

plied over the opening so as to allow the address on the en-

closure to show through—and one where the space or window
is made transparent out of the integral opaque paper, just as

is done in making the envelope of the first Cohn patent. It is,

of course, the last or third kind of envelope disclosed in the

Brown patent that corresponds with the envelope of the first

Cohn patent, with the exception of the border around the

transparent space or window.

The complainant, Cohn, in his testimony, sought to dis-

tinguish his envelope from the Brown envelope, notwithstand-

ing his concessions in the Patent OfTice that it was the same
thing, with the exception of the border, and mentioned vari-

ous grounds on which he sought to base such distinction, but
a reading of his answer will show that he confused the vari-

ous kinds of envelopes disclosed in the Brown patent, instead

of confining himself to the particular kind or type that is
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germane to the real question involved. Various of his grounds

also were frivolous and inconsequential, when we keep our

minds on the particular kind of envelope disclosed in the

Brown patent that we rely upon as showing that everything

was old in the Cohn envelope, in view of the Brown patent,

with the exception of the border around the window.

In X-Q. 159, at page 186 of the Eecord, we asked him, and

he testified as follows

:

"X-Q. 159. Let us compare the defendant's exhibit

envelope illustrating the Brown 1862 patent offered at

page 372 of the D. R. and the envelope described in the

Brown patent, and see how far they contain matter in

common. First, they are both envelopes; second, both
envelopes are made from opaque stock; third, both en-

velopes have transparent spaces or windows in their

fronts or faces ; fourth, both envelopes have these trans-

parent spaces formed by some means or substances that

are adapted to render paper transparent where the same
is applied ; fifth, both envelopes have the transparent win-
dows of a size and shape to permit the address on the
enclosure for which they were made to show through the
windows ; sixth, both envelopes have the remainder of the
face or front opaque; and, seventh, both envelopes are
one piece, transparent window envelopes. Are not the
various features mentioned above common to the defend-
ant's exhibit under consideration and to the envelope dis-

closed in the Brown 1862 patent?"

The above question was intended, by comparison, to show
that the exhibit offered by the defendant to illustrate one of

the kinds of envelopes disclosed in the Brown patent was a

correct illustration of the same, and, as the defendant's ex-

pert, Mr. Bond, had testified, ''embodies the invention of the

Brown 1862 patent." As Cohn, in his answer, took up the va-

rious numbered features mentioned in the question, we will

quote his answer point by point, with such comment after each
point of his answer as may be pertinent to show the inconse-
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quential character of some of the distinctions which he at-

tempted to draw. In answering the question, Cohn said:

**No, for the following:: reasons. First, the envelope

used for illustratini:: tlie Brown 1862 patent is an envel-

ope, whereas Brown in his specification says, 'P]nvelope

or wrapper D.' By referring to diagram D of the Brown
drawings yon cannot tell whether he had in mind an en-

velope or a wrapper, there being no distinction in any of

the drawings. '

*

Wliat is the difference between an envelope and a wrapper?

An envelope is a wrapper—something to cover up an enclos-

ure. The specification of the Brown patent, at page 695, after

describing the address cards which constituted ''one part of

my invention," to use the words of the Brown specification,

proceeds by saying that ''The other part of my invention con-

sists in an improved envelope of wrapper D," and the draw-

ings show the envelope or wrapper marked with the letter D.

The specification repeatedly speaks of the '

' envelope or wrap-

per," and frequently uses the term "envelope" alone, with-

out the synonym "wrapper" or other equivalent word; and

both of the claims of the patent use the term "envelopes"

alone. The drawings show the conventional illustration of

envelopes, but whether Brown calls them envelopes or wrap-

pers is a matter of no importance, and, consequently, the at-

tempted distinction of Cohn, in the portion of his answer

quoted, between envelopes and wrappers, amounts to nothing.

Brown shows and describes an envelope, and its pertinence

and character are in no way modified by using the synonymous

words, '

' envelopes or wrappers, '

' to describe what he is talk-

ing about. Hence, the Brown patent describes and the envel-

ope illustrating it shows, envelopes as inquired about in the

question, and the answer should have admitted the fact. Cohn

then proceeded:

"Second, the so-called Brown exhibit, opp. page 372
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D. R., is made from opaque stock. Brown's may or may
not bo made from opaque stock. His specifications call

for both and his drawings describe neither."

Colin here says that the Brown envelope may or may not

be made from opaque stock, and that his specifications call for

both. If this be so, then clearly there is a disclosure of the

one—the envelope made from opaque stock, as asked about in

the question,—and Cohn should have plainly admitted the fact

instead of saying, in effect, that while the Brown envelope

was made from opaque stock the specification also described

other kinds. Cohn then proceeded

:

'* Third, the so-called Brown exhibit has a transparent

space or window in its face, while the Brown patent may
have a space or hole, covered or uncovered by transparent
material, the drawings and specifications in the Brown
patent being silent as to the method of construction."

This part of Cohn's answer only mentions the first and sec-

ond styles of envelopes described by Brown, and omits the

statement in the Brown specification that "There may be

only a transparent portion B, large enough to exhibit the 'di-

rection' through it ; and this may be made either by rendering

a portion of the envelope, or wrapper, itself transparent."

His answer in this respect, therefore, fails to respond to the

third mentioned similarity between the Brown envelope and

the defendant's exhibit illustrating it, which asked whether
*

' both envelopes have transparent spaces or windows in their

fronts or faces," and did not ask him about the first and sec-

ond tyi)es of envelopes described by Brown, in which a hole or

aperture may be cut and left unclosed, or cut and closed with

transparent material. The specification of the Brown pat-

ent, however, shows what the fact is, and what the answer
should have been, ('ohn should have answered with an un-
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qiialifieil aflirmativo, acconlin^^ to the facts inquired about.

Colin then proceeded:

"Fourtli, the so-called Brown exhibit has been ren-

dered transparent by the use of an oily preparation. The
Brown ])at('nt mentions no sufli method."

The fourtli i)artic'ular mentioned in the question was as to

whether "Both envelopes have these transparent spaces

formed by some means or substances that are adapted to ren-

der paper transparent where the same is applied." Nothing

was said in the question about an oily preparation or what the

constituents of the "means or substances" were, so lono; as

they were "adapted to render paper transparent where the

same is applied." The Brown specification says that the

transparent portion "may be made either by rendering a por-

tion of the envelope, or wrapper, itself transparent, by the

same means or substances as employed for making tracing

})aper or any other," transparent. Brown was speaking to

those familiar with paper and the "means or substances" by

which the paper, or a portion of the paper, could be made

transparent, without attempting to define what particular

means or substances should be used. In like manner, the first

Cohn patent defines no special means or substances, but simply

says to apply to one side of the paper "a preparation which

has the property of rendering transparent the portion to which

it is applied," leaving the constructor of the envelope at liber-

ty to employ ani/ known preparation he might desire, so long

as it has "the property of rendering transparent" the portion

of paper to which it is applied. Notwithstanding this similar-

ity in the Brown and Cohn patents, of non-definition of the

particular means or substances that should be employed, it is

plain, we think, that the Brown patent covers any oily or

greasy preparation, as such preparations, long before the ap-

plication for the Cohn patent, were employed for making
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''tracing paper," as shown from our quotation from the Cen-

tury Dictionary of the P^dition of 1900, not to refer to the

common knowledge, which everybody has possessed ever since

paper has been made, that paper could be made transparent

by the application of a greasy or oily preparation to it, or

to any desired portion of it. Cohn then proceeded

:

"Fifth, the Brown so-called exhibit has a transparent

window of a size and shape to permit the address on the

enclosure to show through, while the Brown patent only

calls for a small, oval-shaped opening to permit a finely

printed card to show through, according to the drawings

shown."

This portion of the answer draws a fictitious distinction, as

well as incorrectly states the fact. The drawings of the

Brown patent show a desired window for the address to be

seen and read, and the specification says that there may be

"a transparent portion B, large enough to exhibit the 'direc-

tion' through it." The Brown patent left the size of the win-

dow to the constructor of his envelopes, and in that respect he

did precisely as Cohn did in his first patent, where he specifi-

fied no form or size for the transparent window, but simply

said that he applied the transparency-producing preparation,

80 that "it may cover a larger or a lesser space, according to

the desired size of the transparency or window." The ques-

tion merely asked him whether the envelope of the Brown pat-

ent and the defendant's exhibit illustrating it did not both

have the transparent windows "of a size and shape to permit

the address on the enclosure for which they were made to show

through the windows." Cohn's definition is frivolous and in-

consequential. He should have answered the question by a

direct affirmative. Cohn then proceeded:

"Sixth, the so-called Brown exhibit has the remainder
of the face or front opaque, while the Brown patent may
be either transparent or opaque, the specifications calling
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Tor v'lUwr constnu^tion, and it is inipossiljlc 1« tell from
the drawin.iifs wlietlicr tliey were iiiteiuled to l)t' opaque or
transparent."

The question asked ( ohn wliether the envelojie of the Brown
patent and the defendant's exldhit illustnitin*,- it did not l)otli

liave the face or front of the envelope outside of the window
opaque. He admits that the envelope of the Brown patent
"may be either transparent or opaque," which, of course, in-
cludes the opaque form about which he was asked. The speci-
fication of the Brown patent, after saying that the envelope
may have a portion made transparent, says, "leaving the re-
mainder of the envelope opaque." He should have answered
the question with a direct affirmative. Cohn then proceeded

:

"Seventh, the so-called Brown exhibit is a one-piece
transparent window envelope, while the envelope de-
scribed in the Brown patent may be either a one or two-
piece envelope; it being impossible to tell from the draw-
ings whether the same is a one or two-piece envelope."

The question asked Cohn whether the envelope of the Brown
patent and the defendant 's exhibit illustrating it were not both
"one-piece transparent window envelopes"; and in saying
that the Brown envelope "may be either a one or two-piece
envelope," Cohn necessarily assented to the conditions of the
question. The specification of the Brown patent describes
a one-piece transparent window envelope, as well as a two-
piece envelope, and Cohn should have answered the question
by a direct affirmative.

We have quoted the entire answer of Cohn to our question,
and it will be apparent that the envelope of the Brown patent
and the defendant's exhibit envelope illustrating it both con-
tain every single one of the seven common points of construc-
tion specified in the question, so that we say that defendant's
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export, Mr. P»ond, was exactly correct and right when he tes-

tified that the illustrative envelope ''embodies the invention

of the Brown 1862 patent." We also insist that an analysis

of Cohn's answer to our cross-question 159 fully and exactly

corroborates Mr. Bond, and that the exhibit envelope offered

in evidence by the defendant to illustrate the envelope of the

Brown. ]862 patent fully and correctly does so.

We have dwelt on the construction of the pertinent Brown

1862 patented envelope,—the particular one of the three kinds

that the patent discloses—so that there can be no question

that the Brown patent does disclose a one-piece transparent

window envelope made from opaque stock, with the transpa-

rent portion made by applying some oily material that would

render the desired space or window transparent—exactly like

the one-piece transparent window envelope of the first Cohn

patent, with the exception of the border which Cohn printed

around the window. We may have been tedious in our analy-

sis and presentation of this contention, but we desired to es-

tablish beyond question that Cohn, in his admissions in the

Patent Office in prosecuting his application, and the officials

of the Patent Office in considering it, and the statements of

the uitnesses in discussing it, all were right in their under-

standing of the envelope disclosed in the Brown 1862 patent,

because we take such envelope as a starting point in consider-

ing what Cohn did and what addition he made to the Brown
envelope, in considering whether what he did involved the ex-

ercise of invention or amounted to anything more than the

exercise of mechanical knowledge and skill.

Having shown, as above, that the envelope of the first Cohn
])atoiit was old in every respect except a border around the

desired portion or space constituting the window, we will now
take up and show that the use of borders around desired por-
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tions or si)acos of paper to ^nvc dclinition to tlio same and to

cover up and conceal irre^ndar, ra-^^^ed or iinsi<,ditly ed^es,

just like the Colin border, was an old and common practice in

the various branches of the printers' art, and had been used
for such purposes by printers of different work for many
years before Colin printed the borders on the envelope of his

first jjateut. This involves a consideration of the second and
following: phases of the state of the art as detailed in our enu-
meration of what was old and well known, and so we proceed to
consider them seriatim, as follows:

Second Division of the Old Art.

It appears from the evidence that it had been a com-
mon practice and expedient among three-color picture
printers, and printers of lithograph labels, and printers gen-
erally, for many years, to print borders around the different
kinds of work that they were doing, in order to give definition

to the work and to cover up defects or imperfections in the
edges of the work, caused by the overlapping of the colors or
the running or spreading of the ink, wherever they desired to

give the matter enclosed within a border a finished or orna-
mental appearance, just as Cohn printed the border on the
envelope of his first patent, and for the same purpose.

Mr. Regenstein, who for many years had been assistant
manager of the American Colortype Company, whose busi-
ness was that of printing three-color pictures, on page 280,
describes the method of printing such pictures, and from his
testimony it appears that in three-color printing the paper is
run through the press and one color printed on it. After the
ink for this color has dried, the paper is again run through
the press and printed with another color. After this second
impression has dried, the paper is again run through the press
and the third color printed. Owing to the imperfect or care-



28

less registration of the plates for printing the three colors, it

often happens that the colors around the edges or margins

of the pictures appear ragged and unsightly. To conceal this

irregular and ragged appearance, and to give definition to the

picture, a border was printed around so as to cover, conceal or

obliterate the ragged and unsightly appearance presented at

the edges. Examples of three-color pictures, both with bord-

ers and without borders, are shown in the Osborne 1900 art

calendar in evidence, which fully serve to illustrate the use of

borders with three-color pictures.

On page 280 we asked Mr. Eegenstein and he testified as fol-

lows:
*

' Q. 91. Give us briefly a statement as to how three-

color work is printed. I am only asking as to the print-

ing end of the operation, and am not specially asking
about the preparation of the plates to secure three-color

effects.
'

' A. Three-color printing is done or printed from three

half-tone plates or duplicates of such half-tone plates.

The first impression is made from the plate with yellow
ink; after the yellow impression is made, in some cases
within four hours, and in other cases within twelve hours,
the next plate is printed with red ink over the yellow;
then the sheet is left unprinted for twelve hours and then
finished up by printing the third plate with blue ink over
the yellow and red.

"Q. 92, Then, as I understand you, the paper is passed
three times through the press?

'*A. That is correct.
'

' Q. 93. In case there is not a perfect registration in
running the paper through the press for the different col-
ors, or in case the plates vary in size, what condition is

the margin or edge of the picture or whatever the three-
color work represents, left in?

''A. In case the three plates are not absolutely of one
size, or that the feeding of the printing press is done
poorly, or in cases where the paper, on account of atmos-
pheric conditions, changes its size, the colors used will
overlap on the edges of the picture.
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**Q. 94. You may state whether or not that overlap-
ping: or irregular registration of the colors at the edges
is a matter of indilfereuce or an objectionable thing.

**A. It is objectionable.
**Q. 95. What, if anything, was done in the three-color

printing, where, owing to the causes you have mentioned,
the edges or margins of the picture were left in an un-
satisfactory or objectionable condition, to remove or
cover up or conceal the irregularities of the picture?

**A. Wliere the customer is particular and is willing
to pay the price in order to make it a first class job, a
border is printed around such imperfect three-color pic-
ture, and, invariably, this border is made deliberately of
such a size that part of the border will cover the spread-
ing or bleeding of the three colors.

'*Q. 96. How long has that, to your knowledge, been
the practice in three-color printing?

''A. To my personal knowledge this has been done for
the last twenty years, and I believe I can say that this
idea of printing borders to cover up imperfections in
printing was known to the old wood engravers two hun-
dred years ago.

'

' Q. 97. Of what utility was this border that was print-
ed on three-color pictures beyond covering up and con-
cealing and giving a definite outline?

''A. The purpose is a useful and oniamental one.
"Q. 98. In what way did the border on color pictures

serve the purpose that the border serves on these one-
piece transparent window envelopes?

''A. For the same purpose stated before—useful and
ornamental.

''Q. 99. In what way, in the case both of the three-
color pictures and these one-piece transparent window
envelopes, is the border useful and ornamental?

*'A. In one case, the one-piece envelope, the oil is
creeping, bleeding, and overlapping, and in the other
case the colored inks are creeping, bleeding, and over-
lapping.

''Q. 100. In both cases, the objection to the creeping,
bleeding, or overlapping, is removed bv the use of the
border, is it?

''A. In the case of the three-color work, the creeping,
bleeding, and overlapping, is removed, but not in all cases,'
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as far as tlio oiie-pioce transparent window is concerned.

"Q. K)]. Wliat difference is there in the purpose or

object for which the border is used, in the three-colored

pictures and in the one-piece transparent window envel-

opes?
**A. None whatsoever.

"Q. 102. In both cases, as I understand, it is to cover

up and conceal what might otherwise be an unsightly or

objectionable margin; is that correct!

"A. That is correct.

'*Q. 103. Three-color work is done by printing presses

and printing operations, is HI
''A. It is.

''Q. 104. Is that also true in applying the border or

ring around the transparent portion of these envelopes?

"A. That is true.

*'Q. 105. And in both cases the border is formed with

some kind of an ink, is it!

''A. The border is printed with ink.

*'Q. 106. If you have present here any samples of

three-color work that will illustrate or show the use of

the border, as you have described, please produce the

same.
**A. I have.
"Q. 107. This book which you have handed me is en-

titled on the outside of the front cover: 'Osborne Art
Calendars for 1900,' and on the first page I find at the

top 'Annual Catalogue, 1900,' and at the bottom of the

page I find 'Copyright, 1899, The Osborne Company,
253 Broadway, New York.' What do you know about the
])ublication of this book or calendar?
"A. Tliis liook was publislied in 1899 by the Osborne

Company, of New York."
"Q. no. If you know, please tell us how long the Os-

borne (^ompany has been publishing art calendars simi-

lar to the one we are discussing.

"A. I cannot state definitely, but I believe about fif-

teen years.

"Q. 111. Please ])oint out some representative picture
in this l)ook or Art Calendar that will illustrate the use
of a border for covering up and concealing imperfect or
obiectional)lo margins, and giving definite outline or defi-

nition to the picture; and also some picture that will il-
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lust rate tlie ol»ji'ctioiial)lL' juari^ans of tlio pifturos, wliioh
Imve been left exposed or uncovered hv tlie non-appli-
cation of a border to cover tlicni.

"A. A specimen in wliidi tlie plates overlap appears
in the plate No. 4654 opposite pa^-e 16; and a plate on
winch the olive o:reen tint border is piinte.l over the
mar-in ai)pears on pa.i^n- .'{8, Continental J^uildin- cV: Loan
Association Calendar.
"Q. 11 1>. Von have pointed ont two illustrations in this

Osborne Art Calendar for !!)()(), opposite pa,i.^e 16 and
on j)a,ire .38, to illustrate the rnnnino; or overlapping of
the colors at the ed^es or niarc^ins of the picture, and the
coverin«r and obliteration of such ra,i.^??ed or objectionable
edges, by i)nntin.o: a border around and over the same
In selectm- these two illustrations, liave von meant that
they were the only illustrations of such work in the book?
"A. In this liook are a nmnber of prints or subiects

representing both kinds.

yQ. 113. I notice in this picture on page 38 that the
olive green tint, if that is a correct description of it ap-
pears darker m a narrow strip or border around tlie col-
ored portion of the picture. Why is there this diiference
in ^appearance of the tints, if you know?
"A. This line in question is darker than the balance

ot the border on account of printing the tint over the
three colors."

*'Q. 119. How generally has it been the practice in
three-color printing, to use borders printed around the
margin of three-color pictures, to cover up or conceal ir-
regularities or objectionable Appearances in the edges
due to imperfect registration or other causes?

'

'*A. It is the universal practice.
''Q. 120. And for how long a time has such been the

practice, to your personal knowledge?
''A. To my personal knowledge, it is the practice, so

tar as three-color printing is concerned, for the last six-
teen years, and, as far as color jn-inting from plateswhich are not three-color plates, is concerned, for the lasttwenty years.

''Q. 121. I notice in this book, on page 7 a cut rmm
berod 4514, 'Tales of Chivalry'; knot! er cu ' on pa4

2™"

numbered 2024, 'Tl,e Bride and fl,o Fortune Teller- andanother cut on page 32, numbered 2603, 'A Florentine
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GirP; which appear to have a gilt or golden colored bord-

er. What is that color termed in the art!

"A. Gold border.

"Q. 122. Is it printed on?

*'A. It is.

**Q. 123. What is the object of that printed gold bor-

der, snch as I have called your attention to?

**A. It is done to beautify the job.

**Q. 124. In beautifying the job, what, if any, effect,

does it have on the concealing or covering up of imper-

fections or objections in the border of the picture?

"A. The gold band or border around the colored print

is made deliberately wider, in order to cover up the bleed-

ing of the three-color work, and the ornamental feature

of the design beautifies the job.

*'Q. 125. I think you spoke yesterday of some cases

where, through using a border too narrow, the imperfec-
tion in the edge or margin of the picture or other work,
was not properly covered. I will ask you to look at this

picture on page 23, 'The Florentine Girl,' and tell us
whether it illustrates such careless or imperfect work.
"A. The subject, 'A Florentine Girl,' illustrates dis-

tinctly careless plate making. The mistake Avas made by
the engravers, who made the oval gold plate.

*

' Q. 126. I call your attention to the picture on page 8
of this book, numbered 4504, 'A Connoisseur,' and the
plates on page 12, numbered 4113, 'Knickerbocker Times,'
and numbered 4154, 'An Old Road in Virginia—Sunset,'
and the plate on page 36, numbered 6024, 'Under the Wil-
lows,' not to mention other plates or pictures, and ask
you whether they afford illustrations of objectionable
edges or margins in the pictures, due to the overlapping
or running of the colors, where, to save expense or for
other causes, no border was printed on.
"A. They do."

Gustaf Olson, who had worked some sixteen years for the

American Colortype Company, on page 374, after describ-

ing his work as an engraver, was asked and testified:

"Q. 11. What, if anything, was done to give the mar-
gin or edges of the pictures a finished or ornamental ap-
pearance ?
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''A. We must uecessarily eiis:ravo a plate that will
constitute a line coverinfj: over any defeets that are left
in between e(l«i:es or borders.

'*Q. 12. Did you make such plates in your work as an
engraver!
"A. Yes; often.

''Q. 13. How long have you made i)lates for printing
a border or ring around and over the edges of colored
pictures, to cover u]) defects, such as you have mentioned ?

**A. Off and on for seventeen or eighteen years; as J
was a wood engraver before working for this company.
"Q. 14. Look at this book which I now show vou, which

has been offered in evidence as 'Defendant's plxhibit Os-
borne Art Calendar for 1900,' and state how long you
have known of Osborne Art Calendars showing pictures
of the general character of those contained in this book
shown you.

"A. Sixteen years back, I have seen work of this
kind

;
and Osborne work about ten years.

"Q^15. Please indicate some pictures in this Osborne
Art Calendar shown you, which show or illustrjjlc
ders around the pictures, such as you say you have made
if you find any such pictures.

'

*'A. I call your attention to the picture No. 4453
'When the Frost is on the Pumpkin and the Fodder's in
the Shock.' This picture shows a green border printed
over and around the edges of the^ color reproduction
This leaves an unfinished effect, as will be noticed by a
dark rim showing between the color illustration and
border.

''Q. 16. What do you mean by saying, 'This leaves an
unfinished effect'?

''A. It shows where color reproduction and tint join
together m one edge unsuccessfully in this case; thereby
leaving a dark green edge. This condition is overcome
on page 20 in the same book in the plate No 2024 'The
Bride and the Fortune Teller,' by printing a gold border,
and thereby eliminating this dark green edge, which oth-
erwise shows, by overlapping of colors. Also paae 7
plate No. 4514, 'Tales of Chivalry.' This shows a print-
ed colortype with gold border. This gold border is cover-
ing over edges, which would otherwise show in yellow
red or blue. There are also other illustrations in the
book which demonstrate the same.
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"Q. 17. What is the pui^pose or object of the ring or

border around the pictures, such as you have called at-

tention to and others in this book?

"A. Primarily, to cover defects; secondarily, to in-

crease the beauty and value in some cases.

"Q. 18. I ask you to look at this book and point out

two or three illustrations of pictures unprovided with

borders, which illustrate the facts that you have refer-

ence to.

'*A. Page 12, plate 4154, 'An Old Road in Virginia

—

Sunset,' shows a red and yellow discoloration on the bot-

tom of the left-hand side of the picture. Plate 4654,

'Among the Lillies,' opposite page 16, the bottom right-

hand side and top, show bad discolorations, due to the

plates not being properly cut. Page 15, plate 4634, 'A
Venetian Girl,' the right-hand side of the plate shows
red and yellow extending below the blue, consequently
giving a discoloration. The top and left-hand side also

show ragged edges.

"Q. 19. How long do you say that you, j^ourself, have
made plates for the printing of rings or borders around
and over the edges or margins of the pictures, to cover
up or conceal defects and to add a finished or orna-
mental appearance to the picture!

''A. About seventeen years.
' * Q. 20. Did you ever make such plates for other kinds

of pictures than color pictures?
''A. Yes.
"Q.21. AVliat kinds?
'*A. Before I worked in color work, we often made

what is called two-tone, as showing a green and orange,
or red and lilue, and when pictures would show bad edges,
we wore obliged to print borders around and over those
edges.

''Q. 22. Aliout how many years ago was that?
*'A. About sixteen or seventeen years, and often in

the intervals since then.
*'Q. 23. What was the object or purpose of the borders

around tliose green and orange, or red and blue pictures?
**A. They were to cover up defects."

Kmil A. LeGros, vice-president of the Franklin Company,
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—an en^naviiiir and priiitin": compaTiy—of riiioa.ufo, on ])a^o

40(j, was asked and testilied:

*'Q. 8. I ijliow you a book that lias boon ollforod in
evidence as 'Osborno Art Calendar for 1!)()0,' and ask
yon to look at it and state, if yon ean, about how long
you have been ac(iuainte(l witli the Osl)orno Art Cal-
endars similar to the one shown you.
"A. I have been familiar with work of this charac-

ter for about twelve years."

In view of the foregoing, reinforced as it is by the Os-
borne Art Calendar in evidence, showing illustrations of
throe-color pictures, some of which are unprovided with
borders, and in which irregular and ragged edges appear,
and some of which are provided with borders covering up
and concealing the ragged and irregular edges caused by
imperfect registration of the plates, or the running of the
colored inks, it must be considered as established and set-

tled beyond question that it was old and common in the
l)rinting of three-color pictures to print a border around the
picture to cover up, obliterate or conceal the ragged and
unsightly edges resulting from different causes, and to give
definition to the picture enclosed within the border, and
that such had been the common practice of three-color print-

ers for many years before the application for the first Cohn
patent. Especially must this be considered as established
and settled, in view of the fact that there is not a word of
testimony in the record questioning or contradicting the cor-
rectness of the testimony of defendant's witnesses, or the au-
thenticity of the Osborne Art Calendar for 1900, or of the ex-

istence and employment of the practice of printing borders
around three-color work for the same purpose as Cohn print-

ed the border around the transparent window of the envel-
ope of his first patent.
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The printing of borders around three-color pictures, for

the same purpose as Cohn printed the border around the win-

dow or address space of the envelopes of his first patent, must,

therefore, be considered as established and settled as a part

of the prior art as it existed many years before the Cobn in-

vention.

Third Division of the Old Art.

Furthermore, it was customary for many years prior

to the invention of the first Cohn patent to print borders

of bronze, gold, or other colored inks, around the colored litho-

graphs used for making labels such as are applied to bottles,

cans, and similar receptacles, in which perfumery, foods, and

other articles, are contained, in order to define the work and

cover up imperfections in the edges or margins and give them

an ornamental and finished appearance. Illustrations of

such lithograph printing were produced by the witness Sher-

wood, and were inserted at typewritten page 194 of the De-

fendant's Record as filed in the court below.

Alexander B. Sherwood, president of the Sherwood Litho-

graph Company, of Chicago, who had been in the business

thirty odd years, at page 399 was asked and testified as fol-

lows :

" Q. 4. In doing lithographic printing, what is the cus-
tom or practice where the picture or design printed has
defects or is objectionable in appearance around the edges
or margins?
"A. I understand your question means the outer mar-

gin of the picture or design. It is always usual or cus-
tomary to obliterate any of these ragged margins or in-
equalities, by covering with a suitable solid border to
give or make a perfect printing edge for the whole de-
sign.

"Q. 5. How long has it been customary from your
knowledge of the lithographic art to print a border around
the outer edges or margins, as you have just explained?
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*'A. Ever since I liave been identified with or have
had knowledge of tlic l)iisine.ss—tliirty-four years."

'*Q. 11. How lonjy;:, to your kno\vle(l|L?e, has it been the

custom or practice in the litliojj^rapliic art, to make or

apply the borders, as you have explained?

"A. Always, for I know of no other method.
'*Q. 12. What is the purpose or object of applying a

border around a i)ieture or di'si<;n, as you have explained?

**A. There are several; the lirst and primary object

being that it covers up the inaccuracies of the register

of colors wliere they are brought out to the edges of the

design; second, it is often economical, rather than to take

up the artist's time or the transferrer's time, or the plate

maker's time, in trying to do it by the other method,
which would be one full of technical hard possibilities;

third, it adds perhaps to the artistic appearance of the
design. There are other minor reasons, perhaps, but
these are the principal ones.

'Q. 13. I notice, on a part of this sheet, two designs
with the words 'Holman's Perfume, Holman, Chicago,'
printed on them which do not have a border printed
around them. Please look at these two particular designs,

and state whether or not they illustrate the unfinished
appearance around the outer edge or margin that you
have mentioned.

'A. They do, sir, very well."i i

There is not a word of testimony in the record questioning

or disputing the testimony of Mr. Sherwood, as to the use of

borders as described by him in the printing of lithographic pic-

tures or labels, and therefore no foundation for questioning

the absolute truth of his statements. He was a man of long

experience in the art, and occupied a prominent position as the

president of a large lithographing and printing company.

It must be taken as established and settled, therefore, that

it was the old and common practice, in the printing of litho-

graph pictures or labels, existing for many years before the

date of the Cohn invention, to print borders around such pic-

tured labels to cover up and conceal or obliterate any ragged,
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irregular, unsightly, or unfinished appearance, at the mar-

gins or edges of the work, the same as the border printed by

Cohn around the edge or margin of the space or window of

the envelope of the first Cohn patent. This was the state of

the art as to this kind of printing for many yeavs before Cohn

entered the field.

Fourth Division of the Old Art.

Furthermore, it had been customary for many years

before the Cohn invention for printers generally to print

a border around different kinds of work where the ink would

run or spread, in order to define the work and cover up and

conceal imperfections and give the work a finished and desir-

able appearance. Illustrations of the kind of borders used by

printers generally will be found in the deposition of Mr. Reg-

enstein, at typewritten page 50 of the Defendant 's Eecord, on

file in the court below. The use of the ordinary printers'

border now under consideration is shown by the dei^ositions

of many witnesses.

On page 291 of the Record, Mr. Regenstein was asked and

testified as follows:

*'Q. 127. Do you know what the practice has been in

the printing art, distinct from tlie three-color art par-
ticularly, as to the use of means of any kind for covering
up or concealing objectionable edges or margins, in the
work being done!
"A. To my knowledge, the printing of borders and

tints over overlapping or bleeding colors—this fact has
been known to me for the last twenty years, and is com-
mon, so far as all color printing on printing presses is

concerned, from printing plates; also color printing on
lithographic presses, from stones, and other materials
used.

**Q. 128. If you have made any samples to illustrate
the i)rinting of borders in the printing art, as referred
to in your last answer, please produce them.
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"A. The specimens which I hold in my hand were

printed un(h'r my direction early this week.

"Q. lliU. What do these two samples that you have

produced illustrate or represent?

'*A. These samples represent that, where an under-

sized pai)er is used, and tlie ink used is not sufficiently

stiff, there is a likelihood that tlie ed^es of the print will

aiipear unclean and raji:^ed. In order to perfect the job,

the i)rintini;- of the border with stiff ink will do away with

such imperfections.
''Q. loO. How long-, to your knowledge, has it been

the practice in the printing art to print borders to cover

up imperfections in the edges of the work, as shown in

these samples that you have produced?

"A. I have had such knowledge for the last twenty

years.
''Q. 131. What kind of paper or quality of paper was

the printing done on, in these samples that you have pro-

duced?
'* A. The printing is done on an undersized paper, used

by the Saturday Evening Post on its cover.

"Q. 132. If you made a batch of your one-piece trans-

parent window envelopes without a border around the

window what would a printer naturally do, in the exer-

cise of his knowledge and skill in the printing art, to give

a more finished or desirable appearance to the window,
upon observing that the oil had run or crept into the paper
around the margins or edges?

*'A. A printer would print opaque ink over such im-

perfections. . . .

''Q. 133. In printing a border around the window,
what if anything would he be doing different from or con-

trary to what he had been accustomed to do for the past
twenty years, to your knowledge ?

''A. Any printer would print a border of opaque ink

—

the thing he always does when he wants to cover imper-
fections.

*'Q. 134. Is that a part of the knowledge and experi-

ence and expedients of the printers' art?

"A. It is.

''Q. 135. And has been, to your knowledge, for how
many years ?

''A. To my knowledge for twenty years.
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''Q. 136. You yesterday identified some old one-piece

transparent window envelopes as having been made as

early as January, 1904, which showed a border printed

around the transparent windows. Why did you not ap-

ply for a patent on that border, or the window of the en-

velope provided with it, if you did not ?

A. I did not apply for a patent, because it seemed to

me ridiculous to ask for a patent on a thing or operation

whicli I and others had done and made for years, and I

felt, if I should come to you and the Patent Office for

such a patent, that you would give me the laugh.

"Q. 137. Did you see anything in what you had done
in applying the border that you regarded as invention?

*'A. I did not, since I nad done the same thing which
I was doing right along.

"Q. 138. When you saw that the oil ran or bled, into

the paper, how long did it take 3'^ou to know what to do
to remove the difficulty?

'*A. The time is so short that I cannot state the same,
since it was simply a thought.

''Q, 139, Did you do anything more than apply the
laiowledge vou had of the printing art, to the situation?

''A. I did not."
"Q. 142. How far, if at all, has your business for, say,

tlie last twenty years, brought you in contact with print-
ers and the printing art generally?

**A. For four years my business was the business of a
photo-engraver making all kinds of printing plates. In
addition to this business, I, in 1894, went into the busi-
ness of making and printing three-color plates. Three
gentlemen and myself started this art of three-color print-
ing in this countr}^ in 1894. I supendsed and criticized
the work and was considered one of the foremost critics

and experts on fine plate printing. Since 1905, I am act-
ively engaged in the printing and manufacturing of en-
velopes, and late in 1903 and in 1904, in connection with
my business as a color printer, I manufactured and ex-
perimented in the matter of Transo envelopes.
"Q. 143. Did these various businesses bring you in

contact with printers and printers' art, so that you be-
came ac(juainted with methods and practices of the same?
"A. They did.

"Q. 144. In the printing of your one-piece transparent
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window envelopes, does the application of the border pre-
vent the croepintr «»i" iiinniii<;- of the oil, or simply eover
lip snc'li creepiiiji:, as far as the l)or(ler extends?
"A. The existence of the border does not prevent the

creeping:, and in many cases the oil will creep ovei' or fur-
ther than the border is indicated."

Gustaf Olson, an engraver by trade, on page 383, was
asked and testified as follows:

''Q. 51. Prior to making the plates for the rings or
borders for the envelope paper, as you have explained,
had you seen work where the ink ran or spread at the
borders ?

"2V. It does so in most every case where a solid plate
is used. I have seen this as far back as I can remember
being in business.

*'Q. 52. In such cases as you have just mentioned, what
was done, if anything, to cover up the running and
spreading of the ink at the borders or edges?

''A. In the first place, the printer would thicken up
his ink or use a different kind of ink to prevent this
spreading or he would run something around the border
or edge to hide this defect.

**Q. 53. Did you ever make any plates for the print-
ing of a ring or border around the edges, to cover up the
running or spreading of the ink as you have just men-
tioned?
A. Yes, justifls often as the printer would decide that

by printing a l)ord'er he could eliminate the ragged ap-
pearance of the edges of the picture, I would have to make
a plate for him.

''Q. 54. How long ago have you made plates for print-
ing a border around work, where the ink ran or spread,
so as to present ragged or unsightly edges or margins ?

'*A. About sixteen or seventeen years ago.
"Q. 55. How common a practice was it, to your knowl-

edge, in the printers' art, to print rings or borders around
different kinds of work, wliere the ink ran or spread, to
cover up defects or unsightly appearances in the edges
or margins of the work ?

*'A. It is so common that everybody in the printing
establishment would be expected to know it.
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'*Q. 56. Was it a part of the common knowledge and

practice of the printers' art?

''A. Yes."

Alexander B. Sherwood, president of the Sherwood En-

graving Company, of Chicago, with thirty years' experi-

ence in tlie printers' art, on page 402, was asked and tes-

tified :

*'Q. 14. Have you any knowledge or use of borders

in tlie printing art generally, or distinct from the litho-

grapliic work?
**A. Yes, sir. The method in each kind of business

is practically the same, and the result obtained, so far as

tliat particular feature goes, is the same.
''Q. 15. How long have you known of the use of bord-

ers by printers, for either covering up unsightly edges

or margins on the work being done, or for giving defini-

tion or sharpness of outline to the work included in the

border, or for other purposes?
"A. It has always been the practical and common

metliod of handling such work ; to my knowledge for thir-

ty-four years.
**Q. 16. If you had been printing a work or design or

picture of any kind, for, say, the last thirty years, and
you found tliat the ink or colors or whatever was used
ran or spread, so as to create an objectionable or un-
sightly outer edge or margin, what, in the exercise of
your knowledge of the lithographing and printing arts,

would you ha\'e immediately done to cover up or obliter-

ate such objectionable outer edges or margins of the
work ?

**A. The first thought that would occur to me, both
from the economical and practical standpoints, would be
to make a border which was sufficiently wide and solid
to cover over and obliterate these unsightly edges, either
by printing in a stronger color itself than' the colors un-
dcrlyinir, or l)y finishing with a bronze border, as on the
sheet hero before me.

*'Q. 17. What would you say as to its requiring any
invention on your part, or on* the part of any other
l)rin1«'r, to jirint a border in such a case?
"A. The question appears ridiculous to me, for the



43

proposition as you state it is so self-evident to any juac;-

tical man tliat there could l»e no (juestion about liis beinji^

foolisii enough, in view of that hcin*:: the oidy way to f?et

over the dilliculty, antl which is conimonly and universally

known.
*'Q. 18. IjV 'foolish enough,' you mean simple enough ?

"A. Yes/sir."

Emil A. LeGros, vice-president of the Franklin Company,

—a large engraving and printing company—on page 404

was asked:

"Q. 2. How long have you been acquainted Avith the
engraving business, and the i)rintiug business?

"A. About twenty-one years,
'*Q. 3. In the engraving and printing business, what

is the })ractice or custom, when a picture or piece of work
of any kind shows defective, raggwl, or unsightly edges
or margins, to cover up or obliterate or conceal such un-
sightly or objectionable edges?
"A. It is customary to print a border of some kind

around the picture.
**Q. 4. How long have you known of such custom or

practice in the engraving or printing arts ?

*'A. As long as I have been in the business.
'*Q. 5. From your knowledge and experience, what

would a printer or engraver naturally have done if the
work in hand show^ed a defective or unsightly appear-
ance around the edges?

*'A. Print a ])order around it.

^^Q.6. Has that been the case, to your knowledge, for,

say, the last fifteen or twentj' years?
"A. It has.

"Q. 7. What have you to say, from your knowledge
and experience, as to whether or not the printing of a
border around the work would have involved any inven-
tion?

*'A. I shouldn't think it would be considered an in-

vention, because it has been used in the regular course
of business right along."

There is no testimony whatever in the record qualifying or
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disputing the testimony of the witnesses as quoted above, so

that it stands as established and settled by the evidence that

it was a common custom and expedient on the part of print-

ers generally, for many years before the date of the invention

of the first Cohn patent, to print a border around various kinds

of work to cover up, obliterate or conceal ragged, irregular,

or unsightly edges caused by the spreading or running of the

ink or whatever was used for the printing. Indeed, it would

seem that no evidence, as to the custom of printers in this re-

gard, was needed, as we have no doubt all seen such borders

as long as we can remember. But, however, this may be, it is

established by the evidence on the part of the defendant, and

unquestioned and undisputed by any evidence on the part of

the complainant.

Fifth Division of the Old Art.

Furthermore, borders were printed around the trans-

parent windows of one-piece envelopes long prior to the date

of the invention of the first Cohn patent. The Busch 1896

English patent, at page 716 of the Eecord, describes a one-

piece window envelope with a border printed around the win-

dow or transparent portion or section. The specification of

the Busch patent says (the italics being ours)

:

"This invention relates to postal envelopes which dif-

fer from others by the fact that a portion or the whole
of the envelope is transparent, so that the address of the

letter may be read through the envelope, and need not,

therefore, be written or printed on the same. . . .

**In some cases the front of the envelope is made of

transparent material, while the back is opaque, or vice-

versa; or a portion of the front may be transparent, while
the rest of the envelope is opaque, or the back and a por-
tion of the front may be transparent.
"The desired contrast or difference may be produced

either by choosing two different kinds of paper, or by
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pritit'tnt; with opaque coloring matter applied to a por-

tion of the envelope."

It appears from the above that tlie J3iisc*li specification

plainly discloses, among other things, a one-piece window en-

velope, in which a portion of the front forming the window
or space for the address to show through, is to be transpa-

rent, wliile the remaining jiortion of the front is to be ren-

dered opaque by printing an opaque coloring matter on the

paper, thus constituting a border. It appears that the border

in the envelope of the Busch patent is to extend from the

window or transparent portion to the edges of the envelope,

thus covering the entire front of the envelope, except the trans-

parent window or space. As we have already pointed out,

the first Cohn patent in suit contemplates this precise arrange-

ment of border. The specification, in describing the drawings,

says that *'Fig. 2 represents an envelope with a different

shaped opening from that of Fig. 1, and in which the entire

face of the envelope around the window is assumed to have

been imprinted or colored to give definition to the window
opening and obliterate signs of 'creep' in the transparency-

producing preparation." And, again, in line 46 of the first

column, after describing the application of the transparency-

producing preparation, the specification says that, ''The re-

maining portion, or a part of the remaining portion, of the

blank which forms the face of the finished envelope A is then

imprinted with a suitable opaque coloring matter."

We introduced three illustrative envelopes showing the in-

vention described and disclosed in the Busch patent, and they

were offered in evidence at page 400 of the Defendant's Tj^pe-

written Record filed in the court below. Mr. Bond, the de-

fendant's expert, on page 576 of the Record, after describing

the three illustrative envelopes, was asked and testified

:

"Q. 5. How far do you consider that the three envel-
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opes produced by you and discussed above are fair, real

and actual embodiments and exemplifications of the en-

velopes shown and described in this English Busch 1896

patent?
**A. All three of the envelopes are fair, real and ac-

tual representations of envelopes which would be made
by following the directions for making envelopes, found
in this Busch patent.

"Q. 6. I notice in the second and third envelopes pro-

duced by you that the transparent portion or window of

the envelope is somewhat oval in shape. Do you consider

that in any way a departure from the description of the

Busch patent?
'*A. I do not. It is merely a matter of selecting the

shape of the transparent portion, and there is nothing
in the Busch patent limiting the shape of the transparent
portion to any particular form.
" Q. 7. How far does the oval-shaped window in these

two Busch envelopes correspond to the shape of the trans-
parent windows of the Brown 1862 patent!
"A. They are substantially the same as the windows

of the transparent portions of the envelopes of the Brown
1862 patent. '^

The correctness of these illustrative envelopes, as embody-

ing the inventions described in the Busch patent, is, we think,

literally admitted by Cohn in his testimony, at page 188, where

we asked him about one of the complainant's exhibits marked

R, and where he testified as follows

:

"X-Q. 161. The specification of the Busch British 1896
patent among other things says that, 'A portion of the
front may be transparent, while the rest of the envelope is

opaque.' This is true of the envelope Exhibit R, is it

not?

'*A. It is.

"X-Q. 162. This is also true of the envelope Defend-
ant's Exhibit Busch 1896 Envelope No. 1, is it not?
"A. It is.

"X-Q. 16.*^. It is also true of the Defendant's Exhibit
Busch 1896 Envelope, No. 2, is it not?
'A. It is.
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**X-Q. 104. The spcfification of the Busch patent says

that, 'The hack and a portion of the front may he trans-

parent. Tliis is true of tlie Defeinhint's Exliihit Buscli

18!)6 Envelope No. 3, is it not!
**A. It is.'*

The correctness of tlie ilhistrative envelopes, as exempli-

tieations of the envelopes disclosed and described in the Busch

patent, bein^ thus established by the testimony of both par-

ties, they may be considered as i^hysical embodiments of the

envelopes of the Busch patent and treated accordingly.

The only difference between the envelope of the first Cohn

patent and the envelope of the Busch 1896 English patent is,

that Cohn makes only a part of his paper transparent, before

applying a border around such part, while Busch made his

entire blank transparent, or, what is the same thing, took

transparent paper for his stock to begin with, and then print-

ed his border over such portion as he did not desire to leave

exposed or transparent. He then printed his border of col-

oring matter so as to give definition to the window, and cover

or obscure the remainder of the face of the envelope by ex-

tending the border from the edges of the window to the edges

of the envelope, as Cohn says his border may be extended.

This forms precisely the kind of a border that Cohn contem-

plated and described as falling within the scope and limits of

his invention.

The border that Busch printed on is printed or superposed

on top of such portion of the envelope as he desired to cover

up or obscure, and the Cohn border is printed or superposed

on top of such portion of the envelope as he desired to cover

up or obscure, and is, and necessarily must be, in order to

serve its purpose, printed over the outer margin or edge of

the transparent window itself, and so thereby covered up and
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obscured the portion of the transparent space which he de-

sired to conceal—the outer edge or portion that had the rag-

ged appearance. Both Cohn and Busch, therefore, print or

apply the coloring matter over the transparent paper—dif-

fering only as to the amount covered. AVhether Busch him-

self applied the transparency-producing preparation, or some

one else applied it before he began his work, is immaterial.

Whether Cohn applies the transparency-producing prepara-

tion himself, or takes the paper to which it has already been

applied, is likewise immaterial. Both use material that has

the window or address space somehow or other made trans-

parent, either during its manufacture or afterwards. Busch

says that the desired contrast between the window and the

balance of the envelope may be produced "by printing with

opaque coloring matter applied to a portion of the envelope."

Note that the coloring matter—the border—is applied by

''printing," and that it is applied only to a "portion" of the

envelope, just as in the Cohn envelope.

Sixth Division of the Old Art.

Furthermore borders were printed around transparent

spaces made in opaque paper by the application of an

oily preparation, for various purposes, long prior to the al-

leged invention of the first Cohn patent, as shown by a num-

ber of patents offered in evidence that were not referred to or

considered in the prosecution of the Cohn application in the

Patent OfTice. This will be apparent on reference to the pat-

ents themselves.

The Tudor 1878 Patent, at page 698, relates to the making

of imitation stained glass windows on paper, and consists

in printing lines in heavy opaque ink on the paper selected,

and then applying the transparency-producing preparation to

the spaces or sections included within such heavy lines. These
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heavy printed lines represent the ''leading" which was used

in stained glass windows between the pieces of glass. As a

matter of fact, they form a border around each transparent

section or portion of the paper and give it definition, and

necessarily sei've to cover up and conceal any spreading or

bleeding of the oil used in making the sections transparent.

In this way they perform the function and do the work of the

borders in the Cohn envelope. The Tudor specification, among

other things, says

:

"The nature of my invention consists in paper having
opaque lines printed, painted, or stained thereon, resem-
bling the outlines of leaden sash doors usually employed
in the construction of stained glass windows, and trans-

parent coloring applied by printing, staining or painting

the spaces between the opaque lines. This paper is eas-

ily transported and readily applied to window panes ; and
when oiled or coated and filled in the pores with resin-

uous substances, as by varnishing it, it becomes in the

colored portions more or less transparent, and presents

the pleasing effect of stained glass of usual construction.

"Plain paper, such as lithographic or writing paper,
may be used. Paper more transparent is preferable.

The opaque lines and coloring may be applied on one or
both sides of the paper."

The fact that the Tudor paper contains many transparent

portions or sections is immaterial. There is a border around

each transparent portion, and it is obvious that, when the

transparent coloring is applied to render the spaces or figures

transparent, particularly when such preparation is applied

by staining, as the specification says may be the case, the

transparency-producing material will flow into and permeate

the fiibres or tissues of the paper and present ragged and
unfinished edges around the spaces, were it not for the opaque

border lines printed around each of the spaces, which cannot

but serve the purpose of covering up and concealing such

ragged appearance and giving definition to the figure or space
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enclosed within the lines. We thus have, in the Tudor patent,

opaque i)ap('r with predetermined spaces rendered transpar-

ent by some oily preparation, and with heavy lines around

each of the spaces. Any one of the spaces may be considered

as corresponding to the transparent space or window in the

paper of the Cohn envelope, and its border as corresponding

to the l)or(lcr of the Cohn envelope.

In view of this Tudor patent, there was nothing new, there-

fore, in making paper transparent by the application of an

oily preparation in the desired space or spaces, and printing

a heavy border around such space or spaces, and which in-

herently and in the very nature of things must operate to

cover up and conceal any ragged or unfinished appearance in

the edges of the spaces caused by any flowing, spreading, or

bleeding of the oily preparation through the fibres and tis-

sues of the paper.

The Hole 1894 British Patent is for a coin bag made up

of paper or other material provided with holes or perfora-

tions, through which the coin may be seen, and with a heavy

colored border printed on the paper outside of the holes, so

as to distinguish and give definition to the same. The Hole

specification, on page 706, after describing coin bags made
of paper or other material, says

:

"With bags so constructed it will be unnecessary to

open them to ascertain the nature of their contents as
this can be easily and quickly done by reason of the per-
forations, aided if necessary by black or other coloured
lines on tlie exterior of the bags which would form a
relief to the colour of the coins it contains."

The drawing of tlic Hole patent appears at page 708, and

a mere glance at it shows that it discloses the use of colored

or tinted borders around a desired space to give definition to
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tlie same. Of courso, such lK)r(lers would obliterate, cosci- \\\)

or conceal any imperfections, defects or undesirable appear-

ances in the paper over wliich they were superposed, the

same as the border does in tlie lirst Cohn patent.

The Leioii 18114 British Publication shows what may be

termed a fashion display device for setting:: olT the appearance

of dress materials. It shows how a given dress material will

look when made up and worn. The invention consists in a

siieet of any desired material in which the outline of the

human ligrire, either in whole or to the extent desired, is de-

lineated in transparent material, while the surface or face

of the sheet outside of the ligure is covered by a black or

other colored border. The nature of the invention will be

readily understood by inspecting the drawings at page 713.

The specification of the Leigh publication—for, at i)age 461,

it was proved into the case as a publication rather than as a

patent—at page 711 says:

"It has already been explained that my invention re-

(juires that portions c of the sheet, that is as much of

the latter as is within the outline a shall l)e transiiarent.

If celluloid is the material of the sheet, then the neces-
sary transparency is already there. If, on the other
hand, the material of the sheet is opaque normally such
within i^ortions c nmst be made transparent, or of trans-

parent material, care being taken wlien the ojiaque por-
tion and tiie transi)arent ])ortions are of distinct mate-
rials, tliat they are evenh^ and well joined along the
said outline a."

The specification on the same page says

:

"It—the material—must be naturally transparent or
at any rate capalile of l)eing made transparent."

It appears, therefore, from an examination of the Leigh

publication that it was old to take a sheet of proper kind

and make a desired portion transparent, and to print a border
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around tlie transparent portion o»^ black or other colored

ink or material to give definition lo the transparent space,

and sucli colored border necessarily must have the effect

of obliteratin.q-, covering up or concealing any defect or un-

siglitly ajijicarance in the sheet beneath the border. The

specification, in speaking of the border, says that ''Its func-

tion is to coyer up the material of the cloth undergoing ex-

Jiibition and inspection, for an area outside the said outline

a sufliciently extensive in all directions to prevent the cloth

outside the outline obtruding itself into the customer's field

of view," that is, to cover up and conceal anything which

it is desired shall not be seen.

The Smith & Brown 1901 British Patent describes a

method of making transparent tablets, posters, labels, and

similar devices for advertising purposes, and the specifica-

tion, at page 722, describes the invention as consisting in

the making of certain portions of the paper transparent by

a suitable material and printing or otherwise applying inks

or colors around the same which thus constitutes a border

around the transparent portions.

"The printing or application of such blaflk ink or
colour, or inks and colours, is for the specific purpose
of rendering opaque and dense certain and predeter-
mined parts of tlie said advertisement or public notice
wlien tlie said advertisement or public notice is placed
before artificial liglit and also to enable us by means of
spirit varnish to make transparent other certain and
predetermined jiarts of the aforesaid advertisement, or
puljlic notice, which parts are exposed or left unpro-
tected l)y the nl)sence of the ])lack ink, or colour or inks
and colours, which are not printed or applied on the
aforesaid certain and predetennined transparent parts
of the reverse or negative surface of the aforesaid
paper, to tli;>t surface on which the advertisement or
public notice is printed and displayed.
"We apply spirit varnish of ordinary commercial

manufacture to certain and jiredetermined parts on the
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reverse or nejrativc surface of paper to tliat surface
on which is printed or <lisplayo(l advertisiii*,^ nuitter,
which certain an«l pnMh'tcrniincd parts we j)urposely
lcav«' hare or unprofrctctl |)y reason of not printin*,^ or
applyiiiir bhick ink or colour or inks antl colour on the
said parts.

"The a|»|>lication of spirit vaniisli is for tlie specific
purpose of renderinu: transparent onlv sucli parts of
the advertisinir matter as we desire and intend to show
and lieconie brilliant when the said pa})er on whicli is
printed or dis|)layed advertising matter is placed before
artificial liglit."

The foregoinp: quotation shows that the Smith & Brown
1*)()1 P,ritish patent discloses a sheet of paper with certain
and predetermined parts made transparent by the applica-
tion of varnish which, of course, is an oily preparation, and
printing the surface of the paper outside of the spaces so
rendered transparent with a black or other colored ink, thus
forminn: a border around the transparent spaces, the print-
ing of such Iwrder necessarily and inherently must have the
efifect of o))literating, covering up or concealing any run-
ning or bleeding of the varnish or oily preparation into the
tissues of the fibres of the paper, the same as the border
around the transparent window of the envelope of the first

Cohn patent.

Neither the Tudor, Hole, Leigh, and Smith & Brown
patents or i)ubIications was before the Examiners in the
Patent Office, so far as the proceedings disclose. They show
that it was old in various arts to take paper and render
certain desired and predetermined parts of it transparent
by the application of an oily preparation, thus forming
transparent windows or spaces and printing or otherwise
applying inks or coloring matter around the transparent
windows, thus forming borders which application of inks
necessarily had, and must have had, the effect of giving
definition to the windows or si)aces, and of covering up and
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concealiiicr or obliterating any running or bleeding of the

oily preparation in the fibres or tissues of the paper. They

fully meet the contention of Colin 's attorney in his argu-

ment before the Examiners-in-Chief, at page 611, where, in

speaking of the Cohn invention, he says

:

*'The novelty of this invention is in providing a

colored or tinted border surrounding a window portion

which has been made transparent by some preparation

which, because of its oily character, will creep into the

surrounding opaque stock and give a ragged and un-

sightly outline to the transparent window, and I submit
tliat neither of the references cited has any bearing
upon such a feature, or offers any suggestion of the

same."

The above argument could not have been presented had the

above references been discovered and cited by the Examiner,

showing transparent portions, spaces, or windows in opaque

paper produced by the application of oily preparations, which

inherently and from their nature must have spread and bled

and formed rough and ragged edges, with borders of ink or

other colors printed around them.j which necessarily operated

to cover up or conceal the unsightly edges and give definition

to the windows, and a finished and ornamental appearance to

the work. They show that the very idea and feature, which

counsel emphasized in his argimient in the Patent Office, was
fully disclosed in patents long prior in date to the Cohn ap-

I)lication, so that the public was in full possession of every

idea that Cohn relies on to support the claim of novelty, utility,

and invention in the envelope of his first patent.
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Keeapitulation of tlu* Various Uses of Borders.

To rccapitiilato the stato of the art, we find tliat it is estab-

lishp<l and settlod by tlio evidonce tliat a ono-pioce transparent

window envelope made from opaque paper like those do

scribed ami claimed in the lirst Cohn patent, but without a

border around the transparent windows, was described and

disclosed to the world \on*r prior to the date of the Cohn in-

vention, as shown ))y the P>r<)wn 18()2 patent; that it was old

to print borders around tliree-color pictures, lithopfraph

labels, an<l various kinds of printers' work generally, as

shown in the Osborne 1900 art calendar, and testified to by
a number of witnesses on the part of the defendant, whose
testimony stands unquestioned and undisputed by a word of

testimony on the part of the complainant ; that it was old to

print a border around a one-piece transparent window en-

velope made of transparent stock with the border covering

the face of the envelope outside of the transparent window,
as disclosed in the Busch 1896 patent ; and that it was old to

print Iwrders around various transparent spaces made in

opaque paper by the application of an oily preparation to the

desired spaces and around holes or perforations in paper to

give definition and distinctness to the same, as disclosed in

the Tudor 1878 patent, the Hole 1894 British patent, the Leigh
1894 British publication, and the Smith & Browne 1901 British

patent.

ContcDtions Based on the State of the Art.

In view of the fact, established and settled by the testimony
of many witnesses on the part of the defendant, and not ques-
tioned or disputed by any testimony on the part of the com-
plainant, that borders had, long prior to the invention of the
first Cohn patent, been printed around the edges of three-

color pictures, of lithograph colored labels, and of different
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kinds of printers' work generally to cover up and conceal

uneven, ragged or unsightly edges or margins, caused by the

running and spreading of the colors or inks, or other causes,

and tliat borders had been printed around the edges of vari-

ous spaces in opaque paper rendered transparent by the ap-

plication of an oily preparation for various purposes, which

borders necessarily and inherently had the effect of obliterat-

ing, covering up or concealing any ragged, irregular and un-

desirable appearances in the edges of the transparent spaces

caused by the running of the oily preparation, as well as to

give definition and sharpness of outline to the matter included

within the border, and a more ornamental and finished ap-

pearance to the work, we contend that no invention was in-

volved in i)rinting such a border on an envelope to cover up

the spreading or running of the oil in making the transparent

window in the envelope of the first Colin patent, and to give

definition to the enclosed space, and give it a more finished

and ornamental appearance. The printing of borders on the

envelopes of the first Cohn patent is an operation that falls

within the printers' art. The work is done by printers. It

is done on printing presses. An ink is used to print the

borders. The whole operation is a part of the printers' art.

The printing of the border to cover up or conceal the spread-

ing or running of the ink or oil is precisely for the same pur-

pose as the printing done to cover up or conceal the running

or spreading of the inks or colors in the various instances of

the use of borders established in the evidence. Not only are

the uses analogous, but they are the same. A border that

would cover up imperfections in the one case will cover up
imperfections in the other. The method of applying the

border in all these cases is the same and the function which

the border performs is the same. The uses, objects, utilities,

and advantages are the same.



57

Tho coniplainant Colin on cross-examination aibnittcd that

the purposes, ()l)j(H'ts and advantaijcs rosultinpf from tlie

printing of lK)nhM-s around pictures and otiier kinds of

work, mentioned hy the witnesses on tlie part of the

defendant, were exactly the same as in tlic printinc:

of the borders around the transparent windows of one-

piece envelopes. AVe asked him a question framed

—

as to its last portion which we italicize—in the exact words

of the witness Olson, in answering question 17, already quoted,

as to the object of the border on his patented envelopes, and

he stated that the same purposes and advantages existed in

the printing of the border on envelopes that defendant's wit-

nesses had assigned for the use of borders on pictures and

other kinds of work. At page 183, we asked Cohn and he

testified

:

"X-Q. 156. In answering Q. 70, you say that you con-
sider, the ring or border as of the utmost importance.
The reasons for your opinion are because the presence of
the border gives definition to tlie enclosed transparent
space, covers up and conceals any objectionable or un-
sightly appearance caused by the irregular or ragged
outlines resulting from the running or spreading of the
transparency-producing preparation, and gives a more
finished, or ornamental appearance to the job, or to ex-
press the matter more briefly, the border is primarily to

cover defc'cts, and secondarily it enhances the beauty and
value in some cases. Is not this a brief summary of the
objects, uses, and purposes of the border mentioned in
the claim of the first patent sued on?

''A. It is."

From the above, it is plain that all of the witnesses on both

sides agree that the uses, objects and utilities of the border
when surrounding a three-color picture, lithograph labels or

printers' work generally, and when surrounding the trans-

parent portion of a one-piece window envelope, are the same
in every respect. At the most, therefore, and for the present
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disregarding the prior patents, all that Cohn did was to print

an old liorder around a desired piece or portion of a paper to

cover up or conceal undesirable or unsightly appearances in

its margin or outline, which, of course, would necessarily give

definition or definiteness to the portion of the paper included

within the border, just as others had been doing for years

on many other kinds of work.

But for the present disregarding the use of borders on

three-color pictures, lithograph labels, printers' art generally,

and the borders shown in the Tudor, Hole, Leigh, and Smith

& Browne patents, we think that, in view of the Brown 1862

and the Busch 189(5 patents, alone, it is plain that no

invention was involved on the part of Cohn. The Brown 1862

patent presented him with an envelope made of opaque ma-

terial, with a portion or window made transparent. The

Busch 1896 patent presented him with an envelope of trans-

parent material, made from stock that was originally opaque,

with a ])order printed around the transparent portion or win-

dow. They are both envelopes. The Brown envelope was

without a border, and the Busch contained a border. All that

Cohn did, and all that he could do, was to transfer the border

from the one envelope to the other. It is precisely as though

he had a Brown envelope in his hand and stood in the pres-

ence of a printer working at his press and printing borders

on the Busch envelope. At the proper moment he inserts his

Brown envelope into the press and prints the Busch border

on it, without changing the press or ink, or method of opera-

tion, lie now has the envelope of the first patent, without

any change, subtraction or addition. It is plain, under the

decisions of the courts in similar cases, that he has performed
nothinir but a moclianical act, and has not drawn upon nor

employed tlie creative and originative faculties, which are

essential to an inventive act. He liardly exercised his rea-
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soniiii; facultios. "NVliat ho did was an aot of imitation. He
printed tlio l)ord(»r around tlio window of tlip Brown 1802

onvolopo in the same way that lie saw tlio |)rintor doinc: in

niakin-^ tlio l^uscli ISiXJ onvtdopos. He simply followed the

instruetions and directions of tlie Brown and Busch specifica-

tions, with which the law conclusively assumes that he was

fully acquainted.

The Brown and Busch i)atents may he regarded as letters

directed to Cohn personally, as, indeed, they are open letters

directed to everyhody in the world interested in the making
of envelopes; hut we may regard them as letters directed

from Brown and Busch to Cohn personally. The Brown let-

ter instructs Cohn as to how to take a piece of opaque paper

and make an envelope with a transparent window in it, and

the Busch letters instructs him how he can make a border

around the window. It tells him in express terms that he

can make the border by printing with opaque coloring mat-

ter. He makes the envelope as Brown tells him and prints

the border as Busch tells him. He has simply followed direc-

tions and instructions. As to these matters, we refer par-

ticularly to the deposition of the defendant's expert, Mr.
Bond, extending from page 579 to page 582. In answering

question 16 on page 580, Mr. Bond says that "The envelope

of the first Cohn patent would result from taking the envelope

of the Brown patent and printing thereon opaque matter as

instructed by the Busch patent." In answering question 18

on page 582, he says that **No invention, in my opinion, was
required to apply the instructions of the Busch patent as to

making the face of the envelope outside of a transparent
section opaque, and using such instructions in connection with
the envelope of the Brown 1862 patent" We think it is plain

that all Cohn did was to follow the instructions of the letter

whicli Bi-own wrote to him in 1862 and the letter which Busch
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wrote to liim in 1896. They told him everything that he

needed to do and how to do it. The following of instructions

can never constitute invention. We think that the lack of in-

vention is plain to demonstration.

The law is and for many years has been settled that the

mere double use of a machine, device, idea, or invention,

cannot be the subject of a patent. It is no invention to

apply a well-known thing or idea to a new use. As Judge

Story illustrated in an early case, there is no invention in

taking a spoon that has been used for eating soup and

use it in eating beans. As said by the Supreme Court in

Potts V. Creager, 155 U. S., 606, it is no invention to take a

mill for grinding coffee and use it for grinding spices. In

like manner, whoever first employed a border for covering

up and concealing ragged and unsightly edges in one kind

of work made it free and open for use in all kinds of work
where it would subserve the same purpose, so that it could

never thereafter be the subject of a patent. The purpose

for which Cohn says he uses the border, even if it be on

different articles from those on which borders had been

used before, would be insufficient to impart patentability to

the envelope of the first Cohn patent.

In Roberts v. Ryer, 91 U. S., 157, the Supreme Court

said:

"It is no new invention to use an old machine for
a new purpose. The inventor of a machine is entitled

to the benefit of all the uses to which it can be put, no
matter whether he had conceived the idea of the use
or not."

In Pennsylvama v. Locomotive Truck Co., 110 U. S., 494,

the Supreme Court, after reviewing the decisions, said:

"The application of an old process or machine to a

similar or analogous subject, with no change in the
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manner of application and no results substantially dis-
tinct m Its natiiiv, will not sustain a patont, even if
the new form of result had not hefore been contem-
plated."

lu Blake v. San Fraucisco, ll.i U. S., 682, after quoting
from the Locomotive case above, the Supreme Court, the
italics being ours, said:

''It follows from this princii)le that where the pub-
lic has acquired in any way the right to use a machine
or device for a particular inirpose, it has the right to
use it for all the like purposes to which it can be ap-
plied, and no one can take out a patent to cover the
application of the device to a similar purpose.
If the result claimed as new is the same in character
as the original result, it will not be deemed a new re-
sult for this purpose. For instance, an automatic re-
lief valve, used to relieve the pressure of steam, pro-
duces no new result in character when used to relieve
the pressure of wafer, unless some further effect be-
sides the mere relief of pressure is obtained. This
qualification, therefore, will not affect the present case,
f>ecause no new result in character is accomplished by
the supposed invention of the plaintiff. Besides, it
appears from the evidence that before Bailev's patent
was applied for, relief valves were in common use, both
on land and at sea. . . . It is no answer to this to
assert that the application of a relief valve to a portable
steam fire-engine is the invention of a new combina-
tion. There was no invention ; the combination was
already in public use on steamships. The application
of the valve to a similar use on land was not a new com-
bination or a new invention."

In Lovell Mamifat^turing Co. v. Cary, 147 U. S., 634, the
Supreme Court, the italics being ours, said

:

''The public cannot be deprived of an old process
because some one has discovered that it is capable of
producing a better result, or has a irider range of use
than was before known. In Smith v. Nichols, 21 Wall.,
112, it was held that a mere carrying forward, or new
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or more extended application, of the original thought,

a cliango only in form, proportions, or degree, the sub-

stitution of equivalents, doing substantially the same
tiling in the same way, by substantially the same means,
with better results, was not such invention as would sus-

tain a })atent; and in Boherts v. Bijer, 91 U. S., 150,

it was field that it was no new invention to use an old

machine for a new purpose, and that the inventor of a
machine was entitled to the benefit of all the uses to

which it could 1)o put, no matter whether he had con-
ceived the idea of the use or not."

Not only was the use of a border on the envelope of the

first Cohn patent, to define the window space and to cover

up and conceal the spreading or creeping of the oil, merely

a double use of the border in the same way and for the

same purpose that it had been employed by three-color

jirinters, lithograph-printers, and in the printing art gen-

erally, but it was a matter that naturally fell ivithin the line

of knowledge and work that a printer is habitually doing.

The moment the necessity or desirability of a border ap-

peared to a printer, he would, from his knowledge and ex-

perience, know exactly the remedy to apply. But it is not

invention to exercise the skill and knowledge that pertains

to one's trade, business, or profession. That is something
tliat is to be expected and is entirely different from the

origination of new ideas involved in the inventive act. In

reference to the exercise of the knowledge and skill of one's

trade or calling, the Supreme and Circuit Courts have
repeatedly expressed themselves.

In Pearce v. Mulford, 102 U. S., 112, 118, the Supreme
Court said:

"All imi)rovement is not invention, and entitled to
protection as such. Thus to entitle it, it must he the
product of some exercise of the inventive faculties, and
it must involve sometliing more tlian what is obvious
to persons skilled in the art to which it relates."
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In Vinton v. IlamiUou, 104 I'. S., 4!)*J, the Suiirome Court,

the italics hoiii«!: ours, said:

''Neither a cupola nor a ciiKh'r notcli is new. The
use of a cintler notch lor (iia\vin<( off cinders from a

bla^t furimce is as old as hlast furnaces themselves.
Tlie function which the cinder notcli performs in the

])rocess covered l)y A'^intou's invention is precisely the

same for wliich it is used in a hlast furnace. In smelt-

ing slau in a cupohi furnace it was found tluit the molten
cinder accunndated and floated on the top of the
molten iron. TIk^ api)lication to a oi/fola furnace, for

the purpose of drawin<;- off cinder, of tlie cinder notch
in the blast furnaces to accom]ilish the same end, would
occur to any practical man. When applied to a cupola
furnace the same function was performed in the same
way hy the same means. Tn makinc^ this application
there was no invention. Pcarce v. Mulford, 102 U. S.,

112. We are of opinion, therefore, that the application
of a cinder notch to a cupola furnace for the purpose
desiccated is neither patentable nor new, and that all

the other yiarts of the process and the appliances cov-
ered hy Vinton's patent were old and well known Ions:

before the date of his alle,2:ed invention and the patent
therefor."

In Atlantic Works v. Bradi/, 107 U. S., 200, the Supreme
Court said:

"The designi of the patent laws is to reward those
who make some sul)stantial discovery or invention, which
adds to our knowledge and makes a step in advance in

the useful arts. Such inventors are worthy of all favor.

It w^as never the object of those laws to grant a
monopoly for every ti'ifling- device, every shadow of a
shade of an idea, which would naturally and spontane-
ously occur to any skilled mechanic or operator in the
ordinary progress of manufactures. Such an indiscrimi-
nate creation of exclusive ])rivilege tends rather to ob-
struct than to stimulate invention. It creates a class
of speculative schemers who make it their business to
watch the advancing wave of improvement, and gather
its foam in the form of ])atented monopolies, which en-
able them to lay a heavy tax upon the industry of the
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country, without contributing anything to the real ad-

vancement of tlie arts. It embarrasses the honest pur-

suit of business with fears and apprehensions of con-

cealed liens and unknown liabilities to law suits and
vexatious accountings for ijrofits made in good faith."

In Hollister v. Benedict Mfg, Co., 113 U. S., 59, 73, the

Supreme Court, the italics being ours, said:

**As soon as the mischief became apparent, and the

remedy was seriously and systematically studied by
those competent to deal with the subject, the present
regulation was promptly suggested and adopted, just

as a skilled mechanic, witnessing the performance of a
machine, inadequate, by reason of some defect, to ac-

complish the object for which it had been designed, by
the ai)plication of his common knowledge and experience,

perceives the reason of the failure, and supplies what
is obviously wanting. It is but the display of the ex-

pected sldll of the calling, and involves only the exer-

cise of the ordinarj^ faculties of reasoning upon the
materials supplied by a s])ecial knowledge, and the fa-

cility of manipulation which results from its habitual
and intelligent practice, and is in no sen&e the creative
work of that inventive faculty which it is the purpose
of the constitution and the patent laws to encourage and
reward."

In Thompson v. Boisselier, 114 U. S., 1, 11, the Supreme
Court, the italics being ours, said

:

'*It is not enough that a thing shall be new, in the
sense that in the shape or form in which it is produced
it shall not have been before known, and that it shall

be useful, but it must, under the constitution and the
statute, amount to an invention or discovery.
"To refer only to some more recent cases, adjudged

since these suits were decided below, this principle was
a|)plied in Vinton y. Hamilton, 104 U. S., 485, where a
cupola-furnace being old, and a cinder-notch being old,
and the use of a cinder-notch to draw off cinders from
a blast furnace being old. and the cinder-notch, in draw-
ing off the cinders from the cupola-furnace, performs
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tlie saiiR' fuiu'tioii as in tin* blast-funiaco, it was held

tliat the application oi' the ciiKler-iioteli to the eupola-

furnaco would occur to any practical man, and that there

was nothini;- patentahle in such ai)plication.

"In //(/// V. Marnculc, 107 U. S., I)U, a cored conical

bolt, in a safe, witli a screw-thread on it, having ex-

isted before, and also a soli<l conical l>olt, it was held to

be no invention to add the screw-thread to the solid

conical holt.

"In Atlantic Works v. Urudi/, 107 U. S., 1112, 200, it

was said, that it is not the object of the patent laws to

urant a monopoly for every trifling device which would
naturally and spontaneously occur to any skilled me-
chanic or operator, in the ordinary prog:ress of manu-
factures."

In Thatcher Heating Co. v. Burtis, 121 U. S., 286, 294, the

Supreme Court said

:

"It is admitted that what Thatcher did, and all that he
did, was to transfer this well known fuel magazine from
its use in an out-standing base-burning stove to a fire-

place heater, equally well known and in common use as

to its arrangement, construction, position and mode of

operation. Wlien this fuel magazine was thus transferred

from one Kind of stove to another, in its new situation

it performed precisely the same function with respect to

the fuel and the fire, as it had always been accustomed to

perform in its old place, and the fire-place heater into

which it w^as thus newly placed, so far as the generation

and transmission of heat and heated air are concerned,

operated precisely as it had habitually done before."

In Root v. Sontag, 47 Fed., 311, Judge Ilawley, of Califor-

nia, said:

''From this reference to the drawings, specifications.

and claims in the patent it appears that on the end of
the shuttle body a flat plate was formerly attached by
means of a screw or l)olt, driven or screwed into the end
of the shuttle body; that the constant movement of the

shuttle was liable to cause the wood to split, and the

plates to become loose. The improvement in this respect
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is made by extending the screw through the end of the

sliiittle, and placing a nnt on the end of the bolt of the

screw. It must be admitted that this is an improvement
upon the former methods in common use, in this; that it

liolds the plate or tip more securely to the end of the

shuttle, and prevents the wood from splitting as fre-

quently as it otherwise would. But does this improve-

ment involve any mechanical skill! Can the improve-
ment, as made, be called invention? The use of a bolt

with a nut screwed on the end of it for the purpose of

holding or fastening things together is not only well

known to mechanics, but is a matter within the general

knowledge of the public. When from any cause, it was
discovered that the tip on the end of the shuttles would
frequently become loose, or the wood split, what would
be more natural than to suggest the driving of the bolt

through the end of the shuttle, and placing a nut on the

end of the bolt, and screw it up tightly? The shuttle, as

thus constructed, performs no new function. It operates
precisely as it did before the improvement was made.
The improvement is superior to the old methods in the

mechanical structure of the shuttles, but is not, in my
opinion, of such a character as required inventive skill."

In Haughey v. Lee, 48 Fed., 384, Judge Butler, of Penn-

sylvania, said:

"In view of the other devices shown—about whose
existence there is no question—it seems clear that the

slight change in form which the plaintiff made did not

require invention. He simply altered the 'striker' from
a horizontal to a perpendicular position. He found it

standing out laterally, and loosened it so as to hang.
This was all. Surely no invention was required to do it.

Any mechanic to whose line the work belonged, or indeed
any handy person, though not a mechanic, could do this.

The idea or conception that this change might be bene-

ficial, was not patentable. The question is sirqply, was
invention required to make the change? In my judgment
it was not. The kicking de\4ce exhibited a method of

doing it. This device indeed required nothing but short-

ening the chain to make it correspond in every essential

respect with the plaintiff's. Applying this to a horse in
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motion, instead of one staixlin^ in liis stall is not even a
new use. If new it would l)o anaIo.i,a)Us to the oM. Pat-
ents are eonstantly oveiturne(| for want of invention,
where its absence is not so clear. The later volumes of
reports are full of such cases; eiurht are contained in
the last issue— 1;L' V. S. It is sullicient to cite a few of
tlieni. Ilollisfrr v. Manufacturing Co., 113 U. S., 59, 5
Sup. ('t. Kep., 717; Thompson v. ^IJoissrlier, 114 U. S. 1,

5 Sup. Ct. Rep. 1042; Prnnsiflrcinia U. Co. v. Locomotive
Eufinic Safcfi/ Truck Co., 110 U. S. 490, 4 Sup. Ct. Rep.
220; Iiu,^\^ei/ v. Manufacturing Co., 110 U. S. 131, 4 Sup
Ct. Rep. 38; Gardner v. Herz, 118 U. S. 180, fi Sup Ct
Rep. 1027; Weir v. Morden, 125 U. S. 98, 8 Sup. Ct Rep
8r)9; Holland y. Shipley, 127 U. S. 396, 8 Sujx Ct. Rep'
1089; ^ro;? v. Raihcai/ Co., 132 U. S. 84, 10 Sup. Ct Rep
24; Dai/ v. Badwafi Co., 132 U. S. 98, 10 Sup. Ci. Rep 11-
Eoemer v. Bernheim Co., 132 U. S. 161, 10 Sup. Ct. Rep!
4-0.

In Kilhourne v. Bingham Co., 50 Fed., 699, Judges Jackson
and Swan, in the Circuit Court of Appeals for the Sixth Cir-
cuit, said:

''The appreciation and utilization of the efficiency of
old methods, means, and material for the manufacture of
domestic, mechanical, and agricultural wares 'does not
spring from that intuitive faculty of the mind put forth
in the search for new results or new methods creating
wliat had not before existed or bringing to light what lay
hidden from vision; but, on the other"^hand^ is the sug-
gestion of that common experience which arose spontane-
ously, and by a necessity of human reasoning, in the
nunds of those who had become acquainted with the cir-
cumstances with which they had to deal.' Hollister v
Manufacturing Co., 113 U. S. 72, 5 Sup. Ct. Rep. 717.
"It IS not enough that the new manufacture, because

of the fitness of the material to the purposes of the arti-
cle, has obviated innumerable objections inherent in prior
manufactures and superseded them in the trade It
must possess an advantage and noveltv in form or con-
struction beyond the ability of a mechanic of ordinary
skil and intelligence, or be the resultant of means or
methods devised by the maker. 'The law,' says Judge
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Woodruff in Stnith v. Ellicott, 9 Blatclif. 403, 'gives no

nioiiopoly to industry, to wise judgment or to mere me-

clianical skill in the use of known means, nor to the

product of either, if it be not new. These are within the

proper field of competition, and open to all. In general,

they will in that competition be justly appreciated, and
will command their proper renumeration if usefully em-

ployed. It is invention of what is new, and not compara-
tive superiority or greater excellence in what was before

known, which the law protects, and it is that alone which

is secured by patent'."

We have quoted from the above cases simply as samples of

the innumerable decisions that fill the reports where the courts

have invalidated patents on the ground that they were lack-

ing in the quality or ingredient of invention. To be valid, a

patent must be for a device, process, method, or idea, con-

taining three essential and indispensable characteristics; it

must be new ; it must be useful ; and it must involve invention,

which latter characteristic the Supreme Court, in the Hollis-

ter-Benedict case, says is the ''creative work" of the inven-

tive or originating faculties. The envelope of the first Cohn

patent is certainly lacking in the third characteristic or in-

gredient essential to make it a patentable subject, to say noth-

ing of the others.

When Cohn made the envelope of his first patent, he had,

in legal contemplation, a complete and detailed knowledge of

everything which had been done hy others bearing on the sub-

ject. Whether he had actual knowledge or not, we need not

stop to inquire, as the fact of actual knowledge is wholly im-

matoiinl. The law conclusively and indisputably presumes

that he had knowledge, and charges him with the consequences

of such knowledge. Not only this, but he is to be considered

and judged precisely as if he had been present in person

when all of the prior pertinent works were being done, had
stood by and observed how they were done, and had the re-
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suits of their work in his presence and spread out for his

visual inspection. We will quote from two or three cases as

to this ie.i;:al j)rcsumption.

In Crompton v. Kuowles, 7 Fed., 203, Judge Lowell, of

Massachusetts, in 1881, said:

**It is a presumption of law that all mechanics inter-

ested in upliolding or defeating a ])atont were fully ac-

quainted with tlie state of their art when tliey took out

their patent, or when they built their machine. This pre-

sumption is founded upon a policy like that which im-

putes to all persons charged with crime a knowledge of

the law. It is necessary to the safe administration of

justice. Each party may then be assumed to have bor-

rowed from the other whatever was actually first invented
and used by that other."

In Allen v. Steele, 64 Fed., 796, Judge BuflSngton, of Penn-

sylvania, after quoting from Judge Lowell, as above, said

:

''We are of decided opinion that the substance of Al-
len's device was so anticipated in Shippen's that to de-

vise and construct the former, with the latter before one's
eyes—which, in contemplation of law, we must assume
Mr. Allen had—was the work of an adaptive mechanic,
and not the province of an inventor. All the improve-
ments claimed were, as compared with Shippen's device,
within the category of degree."

In Mast, Foos & Co. v. Stover Mfg. Co., 177 U. S., 493, the

Supreme Court said

:

'

' Having all these various devices before him, and what-
ever the facts may have been, he is chargeable with a
knowledge of all pre-existing devices, did it involve an
exercise of the inventive faculty to employ this same
combination in a wind-mill for the purpose of converting
a rotary into a reciprocating motion. ... In deter-
mining the question of invention, we must presume the
patentee was fully informed of everything which pre-
ceded him, whether such were the actual facts or not."
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To similar purport are Loom Co. v. Higgins, 105 U. S., 585

;

Bates Refrigerator Co. v. Gillett, 31 Fed., 816 ; National Car

Brake Shoe Co. v. Terre Haute Car Co., 19 Fed., 520 ; Boydem

V. Burke, 14 How., 582, and other cases.

In view of the settled principle of law that one who

claims to have made an invention is to be considered and

judged as having an actual knowledge of everything which

preceded him, including the methods and processes employed

in their making, and in making his own invention as working

in the actual physical presence of the accumulated devices

of the preceding art, and of everything having a bearing on

the nature, quality, and character of his act, we must con-

sider Cohn in getting up the envelope of his first patent as

being fully acquainted with and familiar with the use of

borders by three-color picture printers, lithograph label

printers, and printers generally, and the use of borders on

one-piece transparent window envelopes, as described in the

Busch 1896 British patent, and as having seen them applied,

and as having them present before his physical eye. We
are thus able to analyze and weigh his act. He puts on an

oily preparation to make a portion of his paper or blank

transparent. He observes the oily preparation penetrate

into and permeate the tissue and fibre of his paper. He
sees that the oil spreads or creeps beyond the boundaries

of the predetermined space, so as to present a ragged or

unsightly or undesirable edge or margin. He looks at the

three-color pictures, where one of the colors for some rea-

son overlaps or spreads beyond the others. He sees that

to cover up or remedy the unsightly or undesirable edge or

margin a border has been printed around and over the edge,

and that it thus gives definition to the picture and covers up
and conceals the unfinished or undesirable appearance of the

edges. He looks at the lithograph labels and he sees that a bor-
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der has hocn printed around and over tlieir marfirins or edji^es,

and that it thus gives sliarpness of outline or (U'linition to

the matter eoutained within tlie border, and obliterates or

covers up any raii:,u:ed or nnsiL'-litly appearance in the edges,

caused by the sj)reading or misplacement of the ink. lie

looks at the examples of i)rinters' work, where a border

has been printed around any desired work or matter, and

that it thus gives sharpness or definition or outline to the

matter contained witliin and covers up and conceals any

spreading or running of tlie ink. ITe looks at the envelope

described in tlie Busch 1896 ])atent, and sees that he prints

a border over its face outside of and around the window

space, and that it thus covers the non-address space of the

envelope and gives definition to the window space. And ir

legal contemplation he sees all these men at their ivork

understands what thej'- are doing, hotu they do it, and whi^

they do it. He sees, as a matter of necessary reasoning—

for such must have been the largest extent of the menta'

operation—that a similar border printed around the trans

parent portion or window of his envelope blank will serve

his purpose, will give definition to the window, will covei

up and conceal any bleeding or running of the oil, and will

in short, exactly serve his purpose and do the w^ork anc

give the finished results that he sees are desirable. He
therefore, prints a border around the window of his en

velope. He has originated nothing. He has added nothing

to the knowledge of the world. He has contributed nothing

to the printing art. No new or original idea has beer

evolved. He has simply appropriated and applied the olo

expedient used for a generation for jn-ecisely the same oi

similar puroses, with no change in the manner of applica

tion of the lx)rder, and no residts substantially different

from what had been secured by the use of borders before

We can well say of his act what the Supreme Court said
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in the case of Lovell Mfg. Co. v. Cary, 147 U. S., 636, where,

in discussing the case before them, they said:

"The present case is covered by the cases of Vinton
V. Hamilton, 104 U. S. 485; Stow v. Chicago, 104 U. S.

547; Locomotive Truck case, 110 U. S. 490; Blake v.

San Francisco, 113 U. S. 679; Thompson v. Boisselier,

114 U. S. 1; Miller v. Foree, 116 U. S. 22; Dreyfus v.

Searle, 124 U. S. 60; Broivn v. District of Columbia,
130 U. S. 87; Aron v. Manhattan Railway, 132 U. S. 84;
Watson V. Cincinnati, Indianapolis Sc. Raihvay, 132
U. S. 161 ; Marchand v. Emken, 132 U. S. 195 ; Roger v.

Roth, 132 U. S. 201; HHIy. Wooster, 132 U. S. 693, 701;
Burt V. Evory, 133 U. S. 349 ; Hoive Machine Co. v. Na-
tional Needle Co., 134 U. S. 388; Florsheim v. Schilling,

137 U. S. 64; Consolidated Roller Mill Co. v. Walker, 138
U. S. 124; Ansonia Co. v. Electrical Supply Co., 144
U. S. 11; Ryam. v. Hard, 145 U. S. 241. The principle
dedncible from those cases is that it is not a patentable
invention to apply old and imll known devices and
processes to new uses, in other and analogous arts. The
decision in Ansonia- Co. v. Electrical Supply Co., supra,
is very pertinent. In the opinion in that case, the cases
were reviewed which established that the application
of an old process or machine to a similar or analogous
subject, with no change in the manner of application,
and no results substantially distinct in its nature, will

not sustain a patent, even if the new form of result
had not before been contemplated. '^

To apply the principle of the above decision to the case

in hand, it involved no invention for Cohn to take the

border used on three-color pictures, on lithograph labels, on

the Busch 1896 envelope, and in the printing art generally,

and apjily it to his envelopes where it performed the same
work—surrounded a desired section or portion of work
—secured the same results—gave definition to the work in-

cluded within the border, and covered up and concealed im-

perfections around the outer edges or margins—in the same
way—by the ])rinting and sui)erposition of an opaque color-

ing matter over the portion desired to be concealed. Par-
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tifiilarly is tliis so wlu'ii Colin iifitlicr oriji:iiiatod, created,

nor made use of any new i«lea, l)ut simply hodily appropriated

an idea an^i a j)roeess that had l)een used for many years

in simihir anah)gous cases. The instant the need l)ecamo

apparent the remedy used for similar cases suggested itself.

The comhinatiou that resulted was the old combination, so

far as the essentials are concerned. Roth in C^ohn and in

the old art, paper furnished the foundation for the work;

hoth in Cohn and in the old art, a |)redeternuned section or

portion of the paper had a preparation ai)plied to it, as ink

or colors tliat ran or spread; both in Cohn and in the old

three-color and i)rinters' art, the edges or margins of the

predetermined portion were ragged, unsightly, or undesir-

able in appearance, owing to the spreading or overlapping

of the material at the edges or margins of the predetermined

space; both in Cohn and in the old art, including the old

]S9() Busch patented envelope, opaque coloring matter was

l)rinted around the predetermiued space to give definition

to it and, in most of the cases, to cover up and conceal im-

perfections or defects in the edges or margins, which ])ro-

duced an unsightly or undesirable appearance; and both in

Cohn and in the old art, the resulting effect was to give a

more finished or ornamental ai^jiearance to the work, with-

out adding anything to its essential utility—the performance

of its function as an envelope, in Cohn's case. "VVe think it

is preposterous to impute any inventive quality or charac-

ter to the work done by Cohn in printing a border around

the window of the envelope of his first patent.

The Qiiestion of Invention as Viewed by the Patent Oifice.

We find, by reference to the proceedings in the Patent Office

in the procuring of the first Cohn patent, that there was great

difficulty in securing its allowance, on the ground that it was

lacking in invention. When the application was filed, No-

vember 8, 1904, it contained nine (9) claims, quoted at page
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590. The first three claims related to the subject-matter of

the present claim as it appears in the patent. The first claim,

as originally presented, made no reference to the border, but

the second and third claims included it as an element. The

second claim, as originally presented, may be quoted as an

example

:

*'2nd. An unpunctured envelope of non-transparent

stock, to a portion of which a preparation has been ap-

plied to render such portion transparent, and a colored

or tinted border surrounding said transparent portion."

When the claims came to be examined, the Examiner re-

jected the above claim, together with the first and third, as

being substantially anticipated in the Busch British patent of

1896. In the letter written by the Examiner December 22,

1904, at page 593, he said:

''Claims 1, 2 and 3 are rejected as being substantially

anticipated in British Patent to Busch 11,876, July 4,

1896, in view of the immemorially old practice of country
boys in making paper lanterns of greasing the whole or

a part of the paper to render the lantern more translu-

cent. The coloring of the 'border' may be regarded as

of no patentable significance in the claims in view of

either of the British patents to Whitty 2,899, Oct. 6, 1869,

and Colby, 1,895, January 31, 1900."

In reply to this action by the Office, Cohn amended his case

January 6, 1905, page 596, by striking out the original claims

and inserting two new claims, of which the second was worded
as it now appears in the patent. At the same time a sample

envelope was filed, and the statement made that "In Figs. 2

and 4 it is assumed that the entire face of the envelope is

colored around the window opening; while in Figs. 1 and 3

there is only a border corresponding to the sample inclosed."

This corresponds to the statement in the patent, to which we
have already called attention, to the effect that the border is
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not to be uiulerstood as merely a narrow ring around the

window but may cover a border that extends entlreh/ over

tlie face of the envelope from tlie edges of the window to the

edges of the envelope—the kind of a border that Busch de-

scribed.

In reply to the amendment made as above, the Examiner,

February 13, 1905, at page 598, again rejected the claims as

lacking in patental)le invention. In the letter of rejection, the

Examiner said:

*'The claims presented by amendment of January 6,

1905, are rejected upon the state of the art of record. It

is a matter of common knowledge to make envelopes of

transparent nuiterial. It is a matter of common knowl-

edge to make envelopes having a transparent portion and
an opaque portion. It is a matter of common knowledge
to render i)aper or envelopes transparent by treating such
paper or envelopes with paraffine or grease. Applicant's
so-called border does not dififer except in design from the
balance of the opaque portion of his envelope. There is

believed to be nothing whatever patentable in this appli-

cation."

In reply to this rejection on the part of the Office, applicant,

on February 20, 1905, wrote a letter in which he stated, at

page 599, that he admitted ''that it is a matter of common
knowledge to make envelopes of transparent material"; and

also admitted ''that it is a matter of common knowledge,

broadly, to make an envelope of a generally opaque body hav-

ing a transparent window or opening"; and also admitted

that it was "not new to render paper transparent by treating

it with grease," but in which he insisted that "This border is

new, and the Examiner has shown no reference for it." Ap-
plicant insisted, therefore, that his claims were patentable.
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To 11 10 above argniment the Examiner, on March 28, 1905,

rejilicd to applicant, saying, at page 602:

"Notwithstanding applicant's argument the claim is

still deemed to be unpatentable over the references of

record and for the reasons stated. The claims are there-

fore each a second time and finally rejected."

Thereupon, on February 28, 1906—eleven months after the

above rejection—an appeal was taken to the Board of Ex-

aminers-in-Chief, and the claims considered by the three Ex-

aminers constituting such Board. Before the case, however,

was sent up to the Board of Examiners-in-Chief, the Exam-

iner, on March 6, 1906, wrote another letter to the applicant,

in which he cited the Cohn English patent No. 14,478, of June

27, 1904, and the Brown 1862 patent, No. 36,393. In reply to

this letter, the attorney for Cohn, on March 13, 1906, wrote a

reply saying, among other things, that the Cohn British pat-

ent was a patent to the applicant and was not for the same

invention as the one claimed in this application, and that the

Brown patent was not cited in rejection, and, therefore, he

refused to treat it as a reference. Thereupon the appeal was

proceeded with. In such appeals it is the practice for the

Examiner to file a written statement with the Board, giving

his reasons for his rejection, and on March 22, 1906, the Ex-

aminer filed his statement before the Board. In his statement

the Examiner sets out what Cohn described in his specifica-

tion and what he was claiming.

The Examiner, in considering the Cohn and Shipp British

patent—the patent which Cohn claimed was his own patent

and invention—among other things, at page 608, said:

"It is noted that the British patent to Cohn & Shipp
does not set forth how the transparent portion of the
envelope is formed. The patent to Brown states that
the transparent portion or window in his envelope may
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ho iiiM(l(» by tlio same moans or siil>staii(*e as is oiiiployod

for makiiiii: tracing? papers, &(•. To print a certain border
witli colored ink or pijirment around tlie transparent por-

tion ot" Brown's envelope in tlie same way that Colin &
Sliipp print a border around llieir transparent portion

would not involve invention."

In his statement the Examiner, in discussing the Busch

British patent, at page GOD, said:

"The British patent to Busch above cited discloses an
envelope liaving a transparent window comprising a
portion of the front of the envelope surrounded by an
opaque border, such border being formed by 'printing

with opaque coloring matter.' Thus it is clear that this

patent anticipates every letter of Claim 1. Busch does
not set forth that he forms his transparent portion by
the application of paralline or the like. Such procedure
is clearly set forth by Brown, however. To print a
colored border with opaque coloring matter around the

transparent portion of Brown's envelope would not con-

stitute a new invention."

Thereupon the attorney for applicant filed an argument be-

fore the Examiners-in-Chief, in reply to the Examiner's state-

ment, in which he insisted that "The novelty of this invention

is in providing a colored or tinted border surrounding the

w^indow portion which has been made transparent by some

preparation which, because of its oily character, will creep

into the surounding opaque stock and give a ragged and un-

sightly outline to the transparent window." The attorney, in

his reply to the Examiner's statement, at page 613, also says:

"The British patent to Cohn & Shipp, 14,478, June 27,

1904, is applicant's own invention; it is identical with
applicant's other pending case filed May 9, 1904, Serial
No. 207,082. It does not disclose, or even remotely sug-
gest, the present invention, for which reason applicant
has not mentioned his British patent in the oath to the
present case. . . . The British patent to applicant
does not use and does not describe a border surrounding
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a window which has been made transparent by a prepara-

tion which will 'creep' into the opaque stock. The British

patent describes an envelope made of substantially trans-

parent stock, the back of the face of which is rendered

opaque by some coloring matter, leaving the window un-

colored. As there is used no preparation which will

'creej)' into the opaque stock, there is no use for the sur-

rounding border to conceal such creeping and give defini-

tion to the window opening."

In reference to the Busch English patent, the attorney for

applicant, at page 615, among other things, said

:

*'The remaining reference, British patent to Busch, 11,-

876 of 1896, has a portion or the whole of the envelope
transparent. The front is transparent while the back is

opaque, or a portion only of the front may be transpar-

ent. The patentee says, 'The desired contrast or differ-

ence may be produced either by choosing two different

kinds of paper, or by printing with opaque coloring mat-
ter applied to a portion of the envelope.' The 'two dif-

ferent kinds' of paper means pasting one part to the other,

and the printing with coloring matter must refer to print-

ing on a normally transparent paper."

The Board of Examiners-in-Chief came to the conclusion

that there was no invention in the claims. All three of the

Examiners-in-Chief concurred in this conclusion. They filed

an opinion April 18, 1906, in which they stated their reasons.

Among other things, at page 616, they said:

"The alleged invention relates to the class of en-

velopes in which the address is not written on the en-
velo]H» itself but on a paper inside of the envelope and is

read through the transparent surface thereof. The ap-
pellant starts with an opaque material and by treating a
portion thereof makes a transparent window therein at
the point where tlio address is to appear. It is said that
the preparation used in treating the material to make
the transparent window cannot be applied in such way as
to make a clear cut and regular outline for the window
but will creep and make an irregular and rough outline.
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To liido tliis rou^'li outline and leave a transparent win-

dow of syninietrieal and re«^ular sliape tlie a|»pellant ap-

plies a colored border to the surface around the window.
The suppt)sed inventi»)n here resides in placing this bor-

der around the window."

The Examiners then quote from tin* I>rowii 18()'J patent,

and, on p&ge 618, say:

**It is obvious that by following the directions first

stated an envelope of the same eonstruotion as the ap-

pellant's is j)rodueed. The appellant has merely added
a colored border for the purpose of ornamentation."

And this was antl is exactly what it was and is for, and

nothinfj: else. Ornamentation—to make the envelope look

Ijetter
—

''for the purpose of obliterating or concealing the

effects of the tendency of the said preparation to creep into

the surrounding opaque stock," to use the words of the

claim. The border does not prevent the creeping but merely

obliterates or conceals the creeping. The border, as the Ex-

aminers-in-Chief say, is for the purpose of ornamentation.

The Examiners-in-Chief then proceed to consider the Cohn
and Busch British patents, and say:

'*Tn the patent to Cohn et al. is described an unpunc-
tured envelope having a transi)arent window surrounded
by a portion to which dark colored ink has been applied.
This is also true of Busch. The border in this case
seems to extend to the edge of the envelojie, but it is

nevertheless a contrasting border. Its purpose is, like
that in the a])pellant's case, to have a transparent win-
dow regular in outline and of the shape desired. If the
transparent material extends to the edge of the envelope
it is necessary to extend the ink covered surface to the
edge, whereas if the transparent portion does not extend
so far it is not necessary to extend the ink so far. It
may, however, be applied in the shape of a border suffi-

ciently wide to cover the edges of the transparent por-
tion. The purpose, function and idea of means seems to
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be tlie same in both cases. The rough edges of the
transparent portion would be concealed just as well by
coating all of the balance of the envelope with dark
colored ink, and tiie only purpose of substituting a nar-
rower border seems to be to get a different artistic ef-

fect. There is no mechanical advantage or utility in

it. It is a mere matter of design.

''The claims are lacking in patentable novelty in view
of the references cited and therefore the decision of the
Primary Examiner is affirmed."

An appeal from the decision of the Board of Examiners-

in-Chief was thereupon taken to the Commissioner of Pat-

ents, and a decision in favor of applicant obtained, where-

upon the case was referred to the Primary Examiner, and

on August 6, 1906, it was amended by applicant by canceling

the first claim, so as to leave only the claim which now ap-

pears in the patent. Thereupon the applicantion was formally

allowed and the patent issued.

From the foregoing it appears that four of the five judges

in the Patent Office who passed on the matter were of the

opinion that there was nothing of patentable invention in the

Cahn envelope. These four judges—the Primary Examiner

and tlie three Examiners-in-Chief—are required by the

Statute to be men of mechanical, legal a/tid scientific attain-

ments, while no such requirement is made as to the Commis-
sioner. The Conuuissioner's office is largely executive, and

the President is free to appoint any one, whether possessing

legal, scientific, or mechanical experience and attainments

or not, to the position of Commissioner. As to the others,

however, the Act of Congress is particular as to their quali-

fications and attainments. Section 482 of the Revised Stat-

utes, in defining the duties and qualifications of the Exam-
iners-in-Chief, says that "The Examiners-in-Chief shall be

persons of legal knowledge and scientific ability." The Pri-

mary Examiners are appointed by the Secretary of the In-
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torior, after they have satisfactorily passed ri^id toolinical,

mocli.'Miical. and sciontifn' cxaiiiiiiaficms. Tlio Comniissionor
of Patents, liowevor. may l»e anybody tliat the President mav
see fit to appoint, and there is no requirement tliat he sliall

have * 'competent legal knowled^^e and scientific ability," nor
any other kind v\' knowledi<e or al)ility.

When we come, tlierefore, to consider the weight tliat

shoiji<l l)e attached to the opinions and decisions of the Ex-
aminers and Examiners-in-Chief and the Commissioner, upon
questions of invention, novelty and patentability, we think
there is no question as to whose opinions should have the
^'reatest consideration and weight. In this case, four men of
special knowledge, acquirements and ability, acting as judges,
united in saying that the envelope of the first Cohn patent
contains nothing of invention or patentability, while the Com-
missioner alone is of a different opinion. It is to be remem-
bered that these proceedings are ex parte. On hearings be-
fore the Board of Examiners-in-Chief and the Commis-
sioner, nobody appears to orally explain and present the
matter on behalf of the j)ublic. Only the written statement
of the Primary Examiner is present. On the other side, how-
ever, the applicant may be represented by his attorneys to
make oral presentation and arguments. They evidently suc-
ceeded in this case in persuading the Commissioner to pass
the question on to the courts to determine should litigation
ever arise under the patent.

We submit and insist that great consideration and weight
should be given to the opinion of the Primary Examiner and
of the Examiners-in-Chief in their conclusions in this case,
and that but little weight or consideration should be given
to the conclusion of the Commissioner, who has thrown upon
the court the responsibility of deciding as to the validity of
the Cohn patent.
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Tlie conclusion of the Examiner and of the Examiners-in-

Cliiof is in harmony with the views expressed by the various

witnesses for tlie defendant, reinforced as they are by

grounds and reasons tliat were not presented to the Office on

the ex parte proceedings leading to the issuance of the first

Cohn patent. The Office was not furnished with proofs as to

the use of borders by three-color picture printers, or litho-

graph label printers, or of pi'inters generally, to cover up

and conceal unsightly, rough, or undesirable appearances in

the edges and margins of work of various kinds, due to the

misplacement of the colors or the running or spreading of

tlie inks employed. Nor were they furnished with exhibits

or illustrations of such work, showing the use of borders

accomplishing the same purpose and object as they do in

the case of the envelope of the first Cohn patent. Nor were

they supi)lied with the reasons and decisions that are now
placed before the court for showing the lack of invention

and patentability in the Cohn envelope.

Yet, in the absence of all of these cogent and convincing

reasons for finding that there is nothing of inventive quality

or character in what Cohn did, the Examiner and the Ex-

aminers in-Chief came to the conclusion, on the meager show-

ing before them, that there was no invention or patentable

novelty in the envelope of the first Cohn patent. Much
greater reason is now presented for a similar conclusion on

the part of the court.

In vain we search the opinion of the learned judge who
decided the case below for any consideration of the question

of invention over the state of the art which we have ex-

plained above. We either failed to make our position clear

to the learned judge, or else when he came to decide the

case he in some way overlooked the defense of lack of inven-

tion in view of what had been done and disclosed by the

prior art; at least he failed to specifically refer to and dis-
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cuss this (Iffense. His whole opinion, so far ms tlio vali<lity

of of the first Cohn patent is concorniMl, appears to liave

been direeted to th<' defenses of anti(ipali(>n and lack of nor-

elty, which we have seen is entirely separate and distinct

from the defense of l;u-k of in rent ion. We therefore confi-

dently sul)init to this court our hdicr jind contention that

the first (\)hn jtatcnt exhiliits nt)tliinLC of inxcntion in print-

inj^ tile horder around the transparent window of the Hrown
1862 patent, in view of the numerous uses of horders around

various matters on paper used for difTerent purpose, estab-

lished by the evidence, including tlie printing of a border

around tlie window space of an envelope, as (lisclosed and

desciihod l(v linscli in liis ISiXJ l>ritish patent.

It may be well, before closing this branch of the case, to

refer to one matter wliich we regard as of no importance or

consequence Init which counsel in the argument below seemed

to regard as worthy of discussion and which he strongly

pressed upon tlie attention of tlie court. The fact has al-

ready been referred to that on December 15, 1903, we wrote

a letter to Mr. Regenstein, wliich is quoted at jiage 268 of

the record. This letter was in relation to a one-piece win-

dow envelope in all respects like that claimed in the first

Colin patent, with the exception tliat it had no l)order around

the window. This envelope was exhibited to us by Mr.

Regenstein and Mr. Reeso, svho was associated with liim,

and we were asked w^hether we considered that such envelope

would infringe the Callahan patent for a two-piece window
envelope, appearing at page 725, which calls for an envelope

having "a display opening therein having transparent cov-

ering"—an envelope in which a piece of opaque paper is cut

out and a separate piece of transparent i)aper pasted over

tlie opening. In our letter we advised Mr. Regenstein that

the envelope shown us did not infringe the Callahan patent,

and also that we considered that the envelope was patent-

able over the envelope claimed in the Callahan patent. Coun-
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sel for complainant argued tliat if we considered the envelope

without a border as involving invention and as being pat-

ontal)lc, mucli more should we consider an envelope having a

border as containing invention and as being patentable. The

conclusion that counsel attempts to draw is in no way justi-

fied by the premises.

It will be noted that our letter merely says that "We con-

sider that tlie envelope which you showed us is patentable

over the envelope claimed in the Callahan patent"—a two-

piece transparent window envelope. Undoubtedly, were it

not for the state of the art afterwards disclosed when Reese

applied for a patent on the envelope itself, and by the re-

search of counsel in this cage, as disclosed by the evidence,

a owe-piece transparent envelope would be patentable over a

fwo-p'iGce window envelope—over the envelope of the Calla-

han patent. In pursuance of our advice, Reese made an ap-

plication for a patent on the one-\)iece transparent window
envelope, which application is printed at page 652 of the

record. It developed, however, tliat a patent for a similar

envelope had been issued to Brown in 1862—something that

we knew nothing about at the time our letter was written.

The Reese ap])lication was rightly rejected on the Brown
patent, as appears at page 6^, and no patent ever issued on

the Reese application, because the Reese envelope and the

Brown envelope were the same. Tlie Brown patent removed

every vestige of invention and patentability from the one-

piece window envelope about which our opinion was given,

and on which Reese made his application, because it thus

appeared that the Reese envelope was old.

We apologize for referring to so trifling a matter,—a mat-

ter so irrelevant and easy of explanation—but our justifica-

tion is in the fact that counsel for complainant laid great

stress on it in his printed argument in the court below.
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The Preparation Iiistijul of the Horder Took Time aii<l

Woik.- The l>or<l<i' Was Kasy.

lioth Mr. Cohii and Mr. Ki'^a'Dslein spent a lot of time
in ^I'ttin.t; their envelopes into the market. In both cases,

however, this time was principally required in ^'ettin^ a

satisfactory oily preparation for producing the transparent
spaces or windows. For instance, at almost the end of his

deposition, Colin was asked at page 208 and testified

:

"H-D, Q. 195. You have testified to the jilacini,^ on the
market in 11)04. some 10,000 envelopes us<>d by the
Z<»llerb.i('li Company and embodying your invention. Can
you state the amount of time and tlie amount of money
you expended in bringing your invention to the point of
development represented by those commercial envelopes
which you have heretofore identified as corresponding
to Exhibits L and M?

**A. I can. I worked continuously and persistently
for over a year, beginning some time in 1903 and end-
ing witli the ])ro(lnction of these 10,000 envelopes in
1004, putting in many nights, many Sundays and several
holidays. I never at any time desisted from mv efforts,
but kept on patiently sticking to the object T had in
mind, never (piitting until T accomplished the object I
souffht. During this i)eriod I expended some $3,000,
which may not appear to be a great sum to some people
but meant a vast amount to a man of my means. This
money T used for various jnirposes such .-is the purchase
of dilTerent chemicals and oils used in making my prep-
aration; also for ink and paper of numerous natures and
consistency. Part of this monev was also used in pay-
ing for labor which was generally at a high rate on ac-
count of the work being done on what is termed as
'overtime.' I also paid to chemists various amounts for
work done at my request. I frequently found that after
spending much time and money on a certain preparation
that tlie same was useless for mv purpose and it was
necessarv for me to start over asrain. During this period
I did a little work on the envelope described in my aban-
doned application dated May 9, 1904, but the expenditure
of time and money on this particular feature was very
trivial."

^
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The witness Tooker, wlio was foreman of the press-room

of F. H. Al)bott & Co., and who worked with Mr. Cohn, also

hiys g;roat stress on the diHicnlty of getting the desired and

requisite material for producing the transparency. In an-

swering question 6, among other things, at page 236, he said:

"All of the mixture for transparency was supplied by
Mr, Cohn. There was quite a l)it of trouble in getting

the printing-press to liandle these different preparations,

wliicli required a good deal of time and thought. We
had a great many difficulties to overcome, the main one
being to get the desired transparency, which he finally

succeeded in getting.'^

Again, in answer to question 81, the witness Tooker ex-

plained tlie necessity of thoroughly cleaning the press be-

fore applying the oily preparation. Among other things, at

page 244, he said:

"In washing up for the preparation it became neces-

sary to go over the press again and again and the rollers

more particularly. The least bit of color on the press or
rollers had a tendency to discolor the transparency and
make it darker or opaque. It became necessary in using
this prejiaration to make the press absolutely, or as
near as possible, clean. We found another difficulty in

using some of the preparations, and it became necessary''

in order to make the preparation flow as freely as was
.necessary to use gas stoves under the press, heating the
plate and making the preparation run out smoothly. We
finally got these things so that the preparation run
perfectly. The transparency that we reached in the
eaily stages was inclined to be more dirty and mottled,
not smooth.'*

In like manner, Mr. Regenstein spent the gjeat bulk of his

time and money during the experimental stages in perfecting

the transparency ])roducing materials so that they would not

only make a transparent window, but also make it satisfac-

torily. In answer to question 79, at page 278, he said

:

"A. After the border matter was settled in January,
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11)04, W{> ^avo our attention, up to tliis day, to the perfect
ing of tln' transparency of tlie window,

**(^. SO. Do I understand that tlie matter of improving
an»l perfecting llic transparent portion of tlie envelopes
was a dilhcult matter f

**A. A very dillicult matter.
"Q. HI. Without going into (h'tails as to tlio prepara-

tion t)f the oil or wliatever it is that you used, you nuiy
state wliat dilheulties you fouml in that matter, if any.
"A. The dilheulties in i)reparing tlie windows |)rop-

erly were found on account of atniosplieric cojiditions,
non-ela.stie oils, and various other causes.

*'Q. 82. You nuiy state what the fact nuiy he as to
losses of envelopes through the sticking of tlie sides to-
getluM', where the transparent windows were formed, or
matters of that kind.

"A. We have found and experienced in 1906 that the
transparent window would stick to the hack of the en-
velope, and have spoiled at least forty to fifty million
envelopes in that matter.
"Q. 83. You may state whether your company has

much money invested in the Inisiness of manufacturing
transparent window envelopes, or has spent much money
for that pur]>ose, from first to last.

**A. The loss to our companv in perfecting envelopes
is over $100,000.

"Q. 84. How far do you consider that your company
has hrought the manufacture of these transparent en-
velopes to a condition where they are practical and satis-
factory to the puhlic?

*'A. Our envelope is now considered the most perfect
transjiarent envelope in existence, and has a sale in this
country as well as in foreign countries."

Both Cohn and Regenstein found the great difficulty was in

getting a satisfactory material for producing the transpar-
ency—one that while producing the transparency would be
inexpensive and unobjectionable in other respects. The ap-
plication of the border was purely a mechanical act. Anyone
familiar with the printing art would find that a simple matter.
Mr. Kegenstein, in answering question 52, at page 271, said:

"As soon as we found out early in January that the
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oil was found to bleed some, as old printers, we decided

that we had to go back to our old trick and print a bor-

der which was intended to cover such bleeding of the oil

which could not be prevented."

Again on page 294 he was asked and testified

:

"Q. 138. When you saw that the oil ran or bled into

the paper, how long did it take you to know what to do
to remove the difficulty?

"A. The time was so short that I cannot state the
same, since it was simply a thought.

' * Q. 139. Did you do anything more than apply the
knowledge you had of the printing art .^ke^to the situation ?

*'A. I did not."

The witness Sauerman, who was the pressman that helped

print the envelopes in January, 1904, was asked, on page 348,

and testified

:

*
' Q. 14. What did they do with the paper after you

had applied the oil, if you know!
''A. We found that upon applying the oil to the paper

it crawled or spread ; so we made a ring plate and printed
it on the paper.

''Q. 15. What did you print it on the paper for?
"A. To cover up the unevenness of the oil."

The witness Wien, who also assisted in printing the en-

velopes in January, 1904, was asked, on page 356, and tes-

tified :

**Q. 16. When did you first see, if you did see, a ring
or border printed around the transparent portion formed
by the oil?

*'A. On the same day that the oil was put on the en-
velope. In January, 1904.
"Q. 22. Did you yourself personally do any work print-

ing or otherwise, on these one-piece transparent window
envelopes, or the paper for making them?

''A. I did.

"Q. 23. What was that work?
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(('A. I printed the oil on the paper, and later in the
afternoon I printod the hordcM* around the window."

The witness Olson, an engraver, who made the ring for

printing the border around the transparent window in Janu-

ary, liK)4, was asked, on page 377, and testified:

"Q. 24. Did you ever make any plate for printing
borders for or under the directions of Mr. liegenstein?

*'A. Yes.
'*Q. 25. Please tell us what you made borders for Mr.

Regenstein for.

"A. We made one especially of a ring to print over
and around the window in an envelope.
"Q. 26. Did you yourself make a plate for the ring or

border mentioned in your last answer?
''A. Yes.
''Q. 27. Prior to making the plate for the ring or

border for the envelope, had you made plates for rings
or borders for or under the direction of Mr. Regenstein
for other classes of work ?

*'A. Yes, sir, as referred to before.
'*Q. 28. How common a thing was it to make plates or

rings and borders at Mr. Regenstein 's place before you
made the one for the envelope?

**A. It was so common that any engraver would make
a ring of this kind immediately upon seeing that the pic-
tures showed any ragged edges, without even consulting
with the foreman. In fact, everybody in the printing
business used that method to cover defects.

"Q. 29. Please tell us about how you came to make
the plates for the ring or border for the envelope work
that you have referred to.

"A. Mr. Regenstein called me down to the office and
instructed me how to make this ring.

"Q. 30. What instructions did he give you?
''A. lie told me to make a ring on a plate of zinc to

print around a window of an envelope, which he gave me
as a size to go by.

"Q. 31. Did he explain what he wanted it for?
*'A. Yes.
''Q. 32. Did he show you anything to go by?
*^A. Yes, as I have previously answered, he gagave me
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a sheet of paper showing an oblong spot covered with oil

and told me to make a ring to print around the edges.

"Q. 33. Did you make the plate as directed by Mr.

Regenstein f

'*A. Yes.
**Q. 39. If you know, please state who did the print-

ing on the press with this plate.

'*A. Ernest Sauerman."
**Q. 51. Prior to making the plates for the rings or

borders for the envelope paper, as you liave explained,

had you seen work where the inks ran or spread at the

borders?
"A. It does so in most every case where a solid plate

is used. I Jiave seen this as far back as I can remember
being in business.

'*Q. 52. In such cases as you have just mentioned,

what wa^ done, if anything, to cover up the running and
spreading of the ink at the borders or edges!

'*A. In the first place the printer would thicken up
his ink or use a different kind of ink to prevent this

spreading, or he would run something around the border
or edge to hide this defect.

"0.53. Did you ever make any plates for the print-

ing of a ring or border around the edges to cover up the
running or spreading of the ink, as you have just men-
tioned?

''A. Yes, just as often as the printer would decide

that by printing a border he could eliminate the ragged
appearance of the edges of the picture, I would have to

make a plate for him.
' * Q. 54. Plow long ago have you made plates for print-

ing a border around work, where the Ink ran or spread
so as to prevent ragged or unsightly edges or margins?

**A. Alx)ut 16 or 17 years ago.
"Q. 55. How common a practice was it, to your knowl-

edge, in the printers' art, to ])rint rings or borders
around different kinds of work, where the ink ran or
spread, to cover up defects or unsightly appearances in

the edges or margins of the work?
**A. It is so common that everybody in the printing

establishment would ])e exi)ected to know it.

'*Q. 5f). AVas it a part of the common knowledge and
practice of the printers' art?

'*A. Yes."
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From tlu» above it is plain tlmt tlio (lifliculty in inakiii^ a

ono-pieco transparont wintiow onvelopo with a border around

tho odu:<», to cover up or eonceal any running or bleeding of

the oil, resided, not in the printinff of a border, whicii was

the usual and coninu)n expedient of printers, but in securing

out of the nuuiy oily preparations that can 1h» compounded a

preparatwn for producing the transparency that would not

evaporate or dry out and cause the transparency to disap-

pear; that would not nuike the window nauldy or mottled in

appearance; that would not cause the sides of the envelope

to stick together; that would flow with the requisite freedom

to do the work; that would not change under climatic condi-

ti<uis after the (»nvelope had been made, aii<l matters of that

kind.

Both Mr. Cohn and Mr. Regenstein had their troubles with

the transparency j^roducing ])reparation. The border was

such a minor matter that Mr. Regenstein saw at a mere glance

what was needed to correct or conceal the objectionable ap-

pearance in the margin of the transparency. His men all

understood the same thing. There was no hesitation, no ex-

perimentation, no difficulty about it. The need of the border

was aj)parent to these men familiar with the custom and prac-

tice of applying such borders in tlie printers' art. Hence, the

amount of time and money that Mr. Cohn may have expended

in getting a suitable material to make the transparency is im-

material on the question of whether his act of applying the

harder involved invention. The Cohn patent, like the Brown
1S(J2 patent, gives no formula as to the material to be used,

l)ut the patentees in both cases left that to the selection of the

maker of the envelopes, and it was in the selection of the

material best adapted for producing the transparency and not

in the printing of the border around it that the difficulty and
the only difficulty occurred.
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We inquired into the matter of expenditure of Mr. Regen-

steiu, iiol to show any inventive quality in the application of

the border, but to show the merits which are to be attributed

to one who, at i2:reat expenditure of time and money, has de-

veloped a manufacture, made it practical, and supplied it to

the world. The application of the border to a one-piece trans-

parent window envelope was simply an application of an old

and well-known expedient to an old and well-known purpose

in an old and well-known way, involving nothing of the qual-

ity or character of invention.

The Nearest Approach to the First Cohn Patent.

After the defendant's expert, Mr. Bond, had considered,

both on direct and on cross-examination, the various patents

of the prior art, and had pointed out their similarities to

and differences from the Cohn jDatents in suit, and was

asked in cross-question 80, at page 536, which one of all the

patents he had considered most nearly approached the Cohn

patents in suit, he said, as to the first Cohn patent

:

"The Brown 1862 patent has the envelope containing

the feature of a single-piece transparent-window en-

velope, corresponding to the envelope of the Cohn pat-

ent, without having the opaque border around the trans-

parent window, and which it would be necessary to have
in order to make the envelope of the Brown 1862 patent

the facsimile of the envelope of the first Cohn patent."

In question 17 of his second deposition, Bond was asked,

on page 581, why he selected the Brown 1862 patent instead

of thfe Busch 1896 patent, and replied:

"For the reason that the Brown envelope is made
from an o]>M(|ue stock, as called for by the claim of the

first Colin patent. This opaque stock in Brown has a
])ortion tlioreof rondorod trans]iarent, which is also a
requirement of making an envelope nnder the claim of
i'»^ first Cohn patent; and, therefore, it seemed proper
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for mo to soloct the Brown patont as liavinp^ tlie nearest
rosenil)lanee or Ix'inii: the nearest api)roaeh to the envelope
of the first Colin patent, ratlier than the Busch, in whieh
the stoek for the envehipc is iHa(h' entirely trans|)arent

instea«l of l>eiu^ opatjue with only a portion trans-
parent."

In crivinuf liis opinion as requested a])ove, as to the nearest

approach hy any sin<i:le patent to the first Cohn patent, Mr.

Bond did not, of course, mean to imply that the other

patents of the prior art were not pertinent or were not to be

considered in determining]^ whetlier or not the envelope of the

first Cohn patent involved invention. That is a question to

be answered after a consideration of the entire prior art pre-

sented. What is lackino: in one patent on such a considera-

tion may be supplied from the teachings, instructions, and
disclosures of other patents. Everything disclosed in all of

the prior patents in evidence constitutes a factor to be con-

sidered in the determination of the question as to the pres-

ence of invention and patentability in the envelope of the

first Cohn patent.

As said by tlie Supreme Court in Loom Co. v. Higgins, 105

IT. S., 586,

"That which is common and well known is as if it were
written out in the patent and delineated in the draw-
ings. '

'

In Imperial Bottle Cap S Machine Co. v. Croivn Cork <&

Seal Co., 139 Fed., 324, the United States Court of Appeals
for the Fourth Circuit said:

''The general rule is that every patent is to be read
as if the whole state of the art is written on its face,
and in considering tlie patents for a combination, it is

to be remembered that the alleged infringer has equal
rights with the prior patentee to the use of every ele-
ment known in the art at the time when the first patent-
was issued."
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In selecting tlie Brown 1862 patent, we simply have a

starting point—a disclosure to which all of the disclosures

of the other patents, exhilnts, and practices in evidence are

to be a<lde(l an<l the accumulated sum of the knowledge thus

o))tained is to be considered—just, as the Supreme Court

says, as if it were written into the Cohn specification and

delineated in the Cohn drawings. The Cohn patent must,

therefore, be considered the same as if it stated on its face

that Cohn took the envelope of the Brown 1862 patent and

printed a border around the transparent window, as was

done by the three-color printers, and as was done by the

lithograph label printers, and as was done in the printing

art generally, and as was done in the way described in the

Tudor 1878 patent, and in the way described in the Busch

1896 patent, and as described in the various other patents in

evidence. In short, tlie Cohn patent is to be judged precisely

as if it said in its specification that it took the Brown 1862

envelope and printed a border around the window, accord-

ing to the usual practice of the printer's art, and according

to the instructions contained in the other patents in evidence.

If Cohn had come before the Patent Office in his applica-

tion November 8, 1904, and stated in plain language that

what he did was to take the envelope of the Brown 1862 pat-

ent and print a border around its window, according to the

instructions of the Busch and other patents, and according

to the usual and well hnoimi practice of printers in doing

their various kinds of work, can it be supposed for a minute

that his aiJi)lication for a patent would have been enter-

tained? Sui)pose that Cohn in his application had written in

the state of the art, as the Court of Aupeals for the Fourth
Circuit in the above case says that it is to be read in, and
had stated in his specification the ex<i>ct facts as to the prior

;irt, as they are established in this case, his specification—and
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we begin our rowritin;? of it nt line 63 of the second column
of the first page—wouM in fact and reality have read:

The Colin Specification as the Law Heads It.

"Since the oily preparation lias a Icndcncy to creep
or*i)kM'd' beyond the borders of the space imprinted by
the stamp or die by which it is applied, and so possibly
stain or discolor the rest of tlie i-nvclope or give a
ragged aj)p('.inince to the window opening, it is pre-
ferred, even where the paj)er might ordinarily be deemed
sulliciently opaque, to apply some sort of coloring mat-
ter at least around the iiiiniediiite l)orders of the trans-
parency. This border is jtrinti'd around the transparent
space or window either in black or other colored inks.
The border that I j)rint on my envelopes is the same
kind of a l)order as has been used for many years by
printers of three-color pictures, i)rinters of lithograi)h
labels, and printers generally, to obliterate, cover up,
or conceal, any running or spreading of the inks or
colors, or any rngged, ii-regnlar or other undesirable
appearances in the margin or vkVj^o of tlie work enclosed
within the Iwrder and so as to cive definition and sharp-
ness of outline to the work enclosed within the border.
The border furthermore may be like the border described
in the Buseh 1S% Rritish' ])ntent, and extend, if pre-
ferred, from the trausj)arent window sj)ace over the en-
tire face of the envelope; or like the border shown in
the Leigh 1894 British ])ublication, w^hicli extends from
the desired transi^arent space to the margin or edire of
the ])aper; or like the border shown in the Tudor 1878
patent; or like the border shown in the Hole 1894 Brit-
ish patent. Tn fact, the border may be of any of the
old and trcll l)(Own kinds tliat liave i)eeTi used bv iirint-
ers for many years on vaiious kinds of work,' and
shown and described in prior patents for various pur-
poses. There is no novelty in the use of a border to
cover up, obliterate, or conceal the running or s]ireading
of inks and colors and to <,nve definition and sharpness
of outline to the work enclosed within the border. The
border on my envelopes, furthennore, may be printed on
the paper the same as has been done for'many years by
printers with the borders used bv them to cover up or
conceal irregular, ragged, or unsightly outlines in their
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work. There is no novelty in printing or applying the

border to the paper of my envelope.

"In fact, I may say, in describing the invention for

wliich I dosiro a patent, that tlie envelope itself is old,

as shown in the Brown 1862 patent, with the exception

of the border which I propose to print around the trans-

pa n>nt window. ^J'he border itself is old, as used by
jirinters for many years for various kinds of work, and
as disclosed in various prior patents. The method of

applying the border, by printing on the paper of my
envelope, is old and is precisely the same as the method
that has boon used by printers for many years. In
short, all that T do is to take an old and well known
envelope and an old and well known border and apply
the one to the other in the old and well known ivay, and
for this I want a patent."

The above specification, as we have rewritten it, is pre-

cisely the way it would have been tvritten and presented to

the Patent Office if it had been written ''as if the whole state

of the art is written on its face," as the Circuit Court of

Appeals for the Fourth Circuit in the above case says that

it is to be read and understood. But if it had been presented

in full as we have rewritten it above, the Office would in-

stantly have said, as any court would say, that nothing of

invention was disclosed, that Cohn simply applied the old

familiar and well known method used by printers and de-

scribed in patents, for giving definition to his window or

transi)arent portion, and for covering up and concealing any

ragged, irregular, or undesirable appearance in the edges or

margins of his window, and that all this was matter of com-

mon knowledge and practice.

Inasmuch as everything which was common and well

known is to l)e considered as if it were written out in the

specification and delineated in the drawings, we see that all

of tlie ])atents, exhibits, and practices showing what was

"common and well known" are to be taken into considera-
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tion, ami tliat in seicoliii'^ the Hrown 1862 patont as being

in and of itself, without reference to aiiythiii*^ else, the near-

est approaeh to tln' iirst ( 'ohn patent, we are simply ^'etting

an admitted startinjif point, leaving open merely the ques-

tion as to wliether the other patents, practiees, and exhibits

supplemented its disclosures and taught the art how to re-

nwLc the obvious and admitted difference between such ex-

hibit and the envelope of the first Colin patent. In this

view, it is plain that what was not disclosed by Hrown in his

1862 patent wa^ disclosed in the other patents, exhibits, and
practices established by the proofs, so that at the time Cohn
entered the lield nothing of original, creative, or inventive

work was left for him to do in producing his envelope.

It follows, therefore, as already pointed out, that nothing
in the nature of invention was ))erformed bv Colin when he
took the envelope of the Brown 1S62 patent and i)rinted onto
it the border disclosed in the Busch, Tudor and other pat-

ents, and used by three-color picture printers, lithograph

label printers, and printers generally, for giving definition

to what was inclosed within the border, and for covering
up and concealing whatever ragged, uneven, or undesirable

appearances there might be in the edges and borders of such
work.

The First Cohn Patent Anticipated by the January, 1904,

Envelopes.

The first Cohn patont, applied for November 8, 1904, con-
tains but one claim, which reads as follows:

"As a new article of manufacture, an envelope with
an unpunctured face of relatively oi)aque stock, said en-
velope-face having n portion to wliich a prejiaration has
been applied to render such portion transparent, and a
colored or tinted border surrounding said transparent
portion for the purpose of obliterating or concealing the
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effects of the tendency of tlie said preparation to creep

into tlio snrronndinij: opaque stock."

The above elaim describes what has been repeatedly desig-

nated in the testimony as a one-piece transparent window en-

velope. This distiniriiiphes it from those window envelopes

wliioh have the window made from a separate piece, pasted

in to cover an opening cut in the stock of the envelope itself.

Tlie transparent portion is formed by the use of an oily

preparation which fills the pores of the paper, and naturally

spreads more or less into the texture of the paper itself,

so that the edge or border of the opening may present some-

what of an irregular and unfinished appearance, Cohn says

tliat to ob\'iate this and to cover up and conceal the ragged

or unfinished appearance around the edge of the window,

he prints a border of coloring-matter around the mndow.

The first Colm patent is fully met and anticipated by the

envelopes made by Mr. Eegenstein and Mr. Reese in Janu-

ary, 1904. It appears from the testimony of Mr. Eegenstein

that he and Mr. Reese visited the office of Banning & Ban-

ning in the latter part of 1903 to consult them in reference

to a one-piece transparent-window envelope, both as to its

patentability and as to whether it would infringe the Calla-

lian 1902 patent, and on which occasion they exhibited an en-

velope aljout which they desired such opinion. In pursuance

of this visit and on December 16, 1903, Banning & Banning
wrote a letter to Mr. Regenstein, which is quoted in defend-

ant's record at page 268. This envelope exhibited to

banning & Banning, however, had no border around the

transparent window. It appears, furthermore, that,

immediately after this visit and opinion, and begin-

ning early in January, 1904, Mr. Regenstein, who
was assisting and financing Mr. Reese, began to make
one-pieco window envelopes by a])plying an oily prep-
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notioi'd that the oil tliey were usin^ spread or ran into the

material, tiiey, as old )»rinters familiar with the |)ra{'tiee of

the printers' art, had a plate iiiaih', and printed honlcrs in

the form of rinii:s around the windows. This not only ^ave

definition to thi* windows, hut also covered and eonce.il('(l the

runninir or hh«edinir of the oil used to make the transparen-

cies. Mr. Keu^enstein had preserved a number of these first

envelopes made in January, 11)04, and produced them in evi-

dence. They will he found in the defendant's original rec-

ord, opposite page 30. The first sample has the border

printed with a white ink, which gave a border that did not

contrast to the desired extent to the yellowish color assumed

by the window on the application of the oily preparation.

He, therefore, immediately printed borders by the same plate

with a greenish or olive ink, which gave a more finished and

desirable effect. In both cases, however, a border or ring

was printed around the transparent section or space, and

the full and complete invention of the first Cohn patent em-

bodied and realized. These January, 1904, envelopes were

made in the printing shop of the American Colortype Com-

pany of Chicago, of which Mr. Rogenstein was at that time

the Western general manager.

That these January, 1904, one-piece window envelopes pro-

vided with l)orders were made in January, 1904, is fully and

completely established beyond a reasonable doubt by the tes-

timony of Mr, Kegenstein, beginning at page 270; Ernest W.
Sauerman, who helped to do the printing, beginning at page

348; Joseph E. Wien, who also helped to do the printing, be-

ginning at page .'{').); fiustaf Olson, the engraver, who made
tile {dates for printing rings or borders on the January,

1904, envelopes, beginning at page 377; Max Lau, secretary

of the American Colortype Company, where the printing was
done, who not only saw the envelopes, but also saw Wien
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print sheets of paper containing a number of blanks, as de-

scribed ill tlio Reese 1904 patent, beginning at page 392;

Behrens, whose father was one of the proprietors of

the American Colortype Company, where the work was done,

beginning at page 420; and Adolph G. Voss, who was

office manager of the Company at the time the print-

ing was done, beginning at page 407. These seven witnesses

saw the envelopes, saw the work being done, most of them

assisted in doing the Avork, and they testified that the en-

velopes produced and others like them were made in Janu-

ary, February and March, 1904,—some of them in January,

and some of them in the next month or two. They all testi-

fied that the envelopes were made prior to a strike that oc-

curred about the last days of March, 1904, at the shop of the

American Colortype Company, and gave circumstances and

incidents wliioli corroborated their statements. This strike

was occasioned by the transfer of the witnesses Sauerman
and Wien to the press room to work as pressmen, and the

strike was inaugurated by the Franklin Union No. 4 of

pressmen. It resulted in the filing of a bill in the United

States Circuit Court at Chicago, and the granting of an

injunction against the union. Tliis injunction or restraining

order was entered April 4, 1904, and a copy of it will be

found in the defendant's record, at page 343.

It furthermore appears that on January 15, 1904, Reese

applied for two patents. One of these, printed at page 651,

was for the one-piece transparent-window envelope, and
the other for the sheets of paper or stock out of which the

envelopes are made. The first of these applications was re-

jected in tlie Patent Office, on reference to the old patent for

that kind of an envelope granted to Brown, in 1862, al-

ready considered, and no patent was granted on it. The
other resulted in the Reese patent of August 9, 1904.

Neither of these applications showed or described the border
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arouihl tlie transparent window. TIk* n-jcctiMl application

for tlio envelope appears, from tlie certified copy in evi-

dence, to have been sworn to .lanu.iry '2, 1!K)4, It was im-

niediatcly after this api)li('ation had l)cen sworn to or filed

that Kcirenstcin hoi^an to make the January, 1904, envelopes,

when he ininiediately observed tlie rai;^ed or unfinished ap-

pearance of the edge or mar^n of the window and resorted

to the expedient of printin.s: a border around the transparent

portion, to give it definition and to cover and conceal the

undesirable appearance caused by the running of the oil.

lie made no effort to <i:et a i)atent on this feature, as he re-

garded it simply as the old well known expedient employed

by himself and other printers from time immemorial for

giving a desired finished a]i])ea ranee to a job. In answer to

question 136, at page 294, he says that "I did not apply for

a patent on a thing or operation which I and others have

done and made for years." His knowledge of the printing

art and of what had been done for years, and was being done

every day in the printing of three-color pictures and other

work where borders were printed, made him consider that

it would be ridiculous to ask for a patent covering the print-

ing of the old and well-known printers' border around the

w^indows of envelopes—something that had been done for

years on many kinds of work. This answers the curiosity

of complainant's counsel expressed in his question in the

court below as to why Regenstein did not apply for a patent

on it if he made envelopes in January, 1904, wdth a border

on them—he did not consider that anj^ invention was in-

volved.

The first Cohn patent was applied for November 8, 1904.

The January, 1904, envelopes, in evidence, were made some

ten montlis before the application for the Cohn patent.

Under these circumstances they operated to anticipate and

invalidate the Cohn patent, unless Cohn could show beyond
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a reasonable doubt that the envelope of his first patent was

made prior to the January, 1904, envelope. For Cohn to

anticipate the January, 1904, envelopes, as some of the cases

hold, his evidence must be as strong as that required from

the defendant to establish their making—certain beyond a

reasonable doubt. Other cases use somewhat different lan-

guage. They say that the evidence furnished by a complain-

ant to anticipate an anticipation must be exceptionally

strong, clear, and convincing. We will quote from two or

three cases to show the exact language in which the law as

to this matter is laid down by the courts.

In Thayer v. Hart, 20 Fed. Rep., 693, Judge Coxe, in 1884,

said:

"The complainant's patent antedating the defend-

ants', it was incumbent upon them to prove beyond a

reasonable doubt that theirs was the prior invention.

This they have done by proof so positive that the com-
plainant's counsel conceded on the argument that the

date of their invention was January 15, 1877, eleven

months prior to the filing of the complainant's applica-

tion. Tliis date being fixed the burden was transferred

to the complainant to satisfy the court by proof as con-

vincing as that required of the defendants, that his in-

vention preceded theirs. The rule in such case is very
strict. It is so easy to fabricate or color evidence of
prior invention and so difficult to contradict it, that

proof has been required which does not admit of rea-

sonable doubt."

In Westinffhouse Electric (& Mfg. Co. v. Mutual Life Ins.

(h., 129 Fed., 216, Judge Hazel, in 1904, said:

"Evidence in support of the claim of earlier concep-
tion than the date of tlio ap])lication, disclosure of the
invention, and its actual reduction to practice must be
received with great caution. Unless such inventions
were actually made and perfected liefore the date of
the Ferraris ])ul)]ication, the ])atents cannot be sus-
tained. The burden is upon the complainant, under the
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circumstances to ostahlisli hy clear, unequivocal, and
convincinj^ proof that tlic anticipation has l)cen antici-

pated."

In Clark Thread Co. v. Willinuwtic Linen Co., 140 U. S.,

492, the Supreme Court, in 1S91, said:

"After WoiM's pat»*nt was introduced intf) the case,

showini": with eertainty tlic date of its publication, and
such date anterior to the issue of Conant's patent, it

was incuniheiit on tlie piaintifTs in rebuttal, to show, if

not witli e(|ual eertainty, yet to the satisfaction of the

court, that Conant's invention j)receded tliat date."

But, without quotinij: from other cases to the same pur-

port, the law is settled that wliere a complainant's inven-

tion has been anticipated })y satisfactory and indisputable

evidence, the comi)lainant is defeated, unless, on his part, he

can establish that he made his invention prior to the date

of the antieipatin^i; structure. The presumption arising

from the patent is that Cohn made the invention of his first

patent at the date of his application—November 8, 1904

—

but this is some ten months too late, unless he has estab-

lished by evidence outside of the jiatent that he made the

invention at an earlier date and had it completed prior to

the making by Mr. Regenstein and others of the January,

1904, envelopes. This brings us to a consideration of the

dates claimed on behalf of Cohn.

The complainant Cohn was examined twice as a witness

on behalf of himself. His second examination was begun

February 23, 1911, after the testimony on the part of the

defendant had been taken establishing January, 1904, as the

date when the completed invention was eml)odied in the Janu-

ary, 1904, envelopes. Cohn knew, tlierefore, what date he

must get behind in order to sustain his patent. Hence, every

inducement existed for assigning a date for his invention
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prior to Janiiar}-, 1904, to magnify everything he did and

to confuse w hat he did on his transparent stock envelope with

what he did on his opaque stock envelopes, and thus piece

out the work on the one by the work done on the other.

In his second deposition Cohn says that after mnch thought

he struck upon tlie idea of printing a border around the

transparent portion of the envelope, and then, on page 113,

said

;

"This discovery was made by me some time in the

year of 1903, this date being indelibly impressed on my
memory from the fact that I severed my connection with
the Illinois-Pacific Glass Co. on October 15, 1903 in order
to take a position with A. Zellerbach & Sons, now known
as the Zellerbach Paper Company."

In the above Cohn says that the date when he made his

alleged discovery was 'indelibly impressed upon his mem-
ory. If this is the fact, if the date was indelibly impressed

on his memory, then there should never have been a time

after he had made his discovery when he could not have

stated when it was made. Facts which are "indelibly" im-

pressed can always be recollected and stated.

Colm gave his first deposition in his own behalf on Novem-

ber 3, 1910. At that time no testimony had been taken on

the part of the defendant. Cohn was, therefore, not informed

as to what dates would be disclosed by the defendant's

proofs. Nevertheless, as the date of his discovering the

border was ''indelibly" impressed on his mind, there could

have been no difficulty of his fixing and stating the same.

In cross-examination he was asked more than a dozen times

as to when he made or conceived his invention. He invari-

ably declared he could not tell. He professed to have no

sufficient recollection. In order that the court may see the

numl>er of times in which he declared that he could not
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remoinher when lie liad made o. conceived of his iiivontiou,

vse will (juotc a miinlRT ol' <|UL'Sii..u.s and answers Ironi liis

cross-examination wliile giviiii; lis first deposition in Novem-

ber, imu, beginning at page 47:

*'X-Q. 15. Wlien ditl yon liist conceive of this inven-

tion, Mr. C'olm ?

"A. 1 can't answer at the present moment.
'*X-(j). 1(). Vou don't know, tlien, when you first con-

ceived of tlie envelope which you claim to have ))atented?

*'A. Not at the i)resent time."
'*X-Q. 20. How long |)rior to the tiling of your ap-

l)lication for the patent Mo. 835,850 was it that you
conceived the idea of that patent?

[No answer.]
*'X-Q. 21. Do you decline to answer?
"A. My answer is the same as before, that I cannot

at this time state the time of conception.
"X-Q. 22. You don't know whether it was two years

or six years or twenty years or one month prior to the
time of tiling your ai)plications. Is that the way you
want to be understood as testifying?

**A. Tt would be necessary for me to go tlirough a
great amount of data which I have and consult with
some of my witnesses, before being able to answer as to

the time of conception.
'*X-Q. 23. Well, you were the person who conceived

the patent, were you not, Mr. Cohn?
''A. Yes, sir.

'*X-Q. 24. And you at this time cannot give us any
api)roximate idea as to how long ]irior to the time you
filed your application in this matter it was that you con-
ceived the idea of this patent?
"A. No, sir.

''X-Q. 25. And vour answer would be the same as to
the patent No. 824,908. Is that correct?

''A. Yes, sir."

**X-Q. 28. Well, was the first general feature of the
patent conceived a non-perforated window?
"A. I can't recollect at this time just what the first

conception of the patent was."
"X-Q. .31. So that altocrether you have invented these

two patents in this matter, and two others, and vet you
can't tell us how long prior to the time you filed your
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application for the patents in this case you first con-

ceived tJie idea of the patent, nor are you able to tell

us what was the first conception of the patent that you
had in this particular case, what feature you first con-

ceived. Is timt correct?

**A. Yes, sir."

"X-Q. 45. I ask you then if up to June or July as

you stated, 1904, when you and Mr. Shipp applied for

a patent in Eniilaiid for an envelope with a visible

window, had you up to that time conceived of the idea

of placing a border around the edge of that visible

window indicating the particular character of business

in which the user of the envelope was engaged?
"A. As I stated, it is impossible for me at this

time.

''X-Q. 46. Do you answer that in that fashion simply
because your counsel at this moment called your atten-

tion to the fact that you had so testified previously? Is

that your only reason for so testifying now
"A. No, sir; my reason is because it is a fact.

**X-Q. 47. You can't tell us at all, then, whether or
not up to June, 1904, you had conceived the idea of a
visible window of the envelope for which you applied
for a patent in England or in this country?
"A. T can't state at this time."
*'X-Q. 50. Now as I understand your testimony, you

are not ]irepared to tell us whether prior to 1904, when
you and Mr. Shipp applied for a patent on an envelope
in England somewhat similar to the envelope in ques-
tion, you had conceived the idea of a border around the
window of the envelope indicating the character of the
business in which the one who used the envelope was
engaged, or not indicating the character of his busi-
ness. That is the way I understand your testimony?
"A. Yes, sir."

Following the dejiosition of the witness Maynard, Cohn
was recalled and further cross-examined. He stated that he

conceived the idea of a border around the window prior to

January 17, 1905, and was then asked:

"R-X Q. 2. TTow long prior to January 17, 1905, had
you conceived such idea?
"A. I can't state at this time.
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'*R-XQ. M. Was it moro tlinii a year?
**A. As I statcMl l)('t\no. it is iiiipossihlo for me to

tell, at this tiiiio, just wlion the i<lea was conceived."
•*R-XQ. 9. Was it Ix'fore or snl)se<jueiit to the issu-

ance of the Rritisli p.iteiit tliat you fust conceived tlie

idea of placing,' around a win<lo\v' of tlie envelope a bor-
der so as to indicate the particular line of business of
the user?
"A. As stated before, it is impossible for me at this

time to irive anythin>>: definite in n'ference to the time
of conception."

Tn the aliove testimony Colin more tliaii a dozen times
lifteen times—<leclared tliat it was impossible for him to

state when it was that he conceive<l of the invention involved
in this liti-ation. In view of his statement, when called as
a witness the second time, that the date when he conceived
of the application of the border to liis envelope was ''in-

delibly impressed on his memory, it is hardly necessary to

comment on the manifest cliaracter of his testimony ^ven
in his first dei)osition and cjuoted above. AVe think the ])lain

fact was that he was determined not to disclose any date to

which he could be held, and that he determined to leave him-
self in i)osition to meet any contingency that might arise and
so professed inal^ility to state when he had conceived of the
invention in question. If this be so, then, manifestly, his

subsequent testimony should be accepted with caution, and
unusual certainly required as to any definite claim of inven-
tion iirior to the date established by the defense.

Cohn says that he severed his connection with the Illinois-

Pacitic Glass Company on October 15, 1903, in order to ac-

cept a position with A. Zellerbach & Sons. This may be
true, but does not establish any other fact. It merely af-

fords a date prior to wdiich or subsequent to which other
events may be referred. We will, therefore, consider what
Cohn claims to have done prior to October 15, 1903, and
what he claims to have done subsequent to that date.
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In answer to qnestion 9, Colin, beginning at page 114,

describes wliat he claims to liave done prior to October 15,

1903. He says:

*'My early experiments consisted of taking a sheet of

pajier and applying various oily preparations with a

brush. Later, I applied these preparations with a block

of wood and witli ])ieces of rubber. It was then that I

found tliat tlie oily preparation would spread beyond
the size of the block. I remember one instance after

applying the oily preparation I took a lead pencil and
marked all around the si)ot made by the preparation

and tlie next day I discovered tliat the oil had gone

over tlie ])encil marks in every direction. After mak-
ing the discovery mentioned above of printing a border

around the transparent portion, I consulted with Mr.
Epting, an artist in the employ of the Glass Company,
and asked him to make a drawing for me from which a

zincograph could ])e made, and I described to him sev-

eral designs that I had in mind. Among others, was a

design showing an oblong space surrounded by a cloud

effect. I have in my possession an envelope which was
made from the original zincograph. This envelope

shows that the ink is applied solidly around the space,

which is understood to be the space reser^'ed for show-
ing the address, which I will call the window space, and
is gradually shaded off. Asa matter of fact, I bothered
the various employees of the label department to such
an extent that T incurred the wrath of the manager, Mr.
George Walter, who had charge of all the employees in

the label department, and had I not been an officer in

the corporation, I think he would have kicked me out
bodily. After zincographs had been furnished me by
Mr, Epting of the lal)el department, I took sheets of
pa])er which I had ]^repared myself with an oily

preparation and had the designs printed around the
window space, thus prepared. The first ink that I used
did not answer the ])ur])Ose, and I was obliged to ex-

periment with a great manv different kinds of ink be-

fore securing one that would answer the purpose.
**Rliortly ])efore leaving the Glass Comany I was in-

troduood to a gentleman named B. T. Bean, a svstem
man from Ghicago. He was at that time installing a
system for Dunham, Carrigan & Hayden, a hardware
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concern whose place of business adjoined the Ghiss

Company. Heali/.iiiir that Mr. Hean was a man of a

great deal of expt'ri«'ncc, also a man who was entrusted

with all sorts of husiiK'ss secrets, 1 s|M)ke to him in ref-

erence to my invention and siiowcd him s|)ecimens that

1 ha<l pn»pare«l in the manner descrilx'd above. He
was very enthusiastic al)out the envelope and in rejtly

to my JTKjuiry stated that in his entin* experience, wliich

carrit'd jiim to »'\<'ry pjirt of the United States, he li.id

never seen anythimr like it, and told me that there would
be a crreat market for an envelope of this description.

It was about the time that I had the above intervi(»w

with Mr. Bean tliat 1 mad(» the chan<::e from tli(» Gl;iss

Company to the Zeller))ach Company. I remember this

l>ecause I snjrprested to the Glass Com])any that since

they were about to chancre nccountants it would be a
i?ood time for theui to establish a new system and Mr,
Bean coming? hi*rhly recommended, I considered him a
ffood man to en,s:ap:e."

Further alon.c^ in his answer to question 9, Cohn says

that after October 15, 1903, he had all his printin<2: done

at the printing office of F. II. Abbott & Company; and in

his answer he mentions a Mr. Tooker, the foreman of the

Abl)ott Company, who did the work for him. As this de-

tails his work foi- the second period—the period l)eginning

October 15, 190.), to take liis date—we will again quote

Cohn's exact language, beginning at page 117:

''After ()cto])er 15, 190H, all my printing was done
at Abbott's office, but I continued to have my drawings
and zincographs furnished ))y the Glass Company, be-

cause V. H. Abl)ott & Com])any, l>eing commercial
printers, had no art department in connection with their

luisiness. From the time 1 began working witli the Ab-
bott Companv I started to ai)ply the oily preparation by
means of a printing press. Up to this time I had used
a bnish or applied it with a block of wood or a piece
of rubber, much in the same manner as rubber stamps
are used. I encountered tlie greatest difficulty in finding

a suitable material for making the transparent window
and in connection with Mr. Tooker, foreman of the Ab-
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bott Company, I worked continuously over a period of a

great iiiaiiy niontlis, putting in several evenings, also

several liolidays and Sundays. I found in some in-

stances wliere 1 succeeded in getting a preparation that

made an excellent transparency, that it would fade out

and l)econie almost useless; said preparations would
keep the jiaper trans])arent for about a month and then

for some reason or other the paper would become opaque
again, and in some instances, this would occur within a
very few hours after the preparation had been applied.

1 kept persistently at work from the time of my con-

ception until August or September of 1904, when I

brought my invention to a state of perfection. It was
at this time that I placed an order for the Zellerbach

Company with F. H. Abbott & Company for 10,000 en-

veloj)e blanks, such as described above, and I still have
in my possession a sample, which I here produce."

In the above statements, Cohn mentions three parties

—

Epting, the artist in the employ of the Glass Company;

Bean, a system man from Chicago ; and Tooker, the foreman

of Abbott & Company. He says Epting made him some

zincograjihs, one of which had a cloud effect border around

an oblong space. He says that he has in his possession an

envelope which was made from the original zincograph, but

he does not say when it was made, but Tooker recognized it

as one that he made. This envelope is the one introduced as

"Complainant's Exhibit N." He says that he has a sample

of the 10,000 envelopes made in August or September, 1904.

This was offered as "Complainant's Exhibit L."

Wlien were any envelopes made by Cohn containing a

border around the transparent window or i)ortion made by

an oily prejiaration in opaque paper, prior to those made in

August or September, 1904? Presumably, the first ones

were with the cloud effect, like "Exhibit N," because he

says: "I liavo in my possession an envelope which was made
from the original zincograph." iiut thin envelope was made
by Tooker in the spring or summer of 1904, as we shall pres-



Ill

ontly show. AVo think tlicrt' is internal evidence in the rec-

ord that tliis prosiinuihly earliest envelo|)e, as well as all

of tl»e other samples of envj'lopes proiliieed hy Colin, were

made suhsrquint to May 9, li)04, and that there is no suffi-

cient e\ idenee that he ever made an envelope of opaque stock

with a l>order around tlie trnnsparent window prior to that

<late. We will therefore consider this internal evidence.

Un May \\ 11)04, Cohn filed an ap|)licatioii in tiie Patent

Office for an envelope, which application was afterwards

ahandoned. Tiie envelope that he showed and descrihed in

this api>lication was made from transparent material or stock

as distiiigiiisiied from opaque material or stock. This appli-

cation was similar to the Kniilish patent obtained l)y Cohn

and Shipp and applied for June 27, 1904. In the making of

this envelope of the May 9, 1904, aj^plication, transparent

stock was taken and ink of any desired color was printed

over all of the enveloiie, with the exeejition of tlie addressing

space or window, wliich was left transparent, as it was
originally. This made a one-piece transparent window en-

velope with a l)order covering the entire face of the envelope

exce|)t the window, as Cohn says in both of his patents the

border way ha made. An envelope embodying the idea of

this abandoned application was offered in evidence as "Com-
plainant's Exhibit R." This May 9, 1904, application con-

tinued i)cnding in the Patent Office until June 24, 1905, when
it was finally rejected and all efTort to secure a patent on it

abandoned.

This abandoned application, filed May 9, 1904, was the

first application that Cohn filed for a patent on an envelope.

But nowhere in this first application filed by Cohn, tliis ap-

plication filed in May, 1904, do we find any description,

statement or suggestion that Cohn had any idea in mind of

the bordered envelope of his patent. This May 9, 1904, ap-
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plication was llie same in every respect—drawings and

spccificMtions—as tlie Colin and Slii])p June, 1904, British

patent, as will appear at i)ages 128 and 178 of the Record.

By reading the British patent, therefore, we can see exactly

what the May 9, 1904, ap])lication disclosed. It in no way,

shape or form described the envelope in question—a one-

piece window envelope made from opaque paper with the

window rendered transparent by an oily preparation and a

border printed around the window to cover or conceal

the spreading of the oil into the paper. Cohn at

page 177 says it does not. Why was there no ref-

erence to this envelope if it had been conceived of

and made in the fall of 19031 No explanation was

offered for this omission. But it seems incredible that

Cohn would have made an ap])lication in May, 1904, for a

patent—his lirst application at that—and have left out all

reference to the envelope now in question if he had made

such envelope prior to that lime, as he now claims. Why
did he only describe the envelope made of transparent stock

if he had also invented the other? He offers no explanation.

We offer one—because he had not, prior to May 9, 1904,

made the envelope. This explains the words on all the en-

velopes Cohn produced and offered in evidence—they were

made after this May, 1904, application was filed.

When we look at the various envelopes produced by Cohn,

we find that they are all marked "Patent Pending" or **Pat.

Applied for." The envelopes "Complainant's Exhibits L,

N, 0, P and FF," are marked "Patent Pending," and the

envelopes "Complainant's p]xhibits Q and R" are marked

"Pat. Applied For." These words speak for themselves.

There is no explanation offered by Cohn or any other wit-

ness as to their presence. Presumably', at the time the en-

velopes on which they appear were made, an application loas

pending I'oi- a ))a1<Mit. They are either true or not. In the



113

absence of ev'ulence to the contrary, tlie lo^al presumption

is that they are true. If they were iiiaile after May 9, 1904,

they are true. A |)atent was pending; a patent was applied

for; and Colin eouM trutiifully print these warning words

on his envelopes after May 9, 1904. To print them prior to

that time would have been to put forth a false statement

—

an untruth—ami tiie law never presumes that a man is lying.

All of the envelopes |)roduced by Cohn, therefore, bear

upon themselves, wiien taken in connection with the aban-

doned application of May 9, 1904, presumptive internal evi-

dence that they were made subsequent to that date. If they

were, as we tiiink tliey were, then Cohn has not an envelo{)e,

a sketch, a plate, a memorandum—notliin«i: physical and tan-

gible—that antedates the January, 1904, Regenstein en-

velopes.

It is admitted by Cohn that the envelope "Exhibit R"
was made about the time he filed his abandoned application.

He was asked:

"(^.25. Can you fix the time that this transparent
sheet envelope 'Exhibit R' was made by you?

**A. I cannot fix the exact date but feel reasonably
certain that it was made at about the time the applica-

tion was tiled for the United States patent.

"Q. 26. Which application?

"A. Application filed Mav 9, 1904, Serial No.
207,28l>."

He admits also that the envelope with cloud effect border,

"Exhil)it N," was made after lie left the employ of the Glass

Company. In speaking of this he says tliat before making

the 10,000 envelopes which were made in August or Sep-

tember, 1904, **P\ H. Abbott & Company printed for me
some sample envelope l)lanks, printed from a zinco which

was made by the Illinois-Pacific Glass Company before Oc-

tober 15, 1903," and he produces one of them, which was
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offerofl in evidence as ** Complainant's Exhibit N." Al-

thoui?]! lie say^ the ziuco was made while he was in the em-

ploy of the Glass Company, he does not state the time when

the envelopes with the cloud effect were printed, but simply

that they were printed by Abbott & Company ** before mak-

ing: these 10,000 envelopes." The printer, Tooker, who did

the printing: recognizes the Exhibit N with the cloudy border

as one he printed, but in answer to question 25 says that he

cannot give the "exact date." It is reasonable, therefore, as

they contain the words ** Patent Pending," to assume that

they were made after filing the abandoned application, May
9, 1904, which would still be '"before" making the 10,000 lot

in August or September, 1904. What evidence is there that

any were made from opaque stock prior to May 9, 1904?

In answering Question 19, at page 125, Cohn claims that

before he had left the Glass Company in October, 1903, he

had "made up several envelopes by cutting out the blank

witli a pair of scissors and pasting it by hand"; and in an-

swering Question 46, at page 138, he says that "I know that

I showed them to Mr. Bean." On the next page and as an

addition to his answers to Questions 21 and 22 and questions

45 and 46, at page 139, he says that "I am not positive that

I retained these samples up to the time of the fire, and there

is a ijossibility that I may have destroyed them before that

date." If these samples were like the transparent stock en-

veloi)e, "Complainant's Exhibit R," then, according to Cohn
himself, they did not contain the invention of the two patents

sued on. We asked him at page 177

:

"X-Q. 142. Do you consider that the envelope Exhibit
R, and the envelope described in your British patent and
in your May 9, 1904, abandoned application, contains or
embodies the invention described and claimed in your
two i)atents sued onf
"A. I do not."
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With tlu» above julniission and contontion on tin- pari of

Colin himself, we are prepared to see what kind of sample

envelopes, if any, he had made prior to leaving: the (Jlass

Company in October, 1!>0.'^, and to this end we will have re-

course to the witnesses whom lie caikMl to show his early op-

erations. We will see what each witness says.

The complainant's witness Selling, who was a salesman for

the (ilass Company and had been with tliein for more tlian

twenty-three years, and who claimed that Colin had talUed

with him about the matter, was shown the envelopes marked

"Complainant's Exhibits L, M, O and R," ami in (|uestion

10, at pa^e 214, he was asked to "pick out from those an en-

velope which would correspond to anything you saw or un-

derstood from Mr. Colin 's desciiption at that time to Ije his

invention," and after examining the envelopes Selling said:

"This one here marke<l Exhibit R was shown me by
Mr. Colin and I recall even the printing thereon, at that
time, this being the only one I recognize as having been
shown me by Mr. Colin when he was in our emjiloy.

The envelope Exliil)it L was subsequently shown nic by
Mr. Cohn some little time after he went into the employ
of Zellerbach & Sons [the Exhibit L was one of the
10.000 made in Auu:ust or September, 1904, so tiiat it

was "some little time," indeed!]. The other two I do
not recall ever having seen them."
"X-Q. 11. Do you mean that this envelope marked

Exhibit R, or one like it, was the one shown you by Mr.
Cohn while be was in the employ of the Glass Company?
"A. One similar to that."
"X-Q. 14. Do you have any letters, writing or othei-

memorandums that enable you to fix the date wlien Mr.
Cohn showed you this Exhibit L envelope?
"A. No, sir. Plowever, I can recall where he mailed

me one of those envelopes with the pickle design tlieroon,
and had written a note therein asking me how I liked it."
"X-Q. 17. You speak of several band samjjles that

Mr. Cohn showed vou. Were they like this envelope Ex-
hibit R?
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"A. Not in colors like that as I recall it.

**X-Q. 18. Were they like it in other respects?

"A. I should say yes."

*'R-XQ. 32. When did you first see or Mr. Cohn
show you envelopes with the windows or transparent

portions in the shape of a pickle or cucumber or cis^ar?

"A. Short after leaving the employ of the Illinois-

Pacific Company.
"R-XQ. 38. Did he show you such envelopes during

the vear 1904?

''A. Early part of 1904."

The above testimony of the witness Selling, even if given

full credence, notwithstanding it depends upon the recollec-

tion of the witness only, unsupported by any writing or

fixed memoranda, merely goes to the point of showing that

Cohn made hand samples of envelopes like the envelope

"Complainant's Exhibit R," which Cohn himself repudiates

as containing or exemplifying the invention of either of the

patents in suit, while in the employ of the Glass Company,

and that the witness saw one of the pickle envelopes "shortly

after leaving the employ of the Illinois Pacific Glass Com-

pany." Cohn says this was October 15, 1903, and Selling

would have us believe that he saw one of the pickle envelopes

"shortly" after that date. Yet Cohn in his long answer to

question 9 says that he only conceived of the pickle envel-

opes "some time in the summer of 1904." The en-

velope Exhibit R was printed by Tooker after Cohn

left the employ of the Glass Company, yet Selling

recognizes; it by "the printing thereon" as one he saw

l)eforo he left—a palpable absurdity as the hand sample en-

velopes surely had no printing on them. No doubt the "hand

samples" mentioned by the witness as like the Exhibit R
were the ones Cohn cut out with the scissors before he left

tlie Glass Company. If so, they were made of transparent

material, and therefore, as Cohn claims, did not contain the

invention of his first patent. This testimony is certainly lack-



117

injC ill tln' certainty ri'<iiureil in tostimony suniciciit to antici-

pate an anticipatiun as luid duwn iu the decisions already

quotoil.

Tlu' noxt witness relied on l>y the complainant is the sys-

tems man from Chicago, H. T. Hean, whose business, in short,

was to a<lvise business concerns how to run their business.

In question 8, at page 220, Bean was asked whether "during

the time you have known Mr. Colin has he ever claimed to you

that he was the inventor of any particular style of an enveloi)e

or that he had any j)atents on the same," and in reply he

said

:

"A. At that time Mr. Colin saitl that he wanted to

show me something in conlidence and as I was traveling

all over the United States and knew more or less about
business conditions and business practices, and that he
had a new style enveloi)e that he wanted to get my opin-

ion on, and that he would show it to me in confidence,

but did not want me to tell anyone about it. He then
showed me some rather rough styles of envelopes that

were translucent or transjiarent so that the address
would show through the envelope, the writing being hidden
by the rest of the paper which was opaque. It w^ as after

the style of an Outlook envelope, excei)t that the open-
ing was prepared by some process making it transparent.
I remember that I told him that I had never seen any-
thing like it before and that 1 thought it was a splendid
thing, and I further thought that in my judgment there
would be a good sale for that sort of an envelope.
"Q. 9. Can you describe with any more particularity

the constrnction and appearance of the envelope Mr.
Cohn showed you, and if you can ]dease do so.

"A. As I remember the sami.>les he showed me they
were of rather rough construction and looked as if they
had been made by liand. Some of the samples were flat,

just blanks, treated with this j)reparation. The trans-
parent part was surrounded by a sort of a border or
cloud etTect. I don't remember much about the samples
in detail."
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On cross-examination, at page 224, Bean was asked

:

*'X-Q. 20. Did you see Mr. Colin after he left the

employ of the Glass Company and during the year 1904?

"A. I think I did."

"X-Q. 22. Did Mr. Cohn show you any of his envel-

opes during the year 1904?

"A. I don't remember the exact times at which he
showed me these envelopes during the years 1904, 1905

and 1906, but possibly two or three times during those

years he spoke to me about the envelopes and showed
me some I remember with advertising matter around the

border."

In reference to the rough envelopes or blanks that Bean

had mentioned in his answer to question 8, and which in his

answer to question 1 2, at page 222, he thought were more like

the envelopes "Exhibits N and 0" with the cloud effect around

the transparent portion, he was asked:

*'X-Q. 26. Can you say as to whether or not they
had any clouds in blue or in silver around the transparent
portion?

"A. I could not.

"X-Q. 27. Can you say positively that they had any
border whatever around the transparent portion?
"A. My memory is very vague as to the actual en-

velopes and papers submitted. I did not pay very much
attention to the samples after the idea was given me."

''X-Q. 36. How did the paper of the blanks and en-
velopes which Mr. Cohn showed you correspond with
the paper out of which this envelope R was made!
"A. I don't remember."

From the above testimony it is plain that the witness

Bean had no clear or definite idea as to what Cohn did show
or disclose to him in the fall of 1903. He says that his mem-
ory is "very vague." He says that he "did not pay ver\'

much attention to the samples." He says that he cannot say

whether they had "any clouds in blue or silver around the

transparent portion." He says that he does not remember
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whether tho blanks and onvolopos which he claims that Cohn
showoil him corresponded "with the paper ont of which the
envelope H was made"—the envelope made from transparent
stock. He admits that (\>hn sliowed him envelopes "during
the years lOW, VM') and !!)()(;," and that possibly two or three
times during these years "he spoke to me about the envel-
opes."

In view of the uncertain and vague character of his state-

ments, the testimony of Bean certainly fails to estahlisii the
making of one-piece transparent window envelopes of opaqm
stock with borders around the transparent portions at the
time of his talk with Cohn in the fall of 1903. In fact, Bean
does not remember but that the blanks and envelopes which
Cohn showed him were made out of transparent paper, like
the envelope "R," which Cohn insists does not embody or
realize the invention of either of his patents in suit.

The witness Vanderzweip, who was bookkeeper for the
Zellerbach Paper Company, simply testifies, at page 232, to
the use of the 10,000 envelopes made in August or September,
1904, and had nothing to say bearing on the question under
«.*onsideration.

Tlio witness Tooker, who was foreman for F. II. Abbott
& Co., at which place Cohn says that "after October 15,
190.3, all my printing was done," testifies that Cohn came to
him and that he worked for and with him during holidays,
Sundays and overtime on the envelopes. In answering ques-
tion 6, at page 235, he says: "I was working on this process
around the Holidays"—the Christmas Holidays of 1903—
and he fixes upon this time because he says that "some of the
money paid to me for my labor I used in buying presents."
He says thal^ "We experimented in this matter for nearly a
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year." He details the work and experiments that tliey did

and made. lie says tliat, *'We had a great many difficulties

to overcome, the main one being to get the desired trans-

parency, which he finally succeeded in getting." He says

that, "We finally got to the place where we could turn out

these envelopes with the preparation covering the desired

space and not spreading too far. He then gave an order for

10,000 of these envelopes to be printed, which I printed about

September, 1904." He recognizes the envelopes "Exhibits

L and M" as being a part of the 10,000 lot printed about

September, 1904. Yet Selling in his endeavor to help Cohn

carry the dates back says that Cohn showed him this Exhibit

L "some little time" after Cohn entered the employ of Zel-

lerbach & Sons—which was in Ocotber, 1903. In answer to

question 23, at page 242, he recognizes the "Cremo Cigar"

envelope "Exhibit FF" as a part of his work. It was made

after he had adopted a piece of pulp board glued on the cyl-

inder, and which he adopted, as stated in his answer to ques-

tion 6, after they had "finally tried felt." He says, in answer

to question 23, that this "Cremo Cigar" envelope "was one

of the first lots I printed for Mr. Cohn, the exact date I can-

not give, because we were simply working out this prepara-

tion of transparency"—and that required months. The

"Cremo Cigar" envelope was therefore evidently made some

time in the summer of 1904, and it "was one of the first lots."

Cohn first thought of making the window in the shape of

a cigar or other article of manufacture, and utilizing the

border for permanent advertising matter in the summer of

1904. In his long answer to Q. 9, he says:

"Wliilo working on various styles of envelope blanks

I discovered that a good use could be made of the neces-

sary border for the purpose of advertising, and I made
a gO()<l many specimens of enveloiie l)lanks with borders
carrying out tliis conception. I conceived this idea some
time in the summer of 1904. To be more specific, I will
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8tat«' that tliis Imnlor took on tlie general outliiio of a

cipir, a pickle «»r cui'UinlKM*, a eascaret, aud other well

known articles."

If, therefore, the Cremo cigar *'was one of the first lots"

which Tooker printed for Mr. Cohn, then it must have been

printc<l in the sninnicr of 11>04, l)ecause, accordinij: to Cohn's

own statements, it was not Omuijht of until "some time in

the summer of 1904." The words "Patent Pending" on it,

therefore, were printed after May 9, 1904, when Colin filed

his first application for a patent, and such words si)oke tlie

truth.

In answering question 25, at page 242, Tooker recognized

the envelopes "Exhibits X and ()" with the blue and silver

cloud effects, as envelopes that he had printed. He says that,

*'The exact date I could not give" when he printed those two

envelopes; but as the "Cremo Cigar" envelope "was one of

the first lots," these cloud effect envelopes "N and 0" must

liave been printed after that one, and some time in the spring

or summer of 1904. In answer to a very leading question,

notwithstanding lie had stated, in answer to question 2.3, that

the "Cremo Cigar" envelope "was one of the first lots," he

fixes the Holidays of 1903 as the date when he first printed

envelopes with a border. We will quote this question and an-

swer

:

"Q. 27. Do you know wliether or not you liad actually

applied to an opaque slieet an oily preparation for mak-
ing transi)arency for Mr. Cohn and used a border around
this transparent space, for the i)urpose of an envelope,
in 1903?

"Question objected to as leading.

"A. Yes, 1 would say that in those impressions that
I made around the Holidays I used a preparation given
me by Mr. Cohn, which made opaque paper transi)arent,
but I don't say that it was the one printed like tlie cut
the 10,000 was i)rinted from, but that we had tlie trans-
parency figured out at that time I am sure."
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In answering question 31, at page 244, Tooker explains some

of the difTiculties that they had in making the oily preparation

flow as freely as it should, and says: "It was necessary to

use gas stoves under the press, heating the plate and making

the preparation run out smoothly." He fuiiher says that,

"The transparency that we reached in the earlier stages was

inclined to be more dirty and mottled, not smooth. I am
sure that around the Holidays of 1903 was the time when

we first used the stoves, it being the winter time, and the

preparation not having inclination at that time to flow

freely."

We showed Tooker the envelope "Exhibit R" made from

transparent stock and, at page 246, asked him:

"X-Q. 34. Do you recognize the printing on that en-

velope as some of your work?
"A. I done some printing on paper of this kind for

Mr. Cohn, but I cannot say that I printed that particu-
lar envelope."

In view of the above, it may verj^ well have been that the

printing which Tooker did for Cohn on or about the Christ-

mas Holidays of 1903—if their experimental work had pro-

gressed to the printing stage—was on envelopes like "Ex-
hibit R," which Cohn insists did not contain the invention of

either of his patents in suit. Tooker says that he "done some
printing on paper of this kind" and nobody else is shown
to have done any.

The witness Epting, who was the artist for tlie Glass Com-
pany, says that lie made some designs for Cohn before he
left the employ of the Glass Company. In answer to ques-

tion 8, at page 248, he says that he made quite a number of
difTerent designs, "some with shading around the edges and
some with all tlic solid color in the back, and quite a number
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of ilifTerent ones, I don't remember all the diflforent ones I

did get up." In cross-question Ifi, at pa^:e 240, he was shown

the envelope "Exhibit R" made of transparent stock and in

answer to the next ijuestion be says tliat lie never saw any

envelopes like the envelope "U" before seeing that one just

shown him. In answer to cross-question 21, he says that he

did some work for Cohn after he left the Glass Company. In

answer to question 12, at page 249, he says that zincos were

cut from the drawings with the cloud effect, like envelope "Ex-

hibit X," but he does not say when he first saw an envelope

made from the zinco.

The witness Dolge was simply called by the complainant

to testify that he entered the employ of the Glass Company
about October 15, 19U3, and that he succeeded Cohn with that

company. He gives no testimony whatever as to seeing en-

velopes or knowing about them.

The above gives the testimony of all the witnesses as to

the earliest work done by Mr. Cohn in making envelopes.

We think it plain that the first envelopes made by Cohn were

made from transparent stock, like the envelope "Exhibit R."
This is the envelope which he showed and described in his

first application for a patent—his abandoned application

filed May 9, 1904. All of the other envelopes appear to have

been made at a later date, in all probability not until after

the filing of his May 9, 1904, application. They all contain the

words "Patent Pending" or "Pat. Applied For," which
would be true if they were made after the filing of the aban-

doned ajjplication, in view of its broad and comprehensive
claims, already quoted, but not tme if made before that date.

Some of them are identified by the witness Tooker, whose
earliest work he claims was "around the Holidays"—the

Christmas Holidays of 1903. As, however, he also worked
in the making of envelopes from transparent stock, like the
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envelope ''Exliibit R," it is easy for him to have got the

work on one confused with the work on the other. The prob-

abilities are, as we insist, that no one-piece transparent en-

velojies, having tlie transparencj^^ formed by an oily prepara-

tion, and provided with a border around the transparency,

were made until some time in the spring or summer of 1904

—after May 9, 1904.

In view of the fact that the complainant has produced noth-

ing whatever in the way of writings, memoranda and exhibits,

or other matters that show that he made any one-piece en-

velopes having a transparent portion formed by an oily

preparation with a border surrounding the same prior to

January, 1904; in view of the fact that he was working on

his transparent stock envelopes, like the envelope ''* Exhibit

R," during the same time he claims to have been working on

the envelopes of the patents sued on ; in view of the fact that

the witness Tooker, foreman of the Abbott Printing Company,

identifies various of the enveloiDe exhibits as having been

printed by him after he began working for Cohn about the

Christmas Holidays of 1903 ; in view of the fact, as he testi

fies, that he and Cohn were working on the matter for months

to get the oily preparation so that it would make satisfactory

transparent spaces; in view of the fact that all of the exhibit

envelopes offered in evidence contain the words "Patent

Pending" or "Pat. Applied For," and thus on their face

raise the presumption that they were not produced until after

the filing of the abandoned application. May 9, 1904; in view

of tile fact that although, as Cohn said in his last deposition,

the time when he made the invention was "indelibly" im-

pressed on his mind, yet in his first deposition he testified

more than a dozen times that he could not give the date of the

conception at the time his deposition was given; and in view

of the liability of witnesses who have seen or worked on the
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(lifTorpnt kinds of onvolopos—tlioso rnado from transparent
8to<'k and tlioso like the patents in suit—to confuse llu' (nie

kind with the other, particularly when, as tlie witness Ik^an

testifies, his rcrolleetion is "very va.yfue," and tliat lie paid
littU' attention to the details, we suhniit and insist that the

testimony on hehalf of the complainant is insufficient to an-

ticipate the elcar anticipation afforded hy the January, 1<)04,

envelopes estahlislied hy the proofs on behalf of the defend-
ant.

As said hy Judfre Coxe in Thaijer v. Hart, 20 Fed., 603:
**The rule in such cases is very strict. It is so easy to fabri-

cate or color evidence of i)rior invention and so difficult to

contradict it, that proof has been required which does not
admit of reasonable doubt," or as said by Judge Hazel, in

Westinghouse Electric <& Mfg. Co. v. Mutuul Life Ins. Co.,

129 Fed., 216: "The burden is upon the complainant, under
the circumstances to establish by clear, unequivocal, and con-
vincing proof, that the anticipation has been anticipated;" or
as said by Judge Putnam, in the Eastern Paper Bag Co. v.

Continental Paper Bag Co., 142 Fed., 501: "The proofs of-

fered by the respondent in regard to the defense brought in
by the amendment are not supported by a scrap of anything
relating to the substance of the events cuutemporaneons with
them. None of the witnesses had had occasion to consider
the occurrences during a period of more than seven years;"
or as said by the Circuit Court of Appeals for the First Cir-
cuit, Judges Colt, Putnam and Webb, in Brooks v. Sacks, 81
Fed., 405, in holding the complainant's testimony insufficient
to anticipate an anticipation: "The whole case, in this re-
spect, depends on the unsupported recollections of witnesses
as to facts and dates fully six years prior to giving testimony,
and facts, moreover, of a kindred character to other facts
occurring at or near the same time, with which they might be
confused. Not only is this important as bearing on the weight
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of their testimony, but, under the circumstances of this case,

the fact tliat the testimony is thus unsupported is an affirma-

tive one ag^ainst the complainant below of very great import-

ance;" or as said by the Supreme Court in The Barbed Wire

Patent Case, 143 U. S., 284, in considering oral testimony to

establish an anticipation: **In view of the unsatisfactory

character of such testimony, arising from the forgetfulness of

witnesses, their liability to mistakes, their proneness to recol-

lect things as the party calling them would have them recol-

lect them, aside from the temptation to actual perjury, courts

have not only imposed upon the defendants the burden of

proving such devices, but have required that the proof shall

be clear, satisfactory and beyond a reasonable doubt."

In view of all the foregoing, we submit that the complainant

has not anticipated the anticipation established by the Janu-

ary, 1904, envelopes, produced on behalf of the defendant, and

that, aside from any other defense, the first Cohn patent

should be held to be invalid because of anticipation.

The Second Cohn Patent.

The second Colin patent was applied for January 17, 1905,

as a division of the original application filed November 8,

1904, on which the first Cohn patent was issued. The draw-

ings of the second Cohn patent are simply a reproduction of

Figures .S and 4 of the first patent. The specification is in

many resi)ects the same as in the first patent. The difference

between the two patents consists in the sJia/pe of the window
in the second patent, and the printing of certain permanent
advertising matter on the face of the envelope, in juxtaposi-

tion to the window and co-operating with its outline to indi-

cate a particular brand of goods. In the specification of his

second patent, at i^age 691, Cohn says:

"111 cariyiiig out niy invention I take a blank sheet of
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paper or an onvelope-hlank of siiital)le strenprth and tex-

ture wliicli is, say, semi-transparent and apply to a jtor-

tion of one side of the blank, generally on tlie inside, a

preparation wliieh has tlie property of renderinjif trans-

parent the portion to wliich it is a|)i>Iied. Tiie n'niaininu^

portion of tlie lilank which forms the face of the unlin-

ished envelope a is then imi)rinted with a suitable opaque
colorinir matter."

In his second patent, as in his first, Colin says that

"This colorin": matter may he applied solid over the face

of the envelope, or it may take the form of ,2:raduated tints

or of hein^ shaded, or the representation of a surround-

ing border, or cloud effect."

Tn the second Cohn patent, therefore, as in the first, the

"border" mentioned in the claims may cover either a narrow

ring around the window, or it may include the entire surface

of the face of the envelope outside of the transparent portion

or window. We call particular attention to his, as we did in

considering the first Cohn patent, as borders are shown in

some of the prior patents which cover the envelope or paper

to which they are applied from the edges of the transparent

window to the edges of the envelope or paper.

The idea described and illustrated in the second Cohn pat-

ent is to make the ivindow—the transparent portion of the

envelope—in the shape of a trade-mark, design, or other ar-

ticle of trade. The specification says that:

"The number of shapes this transparency may take
is almost limitless. Different people might use an en-
velope with a window in the shape of an oyster, a fish, a
cake of soap, and other toilet articles, a cascaret, a dress-
shield, a biscuit, an article of hardware, and other ar-
ticles of manufacture, and so on indefinitely, having due
regard for the necessary size of the transparency, so as
not in any way to interfere with the clear showing up
of the addressee's name inside. The essential feature
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in this connection is a window which in general outline

is characteristic of a symbol of trade. By 'symbol of

trade' is meant any design such as mentioned above or

trademark characteristic of certain goods or the prod-

uct of a certain manufactory."

It is to be noted that it is the window or transparency which

is to resemble the trade-mark or article of trade. He says

tliat "The number of shapes this transparency may take is

almost limitless"; and again he says that "The essential

feature in this connection is a window which in general out-

line is characteristic of a symbol of trade. '

' Indeed, it miosf

be the window—the transparency itself—which resembles

the trade-mark or article of manufacture, as otherwise when

the coloring matter is "applied solid over the face of the en-

velope," as he says it may be, there would be nothing else to

indicate the trade-mark or article of manufacture—the trade-

mark or article of manufacture would wholly disappear and

leave nothing to indicate it.

To supplement and accentuate the trade-mark or article

of manufacture represented by the outline of the window,

Cohn proposes to have some permanent advertising matter,

and in his claims he says that this permanent advertising

matter "appears on said tinted border," and that it "relates

to and is in juxtaposition with the outline of said wndow."
He describes the permanent advertising matter as located on

the border—not in the transparent window—but on the face

of the envelope—on the border—in juxtaposition with the

outline of the transparent portion or window.

The two claims of the second Cohn patent are expressly

limited to a window which is in the form or outline of some
trade-mark, or article of manufacture, and which has the ad-

vertising matter peruiaiicnlly located on the border or face
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of tlu' iMivoIop surrouiuling llic wiiulDw. Tlic claims, at

page 692, read

:

*'l. An a»l\('rtisin<j: di'vii-c comiJiisiii^ an envelope
having a window tlirougli wliicli the addressee's name on
an in«'h)sure may show llirougli, said window Iteing in

outline characteristic (»f some symhol of trade, a tinte(l

or colored horder surrounding and giving delinition to

said window an<l permanent advertising matter forming
no part of the a<ldress, appearing on said tinte(] l)order,

and related to and in ju.\ta|)osition witli the outline of
said window."

"2. As an advertising device, an envelo]ie havinsr a
generally opacpie face excejit for a a trans))arent window
portion through which an a<ldressee\s name on an in-

closure may show through, said window heing in general
outline characteristic of a symbol of trade, and perma-
nent printed matter on the face of the envelo])e related

to and in ,juxta|)osition with the outline of the window
and co-operating with said outline to indicate a particu-

lar hrand of goods."

It will he noted that both of the claims require the window

itself—the trcmsparfmt portion—to be in outline character-

istic of some symbol of trade, and that there shall bo iiorma-

nent advertising matter ap])earing on. the tinted border

—

not within the transparent window—but **on said tinted

border," to use the language of the first claim. Tlii

gauge is plain, explicit, and not to be misunderstood. It is

not the horder, which is to be in outline characteristic of

some symbol of tra<le, but the window itself, as otherwise the

symbol of trade would he covered up and disappear if the

border covered the entire face of the envelope. As alreadv

pointed out, it would not be possible, unless the window itself

were in outline characteristic of some symbol of trade, to ex-

tend the border of coloring matter entirely from the window

to the edges of the envelope, or to apply it ''solid over the

face of the envelope" and have anything left in the form of a

symbol of trade, or of an article of manufacture. Hence,



130

Tolin, in the claims of his second patent, meant, and intended

to mean, tliat it was the window itself—the transparent nor-

tion—that was to have the form of an article of manufactnro,

or to 1)0 "in outline characteristic of some symbol of trade."

No Invention in the Second Cohn Patent Over the First

and Over the State of the Art.

In his first patent, Cohn has shown, described and claimed,

a one-piece transparent-window envelope. His second pat-

ent merely modifies the form or shape of the window, so as

to make it correspond to some article of manufacture, and

has used in connection with it permanent advertising mat-

ter. He takes the envelope of his first patent and changes the

form of the window, and prints some advertising matter on

the face of the envelope. It was old to make the transparent

windows of envelopes of various forms, and it was old to

])riiit permanent advertising matter on the face of the en-

\clone. Cohn simply took the envelope of his first patent and

did these two old and well kno\\Ti things to it—made the win-

dow in the form of some symbol of trade, and printed adver-

tising matter on the border or face of the envelope.

it is true that the second Cohn patent was issued on an

application divided out from the application for the first pat-

ent, so that technically neither patent is to be considered as

a nart of the prior art with respect to the other. This, how-

over, is aside from the point we make in comparing the sec-

ond ])atont with the first, which is that as the first patent

covers, and was intended to cover, a certain kind of envel-

ope, it is proper to consider the matter claimed in it and in

the second patent to determine whether there is patentahle

difference or invention between the subject-matter of the

second patent and that of the first. In other words, did the

cliange or improvement made in the envelope of the second
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lirst patent f Manifestly, if the claims of the two patents were

lit«*rally and vcrhattm the same, no invention would l)e in-

volviMJ in the claim of the second patent over the claim of the

hist patent. As thev are not literally and vcrhatim the same,

it ia competent for the court to consider whether the differ-

ences in the claims of the second patent over the claim of the

first patent constituted j)alental)le invention. Tf there he no

itirrutinn or patentable dilTerence between the claims of the

second patent over the claim of the lirst i)atent, then, mani-

festly, the claims of the second patent are invalid, as much as

if they had been a literal repetition of the claim of the first

patent.

The Proceedings in the Patent Office.

When Colin, on January 17, 11)05, liled his ai)iilication on

which his second patent issued, he presented two claims to

the Patent OHice, as printed at page 624. On March 20, 1905,

the Examiner wrote him a letter rejecting his claims on the

Watts 1895 British patent No. 7,955, and on the Busch 1896

British patent No. 11,876, and among other things, at page

627, said:

**The first shows that it is old to make the trans])arent

openings in envelopes of various configurations and de-

signs; while the Busch reference discloses a])])licant's

specific construction so far as defined by the claims."

Thereupon, and on May 5, 1905, Cohn amended his claims

by calling for *'i)ernianent" advertising matter and the words

requiring the advertising matter to be **in juxtaposition"

with the outline of the window, and presented an argument

in favor of the patentability of the claims, among other things,

at page 628, saying:

"We are not claiming an envelope with a transparent



132

opening, but we are claiming an opening of a particular

kind which serves not only the function of the window of

Jiusch but is also descriptive of some known article of

trade. Thus we convert Busch's address window into a
valuable advertising feature while preserving all that

Busch can possibly claim for his window. We thus ob-

tain a new result since we obtain a valuable advertising

advantage without detracting from the view of the ad-
dressee's name. But this alone is not sufficient and is

not only what our claims call for. The point that must
be kept in mind all the time is the combination of the

PECULIARLY SHAPED wiiidow aud the correlative permanent
l)rinted matter on the envelope explanatory of and in

juxtaposition with the said opening. For instance, a

cigar shaped window has no especial significance but when
the word 'Primo' or 'Blanco' or some other suitable

trade name is printed on the face of the envelope in

juxtaposition with the window opening, the entire de-

sign has a special significance, for the arrangement con-

sidered as a whole presents a novel and useful way of

expressing some well known name or trade-mark."

It will be noted that in the above argiiment, intended to

bring out the peculiar and identifying characteristics of the

envelope of the second Cohn patent, Cohn states that lie is

claiming '*an opening of a particular kind," which opening

not only serves the function of the window of the Busch en-

veloi)e, but "is also descriptive of some known article of

trade." He says that he converts "Busch's address window

into a valuable advertising feature." He says that in this

way he obtains a new result, since he secures "a valuable

advertising advantage without detracting from the view of

the addressee's name." He says that the point must be kept

in mind all the time that it is the combination "of the pecu-

liarly SHAPED window"—and to give emphasis to this he

uses capital letters—and the permanent printed matter on the

envelope in juxtaposition to the opening. These statements

clearly show that it was Cohn's window—the transparent

portion itself—that he intended to have in the form of some



133

8}inl)ol of trade or artiolo of manufacture, and uot the sur-

rounding border.

AfttTwards, and on May JO, lUU.'), the Olhcc a^ain rejected

the «'iainis anti, on i)a.ii:e (i'M), cited tlie C'ohn 11)04 l>ritislj pat-

ent No. 14,47M. In answer tt> tliis rejection Cohn, after wait-

ing some nine moutlis, on February 21, IDUO, again wrote to

the Oflice and, on page 030, asked for a reconsideration and

linal action, with a view to an appeal. Thereupon, and on

March -, 1IK)G, the Examiner wrote Cohn again, i)age 031, cit-

ing the Brown 180l\ and the Callahan VM2 i)atent, and on

March 13, 1900, Cohn wrote a letter to the Patent Office, page

()3l', expressing snrj)rise that the Kxaminer should have cited

the Cohn 11)04 British i)atent, and among other things, the

italics being ours, said:

"We really wonder that the Examiner will cite such
a patent for claims which are for such matter as 'said

icitulow being in outline characteristic of some symbol
of trade, a tinted or colored border surrounding and giv-

ing deliiiition to said irindow and permanent advertis-
ing matter forming no part of tlie address, api)eariug on
said tinted border, and in juxtaposition with and re-

lated to the outline of said window.* Not one of these
features appears in applicant's British patent cited, and
we wonder that said patent is seriously considered as a
reference for our claims."

In the meantime, however, and on February 28, 1906, an

appeal had been taken to the Board of Examiners-in-Chief,

page 637, and on March 22, 1906, the Examiner filed his writ-

ten reasons for rejection before the Board, and among otlier

things, on page 639, the italics Ixiing ours, said:

"The mechanical structure of applicant's envelope
may be stated briefly to be an envelope having a trans-
parent portion or window in its front surrounded by an
opa(]ue border formed by the application of coloring mat-
ter. This structure is clearly disclosed by the British
patent to Cohn and Shipp. The limitations in the claims
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to the shape or contour of the transparent portion or

ivindow, and to tlie advertising or printed matter placed

upon the colored border cannot add any patentability

to the claim. After an envelope has been provided with

a transparent window surrounded with an opaque col-

ored border, it is within the province of any mechanic or
artisan to change the shape or contour of the transparent
window to suit his own taste, without invention. The
patent to Cohn and Shipp shows a variety of shapes for

the windows. The printed matter upon the envelope like-

wise can add no patentability to the structure. This doc-
trine is well settled in the following decisions : Ex parte
Lee, 18 0. G., 624, and ex parte Mosler, 118 0. G., 590.

*'The British patent to Busch discloses an envelope
having in its front portion a transparent window sur-

rounded by an opaque border preferably made by print-

ing with opaque coloring matter. This is applicant's ex-

act stinicture aside from the particular shape or design
of the window and the advertising or printed matter on
the envelope. As above stated, this particular design or
the printed or advertising matter cannot add patenta-
bility to a structure otherwise old."

It will be noted that the Examiner speaks of "the limita-

tions in the claims to the shape or contour of the transparent

portion or window." Again he says that "it is within the

province of any mechanic or artisan to change the shape or

contour of the transparent window to suit his own taste."

Again he says that the Busch patent shows Cohn's exact struc-

ture, "aside from the particular shape or design of the win-

dow," and the advertising or printed matter on the envelope.

These statements show that it was the understanding of the

Office that the windoiv itself was to be in outline character-

istic of some symbol of trade or article of manufacture.

In reply to the Examiner's statement Cohn filed a brief or

argument before the Board of Examiners-in-Chief. After

referring to his other appeal that was then pending before
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the Hoard, Colm, among other things, at page 643, the italics

being ours, said

:

** Applicant has conceived the very useful idea of giv-

ing to the tnuh^parrnt wittduw an outline character-
istic of a synihol of trade, and he associates witii tiiis

specific st/mhol iKMinanciit advertising matter which
forms no part of tiie address but is so related to and in

juxtaposition with the specific form of window as to in-

stantly convey to the public a particular brand of goods,
thus ailapting the envelope as a novel and valuable a<l-

vertising medium, in addition to its function as an in-

closure for a letter.

*'To give the icinfiow any old shupe and without any
regard to the character of the permanent printed mat-
ter, or to employ })rinted matter which is not related to

or fails to explain the form of the window would serve
no useful i)urj)ose, and therefore the invention is in the
combination in the envelope of a window which by itself

means substantially nothing of value as an advertising
feature but which when viewed in connection with per-

manent printed matter, related to and in juxtaposition

with the window, explains the sjTiibol of trade which the
window is designed to describe. As a good example of
this, take a window in the form of an elongated oval.

Such a window would have little, if any, meaning to the
]>ublic; but print adjacent to such a window the word
'Perfecto' or 'Cremo' or *LaGato' or the name of some
other well known brand of cigars, and how soon a smoker
of such brand would associate in his mind the otherwise
meaningless symbol and otherwise more or less mean-
ingless word.

''Thus the novelty of tliis case lies in the addition to

the novel features of the companion case, of the ^window
in outlive characteristic of some symbol of trade' and
'l)ermanent ]irinted matter on the face of the envelope
related to and in juxtaposition with the outline of the
window and co-operating with said outline to indicate a
l)articular brand of goods.' These qualities in this struc-
ture make the new and useful 'advertising device'
claimed.

"It must be remembered that the permanent printed
matter does not obscure or interfere with the window
and the address to show therethrough, nor will it inter-
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fere or necessarily be related to a name card on tlie en-

velope.

''Neither of the references cited, namely, applicant's

British patent or the British patent to Busch, shows (1)

an advertising symbol of any character, which enables

the window to have a double function, or (2) any printed

matter 'related to and in juxtaposition with' the window
outline *to indicate (therewith) a particular brand of

goods' and for tliis reason we submit that there is an
invention involved, and that the Examiner is in error in

refusing the claims as not patentable over the art cited.
'

'

The Board of Examiners-in-Chief, on April 13, 1906, filed

their written opinion, in which they concluded that the claims

were allowable because of the peculiar form or cmitour of

the window or transparency itself, showing or illustrating an

article of manufacture or symbol of trade which was not

shown in the Cohn and Shipp and Busch British patents,

which merely showed a variety of different forms in which the

window could be made, as rectangular, oval, diamond-shaped,

etc. In their opinion, among other things, the italics being

ours, after citing the two British patents, at page 646, they

selected the Cohn and Shipj) patent as the preferable refer-

ence, saying:

"Of these two patents, British No. 14,478 is the more
pertinent. That patent describes an envelope having a
window through which the addressee's name on an in-

closure may show, said window being 'oval, rectangular,

diamond-shaped, or fancifully bordered' in outline and
having a tinted or colored border surrounding and giving

distinction to said window, or, as the specification of the

patent puts it (p. 2, lines 10, 11) 'the finished envelope
gives tlie effect of a transparent, light colored area on
an opaque, dark colored background.' The patent also

suggests having transparent letters as in Figure 5 and
lettering 'Boots and Slioes' thus referring to the busi-

ness of tlie sender.
"The applicant in this case before us has carried the

idea of this patent a little further by making the fanciful
shaped opening in the shape of a pickle, cigar, or other
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husiiK'ss lias us«'<l sonio otlicr advcitisinjj: matter asso-

ciated with tlie article irliosi' form has been given to the

window or opening. Tliis idea appears to us to 1)6 in-

ventive in cliaraoter and the claims may accordine:ly he

allowed."

After the decision of the Board of Examiners-in-Chief, the

Examiner again, and on April 27, 1906, wrote to Cohn, page

().'U, requiring that Figure 1 of the drawings "he eliminated

as not heing covered hy the claims, such figure not showing

a window having a general outline of a symbol of trade."

Figure 1 referred to by the Examiner above was substan-

tially—indeed practically precisely—the same as Figure 1

api^earing in the first Cohn patent.

Thereupon, and on May 2, 1906, Cohn wrote the Office can-

celing Figure 1 of the drawings, but declining to cancel Fig-

ure 2, which the Examiner had also suggested should be can-

celed, as well as Figure 1, saying, at page 635, in declining

to cancel Figure 2

:

'*In original Figure 2 the pickle shaped window—and
the Examiner seems to readily recognize the shape—is

representative of an article of trade."

Thereupon, and on May 11, 1906, the application was passed

to issue, and on July 3, 1906, the patent came out.

It will be noted that in the above, the last communication

to the Office in reference to the matter, Cohn speaks of the

"pickle-shaped window"—the window or transparency itself

—as representative of an article of trade.

In view of all the foregoing, we submit that it is plain that

throughout the entire proceedings in the Patent Office, Cohn



138

on the one hand, and the Office, representing the public, on the

other, understood and considered that it was the window itself,

and not the border, which was to be in the form of an article

of manufacture, or trade-mark, or symbol of trade. Both

parties to the contract understood and accepted it as being

limited to an envelope in which the transparent portion or

window, and not something else on the envelope, was to be

in outline characteristic of some symbol of trade.

In the investigation into the state of the art in this case,

the defendant discovered an English patent issued in 1897

that showed the very thing that was lacking, and on the lack

of which Cohn urged the patentability of his envelope, and

on the lack of which the Board of Examiners-in-Chief con-

cluded that he was entitled to his patent. This was the Boldt

1897 English patent No. 29,956, page 718, which was brought

into the matter for the first time by the defendant in this case,

and which removes every vestige of novelty in the window on

which the patent was granted. The Boldt 1897 English pat-

ent shows and describes an inclosing case or receptacle

—

"packet, wrapper, envelope, or whatever it may be termed"

—to use the words of the patent—for containing small ar-

ticles, such as hooks and eyes, pins, and similar things, in

which the drawings represent six or seven different shaped,

transparent window openings. The specification, at page

718, says, among other things:

"More than one of these openings protected by trans-

parent material may be used and they may be of any de-

sired shape or size or pattern. For example, they may
be made to represent the initials of the firm selling them
or may otlierwise be utilized for advertisement purposes,

trade-marks, or the like."

Again, in describing the drawings, the specification says:

"In Figure 8 the opening B is shown cut to the shape
of the letter N which might represent that the package
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coHtaiiiotl neecUos. Or llio letter ini.u:lit Im? oliosen to in-

dicate the iiaiiH' of tlic luakrr or the full name iniirht he

so set fortli. The saiiu' purjKist' may he cfTectefl hy paint-

ing or embossing or otherwise delineating: a trade-mark
or a name or other syniI)ol or (U'viee upon the trans) larent

eoveriiiLT as iiulicatnl in Fi,u:ure !>.

**Any (lesiii:n or synil)ol for tlie purpose of identifiea-

(ion or advertisement or otlier purpose may he oonveni-

ently set forth on the transparent covering:: C."

It will l)e seen from the above quotation that Boldt con-

teni])!ate(l two ways of displaying his trade-mark or s>niibol

of trade. The lirst of these ways was by niakinj^ the window

itself of a shape or contour to represent the article of manu-

facture, or by imprintiufjf or otherwise displaying the trade-

mark or symbol upon the transparency itself. The third and

fourth claims of the Ijoldt ])atent claimed both of these ways

of displaying the trade-mark or symbol of trade. They read:

**3. A windowed envelope or wrapper having one or

more ojienings such as B closed b}'' transparent material
representing one or more letters, trade-marks or devices.

*'4. A windoweti envelope or wrapi)er having one or

more letters, trade-marks or devices delineated on the

window."

The Boldt 1897 English patent shows it was old to make

l)ackets or envelopes containing transparent portions or

windows in the shape, figure, contour, or outline of an article

of manufacture or svmbol of trade. This was done, so the

specilication tells us, for advertising purposes. If this Boldt

1897 English patent had been discovered by the Examiner

and had been before the Board of Examiners-in-Chief, it is

))lain tliat they would never have recommended the issuance

of the second Cohn patent. The only thing, and everything,

that can possibly be said to be left in the Cohn claims after

the Boldt English patent was discovered, was the printing

of permanent advertising matter on the face of the envelope
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outside of the window or opening, and the printing of per-

manent advertising matter on envelopes has been used gener-

ally, as the evidence shows, for forty years or more. No doubt

such permanent advertising matter has been used on envel-

opes practically ever since they were introduced into use.

The advertising matter printed on envelopes is always lo-

cated or placed so as not to interfere with displaying or show-

ing the name of the addressee to whom the letter is being

sent. Samples of such envelopes were shown as illustrations

at page 316 of the typewritten Record.

Indeed, if the claims of the Cohn patent be stretched to

cover such an envelope as those used by the defendant and

charged to infringe—an envelope in which the alleged perma-

nent advertising matter appears through the transparent

opening or window itself, as does the word '

' Heinz '
'—then the

Boldt 1897 English patent describes and discloses the adver-

tising matter, as well as the window or transparent opening

in the form or outline of an article of manufacture or symbol

of trade.

The Boldt patent says that the purpose or object may be

effected by painting, or embossing, or otherwise "delineating

a trade-mark or a name or other symbol or device upon the

transparent covering as indicated in Figure 9," and the

fourth claim says that there may be "one or more letters,

trade-marks or devices delineated on the window." In the

enveloiies used by the defendant, the word "Heinz" is printed

on the inside back of the envelope, so that it appears through

the transparent window when the receiver removes the let-

ter. In effect, it is "delineated" on the transparent window.

The defendant's expert, Mr. Bond, in answering questions

62 and 63, at page 503, says that the defendant's envelopes

more nearly resemble the Boldt patent than they do the Cohn
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patent by "(K'linoatin^ the trade-niark or device so as to ap-

pear (HI till' transparent material." It follows, therefore,

that if tlie Cohn claims Ik? stretched to cover the defendant's

envelo|>e they likewise -cover the envelope of the prior Boldt

18I>7 patent, so as to he invaiitlated hy it. This p^rows out of

the familiar principle announced in numy cases, as, for in-

stance, hy the Supreme Court in the case of Miller v. Eagle

Mfg. Company, 151 U. S., 203, where they say: ''That which

infringes if later anticipates if earlier." Hence, the claims

of the Cohn patent are fully anticipated and invalidated by

the disclosure of the Boldt 181)7 Knj^lisJi patent, /'/ they be con-

strued to cover envelopes in which the permanent advertising

matter is made to appear upon or through the transparent

window, instead of being restricted to a location on the border

or face of the envelope itself, as the claims call for.

No Infringement of the Second Cohn Patent.

We have already pointed out at length and in detail the

limitations and requirements of the two claims of the second

Cohn patent, to determine exactly what it was that Cohn de-

sired to claim and what the Office understood he was being

inven by his patent ; and have found that the claims are lim-

ited to an envelope in which the ivindow or transparent por-

tion itself is made in the shape, contour, or outline of an ar-

ticle of manufacture, or some symbol of trade, with permanent

advertising matter placed or printed on the border or face

of the envelope itself, to assist and supplement the shape of

the article represented by the form and contour of the win-

dow. We insist that the claims are to be understood as sug-

gested above, and that they must be so understood in order

to ascertain and give effect to the intention of the parties to

the instrument, which is the thing which is always to be ascer-

tained and effectuated in the construction of patents, as well

as other contracts, if possible. As said by the Circuit Court
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of Appeals for the Eighth Circuit, Judges Sanborn, Van De-

vanter and Hook, in the case of the Jewell Filter Company v.

Jackson, 140 Fed., 343:

**The niles for the construction of contracts apply with
equal force to the interpretation of patents. The great
desideratum here, as there, is to ascertain and give effect

to the intention of the parties to the contract when they
made it."

The court also said that,

"When the terms of a patent are plain and the intention

of the parties is manifest, the latter must prevail, and
there is no room for constmction.

"

In view of the above considerations and of the settled prin-

ciples of law that must be applied, we think it is plain that

the defendant 's envelopes do not respond to the requirements

of the claims and that there is no infringement.

The defendant's envelopes are made by the manufacturer

with the window or opening of the eocuct size and shape that

they are made in the regular or stock envelopes made and

sold generally, of which one was introduced at tj^Dewritten

page 5 of the Defendant's Record. The same plate is used

for applying the oily preparation for making the window in

the Heinz envelope as in the stock envelopes. The window or

transparent portion in the defendant's envelopes is not hi

the shape or configuration of any article of manufacture or

symbol of trade. The harder surrounding the window is in

tlie form of a cucumber or pickle, but it is not the form of

the border which, by the express tenns of the claims of the

second Colin patent, is required to be in the form of a symbol

of trade. The public is at liberty to make the border in the

form of an article of manufacture or symbol of trade, or of

any shape desired, so far as the claims of the second Cohn

patent are concerned. Indeed, as we have already pointed
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out, the border, according to the statements of the patent,

may be extended from tlie edges of the window to the edges

of the envelope, and still h'ave the u^idow in the form or con-

tour of the shape of an article of manufacture or symbol of

tratlc, but if the lK)rder in the dcfctuhiut's envelopes were ex-

tendeil from the ed^es of the window to tiic edges of tlie en-

velope, as the second Cohn patent provides that they may be,

there would be nothing whatever left on tlic defendant's en-

velopes in outlinr rharavteristic of some symbol of trade.

There would only Ih» left the regular window or transparent

portion of the stock or rejj:ular envelopes. To be the envelope

of the patent, the defendant's envelopes must be capable of

the same peculiarities of construction and use.

Furthennore, in the case of defendant's envelopes, a cliancfe

in the shape of the window, or even the entire elimination of

the transparent window portion, would not in any way chani2:e

or alter the character of the border outline, which, in any
event, would jiresent the confiu:uration of a cucumber. As a

matter of fact, tlie presence of defendant's trans]iarent win-

dow of conventional shape, formed within a border having

the outline of a pickle, detracts from rather than adds to the

suggestive character of the trade symbol. It introduces a

foreign element or factor into the very body of what would

ofhrrwisr constitute a perfect representation of a pickle. This

simjily indicates beyond question tliat defendant's window
itself has nothing whatever to do with the indication of a sym-
l)ol of trade. Cohn chose to impose an additional and pecy^

liar function on the window, and thereupon, and for that

reason, and for that reason alone, he obtained his patent, but

defendant's window does not even assist in the performance

of that function.

It is equally plain that the defendant's envelopes do not

contain any i)ernianent advertising matter printed either on
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the tinted border or on the face of the envelope, as required

by tlie claims of the second Cohn patent. The only thing that

is printed on the face of the envelopes is the ordinary and

usual return request, which is not the advertising matter con-

templated and required by the Cohn patent. The only other

place where the word "Heinz" appears is through the trans-

parent window opening. It is printed on the inside of the

back of the envelope, so that when the letter is removed it

appears through and in the center of the transparent window.

The word *' Heinz " was placed in that position, as explained

by Mr. Eegenstein, in answering cross-question 159, at page

299, because the Heinz Company always uses the word

'•Heinz" printed or placed on the body of their pickles. As

said by Mr. Eegenstein, "The trade-mark of the Heinz Com-

pany represents a pickle which shows the word 'Heinz' on

the pickle;" and as further said by him, "The only way
Heinz would accept the envelope was to show the word 'Heinz'

the same as it appears on the trade-mark." But printing the

word "Heinz" on the back of the envelope is not printing it

where Cohn in his patent and in his claims located and re-

quired the permanent advertising matter to be placed. It is

not on the tinted border, and it is not on the face of the en-

velope, nor is it placed "in juxtaposition with the outline of

said window," as required by the claims of the Cohn patent.

Hence, it is not the arrangement which Cohn segregated and

selected from all other arrangements, and in which he asked

the protection of his patent.

Furthermore, in using the word "Heinz" where it appears

through or in effect on the transparent portion or window

itself, the defendant's envelopes substantially follow and em-

ploy one of the ways for using the word or name described

and disclosed by the Boldt 1897 English patent, where he says

that the same purpose may be effected by painting or other-

wise "delineating a trade-mark or name or other symbol or
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tlt'vicf upon tlie transpan'iit covering"; aii<l. ai,'ain, in the

fourth clainj, he chills for **A windowod envelope or wrapper

havinar ono or more letters, trademarks or devices d«'rm('at«Ml

on the window." Tlie defen-iant's envelopes suhstantially

follow and employ the second method described and disclosed

in the J^oldt IHDT English patent, instead of the method de-

scribed and tlisclosed and claimed in the second Cohn patent.

As already suggested, that which would ififritiffr will oper-

ate to anticipate if prior in date to the patent sued on. It

follows, therefore, that, in attempting to hold the defend-

ant's envelope as an infringement of the second Cohn patent,

the prior similar arrangement disclosed in the Boldt 1897

patent must operate as an anticipation. The Colin claims

cannot cover or interfere with forms and arrangements which

were disclosed to and in the possession of the public for years

prior to the application for the Cohn patent.

For the reason, therefore, that the defendant's 'enveloj^es

do not have the transparent i)ortion or uindow itself in the

fonii or configuration of an article of manufacture, and "in

outline characteristic of some symbol of trade," and for the

reason that they do not have permanent advertising matter

either on the harder surrounding the window or envelope, or

on the face of the envelope itself, all of which are required

by the claims of the Cohn patent, the defendant's envelopes

do not contain, embody, or employ the particular arrangement

of devices which Cohn claimed as his own, and for which he

sought protection through his second patent.

If it i)e contended, on behalf of the complainant, that the

defendant's envelopes are an infringement of the claims of

the second Cohn patent, on the ground that as an advertising

device they accomplish the same i)uriiose and secure the same
result, then we reply that e(iuivalency in result is not de-

terminative of the question of infringement. This has been
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established by the decisions of the Supreme Court for half

a century or more.

In Burr v. Duryea, 1 Wall., 572, the Supreme Court said:

"That two machines produce the same effect, will not
justify the assertion that they are substantiallj^ the same,
or that the devices used by one are, therefore, mere equiv-

alents for those of the other."

Again, on page 373 of the report, the Supreme Court said

:

"The argument to show infringement assumes that

every combination of devices in a machine which is used
to produce the same effect, is necessarily an equivalent
for any other combination used for the same purpose.
This is a flagrant abuse of the term equivalent."

Again, on the same page, the Supreme Court said:

"It has been argued, that though not a colorable in-

vasion of the patentee's claim it is an evasion of its

patent, which is equally injurious. If so, it is damnum
absque injuria. Every man has a right to make an im-
provement in a machine, and evade a previous patent,
provided he does not invade the rights of the patentee."

In order to infringe a patent, three things are to be taken

into consideration—the means, the mode, and the result. As
said by Judge Morrow, of California, in American Can Co. v.

Hickmett Asparagus Co., 137 Fed., 90:

"To sustain a claim of infringement three things must
be found : First, identity of result ; second, identity of
means; third, identity of operation."

Or, as said by Judge Reed in American Steel & Wire Co. v.

Denning Wire d Fence Co., 176 Fed., 565:

"To sustain the chnrge of infringement of a ])atented
machine the infiinging machine must be substantially
identical witli the one alleged to be infringed in (1) the
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result attaincnl; (2) the means of ohtaininj? that result;

an<l ('.]) tlie inniiuer in which its difTerent niecluuiisnis

operate and eo-operati' to produce that result. If the

niacliines are suhstantially 'ilTcrent in either of these

respects, the charge of infrinirenient is not sustained."

To constitute an infrinncnient of the cUiinis of llie second

Cobn patent, it is necessary to show that the patented envel-

opes and tlie defeudant's envelopes, as advertisinj:: devices,

are substantially identical in their means, their nioch- of oj)-

cration, and their results. Tlic uinflows must he suhstan-

tially alike—they nuist hoth he, iu form or contour, in uutl'uw

characteristic of a symbol of trade, irrespective of the fonn

or contour of the border. The permanent advertising mat-

ter must be located in both envelopes substantially alike—on

the finfrd border or on the face of the envelope. The result

attained must be the same in both enveloj^es—the shape or

contour of the wimlow must indicate the article of manufac-

ture, even though the border extend from the edges of the

window to the edges of the envelope, which result cannot be

attaine<l in the <lofondant's envelope if the border were so

extended. The i)atented envel()i)e and the defendant's envel-

ope are not alike, therefore, either in the window, the printed

advertising matter, or the results which they are capable of

attaining.

Furthermore, it must be borne in mind tliat the proofs as

to infringement must be so strong and sullicient as to over-

come the legal presumption of innocence, beyond a reasonable

doubt. The infringement of a patent is a trespass or tort

and the law presumes no wrong. If on the whole case the

court has doubts on the question of infringement, such doubts

must be resolved in favor of the defendant. Courts do not

take a defendant's money or property and give it to a com-

plainant, or interfere with his business, if they have any

reasonable doubt on the question of infringement. This is



148

ancient law established in the beginning of patent suits. As

said by Justice McLean before any of us were born, in con-

sidering the question of infringement, in Brooks v. Bicknell,

3 McLean, 432

:

''The proof here devolves on the plaintiffs. They al-

lege that the defendants have infringed their rights, and
to obtain your verdict they must show it. Doubts under
this head will incline you favorably to the defendants, as

they are not to be deprived of a right which is common
to every citizen, unless it shall clearly appear that their

machine is substantially like the one claimed by Wood-
worth."

If, therefore, upon weighing the various considerations

urged in favor of infringement and against infringement,

the court have doubt on the subject, it must resolve such

doubt in favor of the defendant and hold that no infringe-

ment is established.

The Unauthorized Admission as to Infringement.

It is contended, however, on the part of the complainant,

that during the taking of the prima facie testimony, on No-

vember 3, 1910, defendant's counsel, who was in attendance,

admitted and conceded that the defendant's envelope con-

tained the subject-matter of the first claim of the second

Cohn patent. It is true that during the complainant's prima

facie testimony, Mr. Sullivan, the local solicitor that we got

to represent the defendant in San Francisco, made a conces-

sion that appears to justify such contention, so far as the

first claim is concerned. This concession, however, was made
inadvertently and contrary to the express instructions and

directions given to Mr. Sullivan in a letter from ourselves,

dated October 11, 1910, and quoted in the Defendant's Record

at i^ajre 480. In that letter, after requesting Mr. Sullivan to

attend on the part of the defendant, we said

:
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**Wo prosume tliat all Mr. Townsoiul will do in mak-
ing his prima facie will be to otTer the patents in evi-
tlence, samples of the «'nveloj)es, an<l examine an expert
to t«'sti!"v to the similarities l)etw<'«'n the envelopes and
the patents.

**/>() u(>t admit infriii(frni( nl , as wr think there* is no
infrinifement—particularly of the second Cohn patent.
Simply admit the fact (d* use, hut mahv no admission that
sueh use infrintfvs the Cohn patents."

Immediately upon receipt of a copy of the testimony taken

on prima facie, we wrote Af r. Sullivan callin«j: attention to the

error into which he had fallen, and he immediately, and on

Noveniher '!?>, 1!)10, served a notice on complainant's coun-

sel, which was (pioted into the Defendant's Kecord, at pa,ii:e

4M.'^ in which he withdrew the admission made during the

taking of the prima facie testimony. In this Retraxit we
offered to permit complainant to proceed further witli the

examination of the witness on tlie stand at the time tlie ad-

missiiui was made, olYered to waive all ohjections to the fur-

tlier examination of the witness growing out of the fact that

the time for taking the prima facie testimony had expired,

and furtlier, olTered *'to pay any and all costs necessary and

incident to the further examination of the said witness."

This was done so as to place the comj)lainant in a position

where he could not possibly claim that he had been prejudiced

or injured in any way by the inadvertent admission made by

Mr. Sullivan. At that time no testimony whatever had been

taken on the part of the defendant, and, as the conrt can see,

in view of the prompt withdrawal of the admission, and notice

and offer on the part of the defendant, no injury or prejudice

whatever had or has accrued to the complainant by reason of

the admission.

Furthermore, the admission related to a matter that is

before the court and open for the inspection and considera-

tion of the court; and in such cases courts always exercise



150

their own judgment as to the truth of the admission, unless

the complainant has been so prejudiced by relying upon the

admission that greater injustice would be done by disregard-

ing than by accepting the admission, The question that is

always presented in such cases is as to whether the party

has been put into such a position by the admission that injury

and prejudice would result from its withdrawal or from dis-

regarding it. In this case, however, as no jorejudice has re-

sulted, or can result, by giving full etfect to the Retraxit, the

court will consider the question of infringement presented

on its merits, without reference to an admission made in-

advertently and contrary to express instructions.

Even in the case of an admission in an answer under oath

a Court of Equity will not hesitate to look at the facts, al-

though giving effect to the admission, but to the minimutn

extent required. This is fully illustrated by the action of the

Supreme Court in the case of Jones v. Morehead, 1 Wall.,

164, where the defendant had filed an answer under oath ad-

mitting infringement. After considering the construction and

limitations that were to be put upon the patent in suit, and

comparing the defendant's locks with them, the court, the

italics being ours, said:

'*It therefore appears that, in point of fact, the defend-

ants have not infringed the Sherwood patent, and if we
were unembarrassed by the pleadings, we should dismiss

the bill with costs. But the defendants have admitted in

their answer that they did make locks as described in

Sherwood's patent. . . .

"The fact that the defendants did manufacture and sell

locks of the character of those patented by Sherwood,
must be accepted as establislied in this case by the plead-
ings. Tlie admission, however, need go no further than
its terms necessarily imply. The langiiage of the admis-
sion is satisfied, by assuming that the smallest number
of locks were made, consistent with the use of that word
in the plural."
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In the case at bar tlie admission was not made in tlie an-

wer ami under oatli, l)ut during the examination of the com-

plainant's expert witness Maynard, and it was confined to one

envelope— Kxhihit ('—and if ^iven etTect at all, should, under

the principle of the ahove decision, he limited to the six'cilic

envelope. The admission was made inadvertently and airainst

express instructions, and was prom|)tly withdrawn. The re-

ply testimony of tlie complainant shows that the witness May-

nard was alive, availahle, and even with his olTice in the same

suite of rooms occui)ied by the complainant's counsel, and

that he was present durins: the takins: of com])lainant's reply

testimony. This is brouj^ht out in R-X Qs. 185-187 asked of

the complainant, and his answers thereto, at page 199.

Furthermore, the admission l)ecomes unimportant and im-

material, in view of the plain invalidity of the second Cohn

I»at<'nt, in view of the Boldt 1897 English patent, taken in

connection with the state of the art as exhibited by the other

prior patents in evidence. And in this connection, the en-

velope covered by the first Cohn patent, which discloses every-

thing except the particular shape or contour of the window

'»r transparent portion and the advertising matter, must be

taken into consideration.

The Equities of the Parties.

In equity suits, the respective merits and equities of the

parties are to be taken into consideration. The evidence

shows that Cohn has never manufactured the envolo})es of

his patents, after making the first lot of 10,000 in the fall of

1904. He has never conferred on the public generally the

i)enelit aixl advantages which result from furnishing them

with envelopes containing his inventions. His patents are

what the courts have frequently called "mere paper patents."

We call attention to this, not for the purpose of denying the
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right of Cohn to hold his patents in non-use and still seek

equitable relief under them, but for the purpose of saying

that these non-used patents do not specially appeal to a court

of equity for any liberal consideration^ either on the ques-

tion of validity or on the question of infringement.

On the other hand, the Transo Paper Company, manufac-

turer of the defendant's envelopes, stands in a very meritori-

ous position. Mr. Regenstein, in answering question 79, on

page 278, says that, "After the border matter was settled in

January, 1904, we gave our attention, up to this day, to the

perfecting of the transparency of the window." In answer-

ing the next question, he says that this was "a very difficult

matter." He then says that, ''The difficulties in preparing

the windows properly were found on account of atmospheric

conditions, non-elastic oils, and various other causes." In

answering question 82, on page 278, he says that, '*We have

found and experienced in 1906 that the transparent window

would stick to the back of the envelope, and have spoilt at

least forty to fifty million envelopes in that manner." In

answering the next question, he says that, "The loss to our

company in perfecting envelopes, is over $100,000." In an-

swering question 84, on page 279, he says that, "Our envelope

is now considered the most perfect transparent envelope in

existence, and has a sale in this country as well as in foreign

cbuntries." In answering question 88, he says that, "To my
knowledge, I am the only manufacturer, and have never seen

any one-piece transparent envelopes made by any one else in

this country." In answering redirect question 344, on page

341, Mr. Regenstein says that his company is engaged ex-

clusively in the manufacture and sale of these one-piece win-

dow-enveloi)os. lie says that they have about 120 hands em-

ployed in the work, and that they have in their plant ma-

chinery, etc., for carrying on the business, and an investment

of "about $150,000."
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It may l)o said that tliosf o(|uities conn in the Traiiso Paper

Company rather than the particular defendant sued in tliis

case. As a matter of fact, and of common sense, we all know

that tile mntiufactm't'r of a macliine, device, or article of com-

merce, is the |»arty who is most affected l»y the result of a suit

against a user, as in this ease, and so we suhmit tiiat it is

proper to consider the equities as between Cohn on the one

side and the manufacturer, whose business will be affected,

on the other.

Not only has Colin never manufactured more than a few

envelopes—for 10,000 is a mere bagatelle when we consider

that millions of envelopes are used every day—and put the

public in the jiossession and enjoyment of the envelopes of

his patents, but he has apparently attempted to make im-

proper capital out of the pendency of this suit. He has sent

broadcast to the customers of the Transo Paper Company,

the manufacturer of the defendant's envelopes, a "Warning"
made to resemble to a layman a subpcrna or writ issued from

the court, referred to at pa^e .S.'}4; and that it has had the

effect of creating that impression is shown by Palm Bros.'

letter in evidence, quoted in the Defendant's Record, at page

338, in which they say that they are in receipt of a notice

from San Francisco, signed by Max M. Colin, "which pur-

l)orts to be a notice from the United States Circuit Court in

and for the Northern District of California." Palm Bros,

further state in their letter, as showing the effect of the

"Warning" which purported to be "a notice from the United

States Circuit Court," that they had been using the envelopes,

"but in view of having received this notice we have discon-

tinued their use." Of course, the complainant was within his

rights in notifying the public of his patents and of the com-

mencement of the suit, when doing so in a proper way, but

when framing his notice in such a way as to create the im-

pression that it emanated from the United States Circuit
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Court, lie was, as we think, transcending the limits of proper

notification. This is particularly so when the effect of his

"Warning" was to deter the public from using an article

which he was not manufacturing and not in position to sup-

ply. It caused a direct injury to the public that might not

have been occasioned if he himself had been manufacturing

envelopes and ready to supply them to the public.

It is the party or manufacturer who actually gives an ar-

ticle of manufacture to the public that benefits the public,

and not the man who merely procures a patent and fails to

introduce his invention into public use.

No doubt it will be claimed that Mr. Regenstein, the presi-

dent of the company manufacturing the defendant's envel-

opes, prior to their manufacture, had seen the second Cohn

patent and some specimens of his kind of envelope, in view

of cross-question and answer 176, on page 302. We regard

this as a matter of no importance, in view of the fact that it

is proper and right in every way for a party to consider and

study a patent in order to devise other ways of effecting the

same result; or, as said by the Supreme Court in Burr v.

Duryea, 1 Wall., 574:

''Every man has a right to make an improvement in a

machine, and evade a previous patent, provided he does

not invade the rights of the patentee. '

'

In American Steel S Wire Co. v. Denning Wire & Fence

Co., 194 Fed., 177, 122, the United States Circuit Court of

Appeals for the Eighth Circuit, through Judges Adams,

Smith and Amidon, in a case where there had been former

litigations between the same parties under the same patent,

said:

''Appellant complains because after the decision in the

former case resjiondent deliberately set about devising,

with the aid of patent experts, a machine which would



155

produce tlio Batos foneo, without infrinffin«r tlio Ratos
patont. Tt is suniciriil to answer that complMint In tho
lanifuaLTr of Mr. .lustii-c (iricr in h'uir v. Duiifrr, 1 Wall.
5:il. 574, 17 L. Va\. (150: ' F^very man has a riufht to evado
a patent, provi.l.Ml ho does not iMva<h' tlic ri<,dits of the
patentee.' "

Indoe<l, it is for tlio i)urpose of infomiinf,^ the puhlie as to

just what a patente*! invention consists of tliat tlio law re-

quiros specilieations and drawings to ho filed in tho Patent
oniee and made accossihle to tho puhlie. The simjile (juos-

tion, and tho only question, is as to whether the defendant's
envelopes, whether made with knowled^sfe or without knowl-
od,u:o of the second Colin patent, contain the invention which
^uch patent descril>es and claims. If there he infrin.i^omont,

rfnorauce of the Cohn patents would not make it non-in-
frin^rement

; and, if there be wow-infrinpfement, knowledge of
the Cohn patent would not make it infringement. Tho whole
(juestion of knowledge or lack of knowledge of the Cohn pat-
ents on the part of the makers of tho defendant's envelope
becomes, therefore, wholly irrelevant and immaterial.

An Apology and Explanation.

We feel like apologizing for the length of this brief. Its

Justification, however, is found in the length of complainant's
brief below, which contained 287 printed pages. It seems to

us that the case has been exaggerated out of all proportions to
the real character of the supposed invention. It is a pyramid
built on its apex. The patent rivals one we had to defend
against years ago, which was for tying two strings together
to make one long one, though the claim was couched in
sonorous terms about tying the outside end of one ball of
twine to the inside end of the next to cause them to unwind in

succession, and so forth. In this case the first Cohn patent
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is essentially for nothing more than a grease spot on paper

with a ring around it. The paper was old; the grease spot

was old ; the ring or border was old ; the spreading effects of

grease and inks were known ; the concealing effects of a ring

or border around the grease or inks were known; they had

been used together for many years in the printers' art; old

printers considered that the use of borders was so well known

that it was ridiculous to ask for a patent on a border around

a grease spot on paper intended for an envelope
;
yet here it

is, and the people who devised the method of printing a mul-

tiple of envelope blanks on a sheet at one operation with each

revolution of the cylinder in the press, with the grease spots

porperly positioned, and thus made the production of one-

piece transparent-window envelopes economical, practical, and

commercial, are harassed by litigation by a man who, in his

ignorance of the use of borders in the printers' art generally,

teased the Commissioner of Patents, who was likewise igno-

rant of such use, as far as the record shows, into giving him

a patent under which he has put the really meritorious par-

ties to thousands of dollars of expense; and all this under a

patent which, however its claim is worded, is practically for

nothing more than a ring around a grease spot on a piece

of paper used in making an envelope.

Well did the Supreme Court, in Ailcmtic Works v. Brady,

307 U. S., 200, describe the effect of granting such patents,

when it said: **It creates a class of speculative schemers

who make it their business to watch the advancing wave of

improvomont, and gather its foam in the form of patented

monojiolies, which enable them to lay a heavy tax upon the

industry of the country, without contributing anything to the

real advancement of the arts." The Supreme Court says

that such a course on the part of the Patent Office "embar-

rasses the honest pursuit of business with fears and appre-

hensions of concealed liens and unknown liabilities to law



157

suits and vexatious atcoiintinirs for profits mado in good

faith."

The Gist of the Matter.

To get down to the decisive facts and considerations of the

case, they are very few, settled and indisputable, and may be

tlius formulated;

As to the i)rsi Colin patent, envelopes of opaque paper with

trmisparcnt windows produced by some oily substance, but

without any border around them, had been disclosed to the

worbl in the Brown 1862 patent; envelopes of transparent

paper with borders around a desired transparent portion con-

stituting the window and covering the remainder of the face

of the envelope had been disclosed to the w^orld in the Busch

1896 British patent; opaque paper with desired portions ren-

dered transparent by an oily preparation, with a border

printed around the transparent portions, had been disclosed

to the world in the Tudor 1878 patent and others; and borders

had been printed for many years around various kinds of

work in the different branches of the printers' art, to define

the work and cover and conceal ragged, irregular and un-

sightly edges produced by the running or spreading of the

inks or colors, imperfect registration, and other causes.

With these facts established, it follows that to print the

borders of the Busch or Tudor patents, to mention no others,

around the transparent window of the Brown 1862 envelope,

or the border used by printers for the same purpose, that of

concealing, defining and beautif\dng, was merely a double

use of the old border—not as much as that, considering that

Busch used the border on envelopes to define his window

—

merely an old and common ])rinters' expedient, merely the

applying of the familiar knowledge and usual skill of the
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printers' craft, merely a mechamical act that required noth-

ing of invention in its application.

As to the second Cohn patent, its envelope merely differed

from that of the first patent in the shape or contour of the

window—the transparent portion pure and simple—irre-

spective of the border, and the use of advertising matter on

the border or face of the enevelope; the border may extend

from the window to the edges of the envelope, "solid over

the face of the envelope," to use the words of the patent,

which would, of course, annihilate and remove the invention

unless the word ''window," which he says is '4n outline char-

acteristic of some symbol of trade," means the window and

not the border; envelopes having transparent windows in the

form of trade-marks or symbols, or "in outline characteristic

of some symbol of trade," to use the words of the Cohn

claims, or having "a trade-mark or a name or other symbol

or device upon the transparent covering,"—the window—to

use the words of the Boldt patent, had been disclosed to the

world in the Boldt British 1897 patent.

With transparent windows in the form of trade-marks, or

in other words "in outline characteristic of some symbol of

trade," as disclosed in the Boldt 1897 patent, it follows that

no invention was involved or could be involved in merely

changing the form of the transparent window of the first

Cohn patent into a similar shape or outline. It further fol-

lows that, as the transparent window in the defendant's en-

velope is not "in outline characteristic of some s}Tnbol of

trade," but is in the form and size of the rei^iilar stock win-

dows made by the manufacturer of the defendant's envelopes

and printed from the same blocks, so that, if the border were

printed solid from the window to the edges of the envelope,

as the Cohn patent says tlie border may be printed, every
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possil>h> su(f(/vstion of any particular article of niamifafture

would he a II nih Hat I'd and reniovod, which is not the ease where

the uHndow is "in outline characteristic of some sjinhol of

trade," as clainicd hv Cohn, the defendant's envelopes, irre-

spective of tln» fact that they do not have any "permanent"

printed matter, in the sense of tlie second C'olin patent, printed

on the border or on the face of the envelope, do not contain

the subject-matter of the claims of the second Cohn patent

and are not an infringement of the same.

In view of all the fore^oin^, we insist tliat both of the (.'olin

patents are invalid, in view of the state of the art, for want

of invention, as already explained, and that the defendant's

envelopes do not infringe the claims of the second Cohn patent.

Respectfully submitted,

Thomas A. Banning,

For Defendant.
Samuel W. Banning,

Thomas A. Banning, Jr.,

Ephraim Banning,

Of Counsel.




